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TRADEMARKS

A word, name, symbol, or
device used to indicate origin,
quality, and ownership of a
product or service.

A trademark is used in the
advertising and marketing of
a product; a service mark is
used in the advertising and

marketing of a service.

Rights arise from first use of
the mark; registration is not

necessary.

Marks are protected as long

as they are in use and do not
become generic. For registered
marks, the registrant must
prove use to USPTO between
years five and six and every

10 years after registration.
Registration lasts for 10 years
and is renewable.

If federal registration is sought,
application must be filed with
USPTO; electronic application
filing fee is $325 per class.
Application process takes
about one year. Preapplication
search should be conducted.

Is there a likelihood of
confusion between the

marks?

Marking is not required but
is recommended. Registered
marks are displayed with ®
symbol.

15 US.C. §§ 1051 et seq.

COPYRIGHTS

Protection granted to authors
of original works of authorship,
fixed in a tangible form.

Copyright protects original
works of authorship, including
literary, dramatic, musical,
artistic, choreographic, pictorial,
sculptural, and other original
works, including motion pictures,
sound recordings, computer
programs, and architectural
works, allowing the owner

the right to prepare derivative
works based on the work and to
reproduce, distribute, perform,
and display the work.

Copyright protection arises
from the time the work
is created in fixed form;

registration is not necessary.

Works are protected during the
author’s life (or last surviving
author) and for 70 years
thereafter. If work is made for
hire, copyright lasts for 95 years
from publication or 120 years
from creation, whichever is

shorter.

If federal registration is sought,
application must be filed with
U.S. Copyright Office; electronic
application filing fee is $35.
Application process takes from
three to four months for e-filing.

No need for preapplication search.

Have any of the exclusive rights
of the copyright owner been
violated by impermissible copying
or unauthorized use of the work?

Marking is not required but

is recommended. Notice:

© symbol (or similar indication),
year of first publication, and

owner’s name.

17 US.C. §§ 101 et seq.

PATENTS

Grant of right to exclude
another from making,
using, selling, or importing
a patented invention or
discovery.

Utility patents protect any
new and useful process,
machine, or composition of
matter that is nonobvious;
design patents protect new,
original, and ornamental
designs for articles of
manufacture; plant patents
protect distinct and new plant
varieties that are asexually

reproduced.

Rights arise only upon
issuance of the patent by the
U.S. Patent and Trademark
Office (USPTO) to first to
invent (before 3/16/2013) or to
first inventor to file application
(after 3/16/2013).

Patent protection exists for

20 years from the date of filing
an application for utility and
plant patents; and for 14 years
from the date of grant of a
design patent. Maintenance
fees are required for utility
patents at 3%, 7%, and

11% years after issuance date.

Application for patent must be
filed with USPTO. Application
filing fee for utility patent is
$1,250 ($625 for small entities).
Application process takes three
years or more. Search should be

conducted prior to application.

Does the accused invention
fall within the claims
language of the patent or is it

substantially equivalent?

Marking is not required but
is recommended. Notice
consists of word patent (or
its abbreviation) and patent
number. Marking may be
“virtual” (on the Internet).

35 U.S.C. §§ 100 et seq.

TRADE SECRETS

Any valuable business
information that, if known by
a competitor, would afford the
competitor some benefit or
advantage.

Any information can be
protected as long as it has
commercial value, it is not
in the public domain, and its
owner has made reasonable
attempts to maintain its
secrecy. Information may
include customer lists,
marketing plans, financial
information, takeover targets,
and business methods.

Rights arise as soon as the
trade secret comes into
existence. No registration or
other formalities are required.

Trade secrets may exist
perpetually as long as they
are properly protected or not
independently discovered.

No application or registration
process; however, there

may be costs involved in
implementing measures

to protect secrecy of trade
secrets.

Has a trade secret been
misappropriated?

Marking is not required but
is recommended. Documents
should be marked with
confidentiality legends or
other notices.

Various state statutes, cases,

and private agreements.
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PREFACE

The Congress shall have power to promote the progress of science and useful arts, by
securing for limited times to authors and inventors the exclusive right to their respec-

tive writings and discoveries.

The field of intellectual property (typically referred
to as IP) is one that continues its rapid growth. Just a
few years ago, individuals who identified themselves
as practitioners in the field of intellectual property
were met with blank stares. Now IP professionals are
in constant demand, and it is a rare issue of any le-
gal newspaper that does not include advertisements
for IP practitioners. Many experts believe this rapid
growth can be attributed to the spread of computer
and communications technologies throughout the
world. Reflecting this, technology-related legislation
is continually introduced in Congress. The number
of trademark and patent applications filed at the U.S.
Patent and Trademark Office continues to grow.
Similarly, there is increased emphasis on the need to
enhance protection of written materials, including
computer software, through copyright registration.

xviii

U.S. Const. art. 1,§ 8, cl. 8

Today’s competitive businesses recognize that
nearly 80 percent of their value can lie in their in-
tellectual property. With increased technology and
global communication come greater challenges to
protect intellectual property. Misappropriation or
infringement of valuable proprietary information
is a keystroke away. Thus, companies and law firms
value the expertise of IP professionals who can assist
in adopting strategies to ensure IP assets are fully
protected.

IP practice groups make extensive use of parale-
gals. Paralegals are involved in nearly every stage of
trademark and patent prosecution and maintenance
practice and in the area of copyright registrations
and IP audits. The field offers significant opportuni-
ties for client contact, challenging issues, and per-
sonal and intellectual growth. The specialized nature

Copyright 2012 Cengage Learning. All Rights Reserved. May not be copied, scanned, or duplicated, in whole or in part. Due to electronic rights, some third party content may be suppressed from the eBook and/or eChapter(s). Editorial review has

deemed that any suppressed content does not materially affect the overall learning experience. Cengage Learning reserves the right to remove additional content at any time if subsequent rights restrictions require it.



Xxix
PREFACE

of IP practice produces highly capable and efficient
paralegals whose contributions are valued by both
other legal professionals and clients. Expertise in
the field is recognized by salaries that are typically
higher than those for paralegals in other fields. In
addition to law firm IP practice, many paralegals are
employed in-house at companies with significant IP
assets. These paralegals work closely with in-house
counsel to meet the company’s needs. In brief, the
field provides significant and rewarding opportuni-
ties for career satisfaction.

The recent increased interest in intellectual
property, coupled with nearly daily changes in IP
law, has caused a relative scarcity in texts that pro-
vide both sound, foundational concepts together
with the practical advice needed to ensure success
for IP paralegals.

This text provides a comprehensive guide to each
field within the umbrella of intellectual property,
namely, trademarks, copyrights, patents, trade secrets,
and unfair competition. The methods by which each is
created, procedures to register or protect each, dura-
tion of rights, protection from infringement, and new
and international developments will be addressed for
each of these fields of intellectual property.

Each chapter begins with an introduction to the
topics covered therein and concludes with a brief
overview of the material presented. Information is ar-
ranged in a building-block approach so the reader is
presented with comprehensive coverage of each topic.
Discussions of each field of intellectual property con-
clude with a section on the new and emerging issues
in that field and then an overview of international im-
plications, such as the methods by which intellectual
property can be protected in other countries.

The substantive overview of each topic is com-
plemented by the use of forms, sample agreements,
checklists, and other practical guides. References to
useful resources and websites are provided in each
chapter and online in Appendix C so readers can
gather additional information. The specific tasks

in which IP professionals are involved are fully ad-
dressed. Discussion questions are provided to ensure
thorough understanding of each topic. Finally, each
chapter presents questions requiring readers to ac-
cess Internet websites that are of particular interest
to IP professionals. A glossary at the end of the text
highlights critical terms, and selected trademark,
copyright, and patent statutes are provided in Appen-
dix E at http://www.paralegal.delmar.cengage.com.
The field of intellectual property is one of the
most dynamic and challenging of all legal special-
ties. Many of the issues are cutting edge: How can
a domain name be protected? How can a company
ensure its trade secrets are not misappropriated by
an employee? What is the best way to protect a com-
puter program that may be obsolete in three years?
How can a business be sure its website does not
infringe that of a third party? How can intellectual
property be protected in a global economy? How
can movies and songs be protected against piracy?
Providing assistance to IP owners thus provides
unique opportunities for learning and growth. More-
over, the field of intellectual property is inherently
interesting. All of us see and recognize trademarks
each day. All of us read books, watch movies, and use
inventions. Thus, readers bring a wealth of practical
and firsthand knowledge to the study of IP law. This
text allows readers to link their experience as con-
sumers with the substantive information presented
to ensure IP owners are provided a full range of strat-
egies and methods to protect their valuable assets.

ADDITIONS AND ENHANCEMENTS
TO THE FOURTH EDITION

Each chapter includes the following enhanced and
new features:

« Trivia (a “fun” section pointing out interesting
and new IP facts, statistics, and trivia; for ex-
ample, one of the chapters on patents notes that
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the youngest patentee in the United States is a
4-year-old)

» Case Illustration (a short “brief” of a case—
usually either a seminal case or ground-breaking
one—that illustrates a principle discussed in
that chapter)

+ Case Study and Activities (a factual scenario in-
volving a fictional company, Holiday Cruises,
Inc., requiring students to identify various IP
problems Holiday is encountering and suggest
strategies to solve those problems; as a large
cruise ship line, Holiday has a host of trademarks,
copyrighted materials, and patented inventions)

+ Internet Resources (a short section is given at
the end of each chapter with websites specific
to the information previously discussed in that
chapter)

+ Ethics Edge (a short ethics tip or pointer relevant
to one of the topics discussed in that chapter)

+ Using Internet Resources (a section requir-
ing readers to access numerous websites and
answer questions that are typical of those that
occur in real-life IP practice)

This edition also includes several new features
and discussion of the following new topics:

+ Numerous calendaring, docketing, and fee cal-
culation questions

+ Discussion of the effect of bankruptcy on trade-
mark licensees

+ Discussion of the status of the
Counterfeiting Trade Agreement

+ Discussion of the liability of service providers
such as eBay for selling counterfeit goods

+ Proposed implementation of hundreds of new
domain names by ICANN

+ Extensive and enhanced discussion of the
Madrid Protocol

+ Discussion of efforts by performers to receive
royalties for their sound recording perfor-
mances on AM and FM radio as well as discus-
sion of SoundExchange, which collects royalties

Anti-

for owners of sound recordings from satellite
radio and similar platforms

+ Discussion of whether providers such as You-
Tube are entitled to the safe harbors of the
Digital Millennium Copyright Act when copy-
righted materials are posted to their websites

Readers will also find new information on elec-
tronic systems at the U.S. Patent and Trademark
Office and Copyright Office for filing trademark,
patent, and copyright applications, and discussion
of new legislation, including the following:

+ PRO-IP Act of 2008
+ Leahy-Smith America Invents Act of 2011 (the
most significant revision to patent law in 60 years)

Finally, this fourth edition contains discussions
of cutting-edge IP issues such as jailbreaking of
iPhones, liability of Internet service providers such
as eBay when counterfeit materials are sold on their
sites, the proposed Google Books Settlement, the
Copyright Alert System (implemented to stop ille-
gal downloading of copyrighted material), defensive
patenting, and ground-breaking new cases such as
Bilskiv. Kappos, Viacom International, Inc. v. YouTube,
Inc., and Microsoft Corp. v. i4i Ltd. Partnership.

General notes to readers. Throughout this
text, helpful websites, fees, and addresses are given.
Due to the transitory nature of some websites and fre-
quent changes in fees and other similar information,
it is possible that such information may not be cur-
rent at the time you read this text. The website of the
U.S. Patent and Trademark Office (USPTO), http://
www.uspto.gov, provides current fee and address
information. Similarly, the website of the Copyright
Office, http://www.copyright.gov, provides up-to-
date information for frequently changing topics
and fees. Note that figures and statistics given in the
text for USPTO and Copyright Office workloads are
for fiscal years (rather than calendar years), which
end on September 30.
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Note to readers regarding the America
Invents Act (AIA). The most significant change
to patent law was enacted on September 16, 2011.
The Leahy-Smith America Invents Act changes nu-
merous patent laws, processes, and fees. This text
provides an overview of the AIA as it was enacted;
however, because many provisions of the AIA will
be phased in over time and the USPTO will need
to promulgate regulations to implement the AIA,
some provisions in the AIA may be revised. Readers
should thus review the USPTO website for changes
in regulations, fees, and so on under the AIA, which
may change over time.

SUPPLEMENTAL TEACHING
MATERIALS

o The Instructor’s Manual with Test Bank is
available online at http://www.paralegal.delmar.
cengage.com in the Instructor’s Lounge under

Resource. Written by the author of the text, the
Instructor’s Manual contains suggested syllabi,
lecture notes, answers to all text discussion and
Internet questions, useful websites, and a test
bank.
Online Companion™—The Online Com-
panion™ website can be found at http://www
.paralegal.delmar.cengage.com in the Resource
section of the website. The Online Companion™
contains the following:

Chapter Summaries

Trivia

Internet Resources

Appendices

Quiz Questions
Web Page—Come visit our website at http://
www.paralegal.delmar.cengage.com, where you
will find valuable information specific to this
book such as hot links and sample materials to
download.

Please note the Internet resources are of a time-sensitive nature and URL addresses

may often change or be deleted.

Contact us at
www.paralegal.delmar.cengage.com
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CHAPTER 1

Introduction to

L, «4?”\0 | Intellectual Property Law

CHAPTER OVERVIEW

Intellectual property law protects the results of human creative endeavor. Intel-
lectual property is generally thought to comprise four separate fields of law:
trademarks, copyrights, patents, and trade secrets. A trademark is a word, name,
symbol, or device used to identify and distinguish one’s goods or services and to
indicate their source. Rights in trademarks are created by use of a mark; registration
with the U.S. Patent and Trademark Office (USPTO) is not required, although it of-
fers certain advantages. Copyright protects original works of authorship, including
literary, musical, dramatic, artistic, and other works. Just as trademarks are pro-
tected from the moment of their first public use, copyright exists from the moment
of creation of a work in fixed form; registration of a copyright with the U.S. Copy-
right Office, while affording certain benefits, is not required. A patent is a grant
from the U.S. government that permits its owner to exclude others from making,
selling, using, or importing an invention. Patents exist only upon issuance by the
USPTO. A trade secret consists of any valuable commercial information that, if
known by a competitor, would provide some benefit or advantage to the competi-
tor. No registration or other formalities are required to create a trade secret, and
trade secrets endure as long as reasonable efforts are made to protect their secrecy.

2
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INTRODUCTION TO INTELLECTUAL PROPERTY LAW

INTELLECTUAL PROPERTY LAW
BASICS

Intellectual Property Defined

There are three distinct types of property that
individuals and companies can own: real property
refers to land or real estate; personal property refers
tospecificitemsand thingsthatcanbeidentified, such
as jewelry, cars, and artwork; and intellectual prop-
erty refers to the fruits or product of human creativ-
ity, including literature, advertising slogans, songs,
or new inventions. Thus, property that is the result
of thought, namely, intellectual activity, is called
intellectual property (IP). Insome foreign countries,
intellectual property (especially patents and trade-
marks) is referred to as industrial property.

Many of the rights of ownership common to real
and personal property are also common to intellec-
tual property. Intellectual property can be bought,
sold, and licensed. Similarly, it can be protected
against theft or infringement by others. Neverthe-
less, there are some restrictions on use. For example,
if you were to purchase the latest bestseller by John
Grisham, you would be entitled to read the book, sell
it to another, or give it away. You would not, how-
ever, be entitled to make photocopies of the book
and then distribute and sell those copies to others.
Those rights are retained by the author of the work
and are protected by copyright law.

The Rationale for Protection
of Intellectual Property

Intellectual property is a field of law that aims at pro-
tecting the knowledge created through human effort
in order to stimulate and promote further creativ-
ity. Authors who write books and musicians who
compose songs would be unlikely to engage in fur-
ther creative effort unless they could realize profit
from their endeavors. If their work could be misap-
propriated and sold by others, they would have no

incentive to create further works. Pharmaceutical
companies would not invest millions of dollars into
research and development of new drugs unless they
could be assured that their inventions would enable
them to recover these costs and develop additional
drugs. Thus, not only the creators of intellectual
property but the public as well benefit from protect-
ing intellectual property.

On the other hand, if the owner of intellectual
property is given complete and perpetual rights to
his or her invention or work, the owner would have
a monopoly and be able to charge excessive prices
for the invention or work, which would harm the
public. Intellectual property law attempts to resolve
these conflicting goals so that owners’ rights to reap
the rewards of their efforts are balanced against the
public need for a competitive marketplace. Thus, for
example, under federal law, a patent for a useful
invention will last for only 20 years from the date an
application for the patent is filed with the USPTO.
After that period of time, the patent expires, and
anyone is free to produce and sell the product.

TYPES OF INTELLECTUAL
PROPERTY

The term intellectual property is usually thought of as
comprising four separate, but often overlapping, legal
fields: trademarks, copyrights, patents, and trade
secrets. Although each of these areas will be discussed
in detail in the chapters that follow, a brief introduc-
tion to each discipline is helpful. (See chart on inside
front and back covers of text comparing and contrast-
ing the various types of intellectual property.)

Trademarks and Service Marks

What Is Protectable. A trademark or service
mark is a word, name, symbol, or device used to
indicate the source, quality, and ownership of a prod-
uct or service. A trademark is used in the marketing
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of a product (such as REEBOK®
for shoes), while a service mark
typically identifies a service (such
as STARBUCKS® for retail outlet
services). A trademark or service
mark identifies and distinguishes
the products or services of one person from those of
another.
In addition to words, trademarks can also consist
of slogans (such as THE KING OF BEERS® for Bud-
weiser beer), designs (such as the familiar “swoosh”
that identifies Nike products), or sounds (such as the
distinctive giggle of the Pillsbury Doughboy).
Trademarks provide guarantees of quality and
consistency of the product or service they identify.
Thus, upon encountering the golden arches that
identify a McDonald’s restaurant, consumers under-
stand the “Big Mac” they purchase in Chicago will be
the same quality as one purchased in Seattle.
Companies expend a great
deal of time, effort, and money
in establishing consumer recog-
e sameae v Nition of and confidence in their

marks. Yet not all words, phrases,

or symbols are entitled to protec-

tion as trademarks. A chain of
stores that sells clothing could not obtain a registered
trademark for “Clothing Goods” inasmuch as the
name is generic, yet GAP® is a nationally recognized
mark for the retail sale of clothing. Marks may not
be protectable if they are generic in nature or merely
descriptive of the type of products or services they
identify. Generally, marks that are protectable are
those that are coined (such as KODAK®), arbitrary
(such as SHELL® for gasoline), or suggestive (such as
STAPLES® for office supplies).

Federal Registration of Trademarks. Inter-
state use of trademarks is governed by federal law,
namely, the U.S. Trademark Act (also called the
Lanham Act), found at 15 U.S.C. §§ 1051 et seq. See

Appendix E. Additionally, trademarks are provided

for in all 50 states so that marks that cannot be fed-
erally registered with the USPTO because they are
not used in interstate commerce can be registered in
the state in which they are used.

In the United States, trademarks are generally
protected from their date of first public use. Regis-
tration of a mark is not required to secure protection
for a mark, although it offers numerous advantages,
such as allowing the registrant to bring an action
in federal court for infringement of the mark.
Applications for federal registration of trademarks
are made with the USPTO. Registration is a fairly
lengthy process, generally taking anywhere from 10
to 24 months or even longer. The filing fee is $325
per mark per class of goods or services covered by
the mark if the application is filed electronically.

A trademark registration is valid for 10 years
and may be renewed for additional 10-year periods
thereafter as long as the mark is in use in interstate
commerce. Additionally, registrants are required to
file an affidavit with the USPTO between the fifth
and sixth years after registration and every 10 years
to verify the mark is in continued use. Marks not in
use are then available to others.

Trademarks are among the most visible items of
intellectual property, and it has been estimated that the
average resident of the United States encounters ap-
proximately 1,500 different trademarks each day and
30,000 if one visits a supermarket. A properly selected,
registered, and protected mark can be of great value to
a company or individual desiring to establish and ex-
pand market share. There is perhaps no better way to
maintain a strong position in the marketplace than to
build goodwill and consumer recognition in the iden-
tity selected for products and services and then to pro-
tect that identity under federal trademark law.

Copyrights

What Is Protectable. Copyright is a form
of protection governed exclusively by federal law
(17 US.C. §§ 101 et seq.) granted to the authors of
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original works of authorship, including literary, dra-
matic, musical, artistic, and certain other works.
See Appendix E. Thus, books, songs, plays, jewelry,
movies, sculptures, paintings, and choreographic
works are all protectable. Computer software is also
protectable by copyright.

Copyright protection is available for more
than merely serious works of fiction or art. Market-
ing materials, advertising copy, and cartoons are
also protectable. Copyright is available for original
works; no judgment is made about their literary
or artistic quality. Nevertheless, certain works are
not protectable by copyright, such as titles, names,
short phrases, or lists of ingredients. Similarly, ideas,
methods, and processes are not protectable by copy-
right, although the expression of those ideas is.

Copyright protection exists automatically
from the time a work is created in fixed form. Thus,
similar to trademark law, securing a registration
for a work (with the U.S. Copyright Office) is not
required for a work to be protected, although regis-
tration does provide significant advantages, such as
establishing a public record of the copyright claim
and providing a basis upon which an infringe-
ment suit may be brought in federal court and in
which statutory damages and attorneys’ fees may
be recovered.

The owner of a copyright has the right to repro-
duce the work, prepare derivative works based on
the original work (such as a sequel to the original),
distribute copies of the work, and to perform and
display the work. Generally, violations of such rights
are protectable by infringement actions. Neverthe-
less, some uses of copyrighted works are considered
“fair use” and do not constitute infringement, such
as use of an insignificant portion of a work for non-
commercial purposes or parody of a copyrighted
work.

Federal Registration of Copyrights. Nei-
ther publication nor registration of a work is re-
quired for copyright protection, inasmuch as works

are protected under federal copyright law from the
time of their creation in a fixed form. Registration,
however, is inexpensive, requiring only a $35 filing
fee (for applications filed electronically), and the
process is expeditious. In most cases, the Copyright
Office processes electronically filed applications in
about three months.

Generally, copyrighted works are automatically
protected from the moment of their creation for a
term generally enduring for the author’s life plus an
additional 70 years after the author’s death. After
that time, the work will fall into the public domain
and may be reproduced, distributed, or performed
by anyone. The policy underlying the long period of
copyright protection is that it may take several years
for a painting, book, or opera to achieve its true
value, and, thus, authors should receive a length of
protection that will enable the work to appreciate to
its greatest extent.

Patents

What Is Protectable. A patent is a grant
from the U.S. government that permits its owner
to prevent others from making, using, importing,
or selling an invention. There are three types of
patents: utility patents, which are the most com-
mon patents and which cover useful inventions
and discoveries (such as the typewriter, the auto-
mobile, and genetically altered mice); design pat-
ents, which cover new, original, and ornamental
designs for articles (such as furniture); and plant
patents, which cover new and distinct asexually
reproduced plant varieties (such as hybrid flowers
or trees).

Patent protection is available only for useful,
novel, and nonobvious inventions. Generally, patent
law prohibits the patenting of an invention that is
merely an insignificant addition to or minor alter-
ation of something already known. Moreover, some
items cannot be protected by patent, such as pure
scientific principles.
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Federal Registration of Patents. Patents
are governed exclusively by federal law (35 U.S.C.
§§ 100 et seq.). See Appendix E. To obtain a patent,
an inventor must file an application with the USPTO
(the same agency that issues trademark registra-
tions) that fully describes the invention. Patent pros-
ecution is expensive, time-consuming, and complex.
Costs can run into the thousands of dollars, and it
generally takes about three years for the USPTO to
issue a patent.

Patent protection exists for 20 years from the
date of filing of an application for utility patents
(assuming that certain fees are paid to maintain
the patent in force) and plant patents and 14 years
from the date of grant for design patents. After this
period of time, the invention falls into the public
domain and may be used by any person without
permission.

Patents promote the public good in that patent
protection incentivizes inventors. In return for fully
describing the invention in the patent application,
the inventor is granted an exclusive but limited
period of time within which to exploit the invention.
After the patent expires, any member of the public
is free to use, manufacture, or sell the invention.
Thus, patent law strikes a balance between the need
to protect inventors and the need to allow public
access to important discoveries.

Trade Secrets

What Is Protectable. A trade secret
consists of any valuable business information
that, if known by a competitor, would afford the
competitor some benefit or advantage. There
is no limit to the type of information that can
be protected as trade secrets; recipes, market-
ing plans, financial projections, and methods
of conducting business can all constitute trade
secrets. There is no requirement that a trade secret

be unique or complex; thus, even something as
simple and nontechnical as a list of customers can
qualify as a trade secret as long as it affords its
owner a competitive advantage and is not common
knowledge.

If trade secrets were not protectable, companies
would have no incentive to invest time, money, and
effort in research and development that ultimately
benefits the public. Trade secret law thus promotes
the development of new methods and processes of
doing business in the marketplace.

Protection of Trade Secrets. Although
trademarks, copyrights, and patents are all subject
to extensive statutory schemes for their protection,
application, and registration, there is no equivalent
federal law system for trade secrets, and no for-
malities are required to obtain rights to trade se-
crets. Trade secrets are generally protectable under
various state statutes and cases and by contractual
agreements between parties. For example, employ-
ers often require employees to sign confidentiality
agreements in which employees agree not to disclose
proprietary information owned by the employer.

If properly protected, trade secrets may last
forever. On the other hand, if companies fail to
take reasonable measures to maintain the secrecy
of the information, trade secret protection may be
lost. Thus, disclosure of the information should
be limited to those with a “need to know” it so
as to perform their duties; confidential informa-
tion should be kept in secure or restricted areas;
and employees with access to proprietary infor-
mation should sign nondisclosure agreements.
If such measures are taken, a trade secret can be
protected in perpetuity.

Another method by which companies protect
valuable information is by requiring employees to
sign agreements promising not to compete with the
employer after leaving the job. Such covenants are
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strictly scrutinized by courts, but in most states (but
not California where such covenants are invalid),
if they are reasonable in regard to time, scope, and
subject matter, they are enforceable.

Other Intellectual Property Rights

Although the most common types of intellectual
property are trademarks, copyrights, patents, and
trade secrets, other intellectual property rights ex-
ist and will be discussed in the chapters that follow.
Some of these rights include semiconductor chip
protection, plant variety protection, the right of
publicity, and rights relating to unfair competition,
including passing off, misappropriation, and false
advertising.

Additionally, intellectual property rights often
intersect and overlap. Thus, the formula for Coca-
Cola is a trade secret, while the distinctive script
in which the words COCA-COLA® are displayed
is a trademark. Generally, computer programs may
be protectable under copyright law, patent law,
and as trade secrets, while the name for a com-
puter program, such as WINDOWS®, qualifies for
trademark protection. Jewelry may be protected
both under copyright and design patent law. Legal
practitioners in the field of intellectual property
law must fully understand how the various types
of intellectual property intersect so that clients can
achieve the widest possible scope of protection.
For example, although an item of jewelry can be
protected as a design patent, securing a patent is
complex and expensive. Moreover, a design patent
lasts only 14 years from the date of grant of the pat-
ent. In contrast, securing copyright protection for
the same article of jewelry is easy and inexpensive.
More importantly, copyright protection endures
during the life of the work’s creator and for 70 years
thereafter. Trade secrets that are properly protected
can endure perpetually. Thus, intellectual property

owners need to consider the complementary rela-
tionships among trademark, copyright, patent, and
trade secrets law so as to obtain the broadest pos-
sible protection for their assets.

AGENCIES RESPONSIBLE FOR
INTELLECTUAL PROPERTY
REGISTRATION

U.S. Patent and Trademark Office

The agency charged with granting patents and reg-
istering trademarks is the U.S. Patent and Trade-
mark Office (USPTO), one of several bureaus or
agencies within the U.S. Department of Commerce.
The USPTO, founded more than 200 years ago,
employs more than 10,000 employees and is pres-
ently located in several buildings at its campus in
Alexandria, Virginia. Mailing addresses vary de-
pending on whether the matter relates to patents
or trademarks. The USPTO is physically located at
600 Dulany Street, Alexandria, Virginia 22314. Its
website is http://www.uspto.gov. The USPTO website
offers a wealth of information, including helpful
information about trademarks and patents, fee
schedules, forms, and the ability to search and apply
for trademarks and patents. Since 1991, under the
Omnibus Budget Reconciliation Act, the USPTO has
operated in much the same way as a private business,
providing valued products and services to customers
in exchange for fees that are used to fully fund USPTO
operations. It uses no taxpayer funds.

The USPTO is one of the busiest of all govern-
ment agencies, and as individuals and companies
continue to value the importance of intellectual
property assets, greater demands are being made
on the USPTO. For example, from 2005 to 2011, the
number of trademark applications received by the
USPTO increased by 23 percent, and the number of
patent applications received increased 31 percent.
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In 2011, the USPTO issued 244,430 patents and reg-
istered 177,661 trademarks.

Legislation passed in 1997 established the
USPTO as a performance-based organization that
is managed by professionals, resulting in the cre-
ation of a new political position, Under Secretary
of Commerce for Intellectual Property and Direc-
tor of the USPTO. Changing the USPTO from
a mere governmental agency to a governmental
corporation made the USPTO equivalent to other
similar organizations, such as the Tennessee Valley
Authority and the Federal Deposit Insurance
Corporation. Performance-based organizations
have considerable flexibility in personnel matters
and set specific goals and objectives to achieve. In
brief, the USPTO operates more like a business
with greater autonomy over its budget, hiring, and
procurement. Additionally, the USPTO website’s
searchable database includes information about all
U.S. patents from the first patent issued in 1790 to
the most recent, with full information for all patents
since 1976 and the text and images of more than
four million pending and registered federal trade-
marks. Users can view, download, and print the im-
ages of these patents and trademarks. The USPTO
has nearly completed its transition from paper to
electronic filing for both trademarks and patents.
Nearly 100 percent of trademark applications and
about 90 percent of patent applications were filed
electronically in 2011.

The USPTO is led by the Under Secretary of
Commerce for Intellectual Property and Director of
the U.S. Patent and Trademark Office (the “Director”),
who is appointed by the president. The Secretary of
Commerce appoints a Commissioner for patents and
a Commissioner for trademarks.

Cases relating to IP law are published in a va-
riety of sources. One excellent reporter is United
States Patent Quarterly (U.S.P.Q.), covering IP cases
(relating to patents, trademarks, copyrights, and

trade secrets) from 1929 to 1986, and U.S.P.Q.2d,
covering IP cases from 1987 to date. In addition to
publishing various federal cases relating to patents
and trademarks, this set, published by the Bureau of
National Affairs (BNA), Inc., also publishes adminis-
trative decisions of the Commissioner of Patents and
Trademarks. Subscribers to the set receive weekly
advance sheets with the most current cases; bound
volumes are issued quarterly. Most law firms that
specialize in IP work subscribe to this set. The set is
also available through LexisNexis and Westlaw, the
computer-assisted legal research systems.

Additionally, numerous cases are available
through the USPTO website.

Library of Congress

The Library of Congress, sometimes referred to
as “Jefferson’s Legacy,” was established in 1800 as
a legislative library. It is America’s oldest, national
cultural institution and is the largest library in the
world. Thomas Jefferson is considered the founder
of the Library of Congress, and his personal library
is at the heart of the library, inasmuch as in 1814 the
library’s 3,000 volumes were burned by the British,
and the next year Jefferson sold his personal library
collection of 6,487 volumes to the Library of Con-
gress for $23,950.

The U.S. Copyright Office has been a part of
the Library of Congress since 1870 and is in charge
of examining the approximately 600,000 copyright
applications filed each year, issuing registrations,
and maintaining copyright deposits in its vast
collection.

The Copyright Office is located at 101 Indepen-
dence Avenue SE, Washington, DC 20559-6000,
and its website is http://www.copyright.gov. Basic
information about copyrights, forms, and other
valuable information can be obtained for free and
downloaded from the Copyright Office’s website.
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The duty of competent legal representation is so important that it is the first substantive statement
promulgated by the Model Rules of Professional Conduct of the American Bar Association. Rule 1.1
provides that competent representation requires the legal knowledge, skills, thoroughness, and prepa-
ration necessary for the representation of a client. Thus, although only an attorney may give legal
advice and counsel a client as to the best strategy to protect his or her intellectual property, parale-
gals are expected to provide competent assistance. Paralegals thus have a duty to keep current with

IP developments and cases in order to fulfill this duty of competence.

INTERNATIONAL
ORGANIZATIONS,
AGENCIES, AND TREATIES

There are a number of international organizations
and agencies that promote the use and protection of
intellectual property. Although these organizations
are discussed in more detail in the chapters to fol-
low, a brief introduction may be helpful.

+ International Trademark Association (INTA)
is a not-for-profit international association com-
posed chiefly of trademark owners and practi-
tioners. More than 5,500 trademark owners and
professionals in more than 190 countries belong
to INTA, together with others interested in
promoting trademarks. INTA offers a wide va-
riety of educational seminars and publications,
including many worthwhile materials available
at no cost on the Internet (see INTA's home
page at http://www.inta.org). INTA is located
at 655 Third Avenue, 10th Floor, New York, NY
10017-5617 (212/642-1700).

o World Intellectual Property Organization
(WIPO) was founded in 1970 and is a specialized
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agency of the United Nations whose purposes
are to promote intellectual property throughout
the world and to administer 24 treaties dealing
with intellectual property, including the Paris
Convention, Madrid Protocol, the Trademark
Law Treaty, the Patent Cooperation Treaty, and
the Berne Convention. More than 180 nations
are members of WIPO. WIPO is headquartered
in Geneva, Switzerland, and its home page is
http://www.wipo.int

World Trade Organization (WTO) was orga-
nized in 1995 and deals with rules of trade
among its more than 150 member nations. It
resolves trade disputes and administers vari-
ous agreements, including those relating to
intellectual property. It is headquartered in
Geneva, Switzerland, and its website is http://
www.wto.org

There are also a number of international agree-

ments and treaties that affect intellectual property.
Among them are the following:

Berne Convention for the Protection of Lit-
erary and Artistic Works (the Berne Con-
vention). The Berne Convention was created
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in 1886 under the leadership of Victor Hugo to
protect literary and artistic works. It has more
than 160 member nations. The United States
became a party to the Berne Convention in
1989. The Berne Convention is administered
by WIPO and is based on the precept that each
member nation must treat nationals of other
member countries like its own nationals for
purposes of copyright (the principle of “national
treatment”).

Madrid Protocol. The Madrid Protocol
came into existence in 1996 and allows trade-
mark protection for more than 80 countries,
including all 27 countries of the European
Union, by means of a centralized, trademark-
filing procedure. The United States imple-
mented the terms of the Protocol in late
2003. This treaty facilitates a one-stop, low-
cost, efficient system for the international
registration of trademarks by permitting a
U.S. trademark owner to file for international
registration in any number of member coun-
tries by filing a single, standardized applica-
tion form with the USPTO, in English, with a
single set of fees.

Paris Convention. One of the first treaties or
“conventions” designed to address trademark
protection in foreign countries was the Paris
Convention of 1883, adopted to facilitate
international patent and trademark protection.
The Paris Convention is based on the principle
of reciprocity, so that foreign trademark and
patent owners may obtain in a member coun-
try the same legal protection for their marks
and patents as can citizens of those member
countries. Perhaps the most significant ben-
efit provided by the Paris Convention is that
of priority. An applicant for a trademark has
six months after filing an application in any
of the more than 170 member nations to file a
corresponding application in any of the other

member countries of the Paris Convention and
obtain the benefits of the first filing date. Simi-
lar priority is afforded for utility patent applica-
tions, although the priority period is one year
rather than six months. The Paris Convention
is administered by WIPO.

o North American Free Trade Agreement
(NAFTA). The NAFTA came into effect on
January 1, 1994, and is adhered to by the United
States, Canada, and Mexico. The NAFTA
resulted in some changes to U.S. trademark law,
primarily with regard to marks that include geo-
graphical terms.

+ Agreement on Trade-Related Aspects of In-
tellectual Property (TRIPS). Negotiated from
1986-1994, TRIPS is administered by the World
Trade Organization and establishes minimum
levels of protection that member countries must
give to fellow WTO members. Computer pro-
grams must be protected as copyrightable liter-
ary works, and countries must prevent misuse
of geographical names such as Roquefort or
Champagne.

(See Appendix A, Table of Treaties.)

THE INCREASING IMPORTANCE
OF INTELLECTUAL PROPERTY
RIGHTS

Although people have always realized the impor-
tance of protecting intellectual property rights, the
rapidly developing pace of technology has led to
increased awareness of the importance of intellectual
property assets. Some individuals and companies
offer only knowledge. Thus, computer consultants,
advertising agencies, Internet companies, and soft-
ware implementers sell only brainpower. Similarly,
some forms of intellectual property, such as domain
names and moving images shown on a company’s
Web page, did not even exist until relatively recently.
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Internet domain names such as “www.ibm.com”
are valuable assets that must be protected against
infringement.

The International Intellectual Property Alliance
estimates that total copyright industries accounted
for 11 percent of the U.S. gross domestic product
in 2007 and that more than 11 million workers are
employed by these industries. Additionally, nearly
$126 billion of U.S. exports now depend on some
form of intellectual property protection, including
pharmaceuticals, motor vehicles, and aircraft and
associated equipment.

Moreover, the rapidity with which information
can be communicated through the Internet has led
to increasing challenges in the field of intellectual
property. Within hours after the world premiere of
the movie Episode III—Revenge of the Sith, counter-
feit copies were available on the streets of New York
City for just a few dollars, and the movie was also

available on the website BitTorrent for free down-
loading. Books, movies, and songs can now be cop-
ied, infringed, and sold illegally with the touch of a
keystroke.

The Office of the United States Trade Repre-
sentative has estimated that U.S. industries lose
between $200 billion and $250 billion annually from
piracy, counterfeiting of goods, and other intellec-
tual property infringements.

In many cases, the most valuable assets a com-
pany owns are its intellectual property assets. For
example, the value of the trademarks and service
marks owned by the Coca-Cola Company has been
estimated at more than $70 billion, making it the
world’s most valuable brand. Thus, companies must
act aggressively to protect these valuable assets
from infringement or misuse by others. The field of
intellectual property law aims to protect the value of
such investments.

TRIVIA TRIVIA TRIVIA

TRIVIA

TRIVIA TRIVIA

» The value of Microsoft Corporation’s brand is estimated to be $59 billion.
« In 2010, Avatar was the film illegally downloaded most often.
« In late 2009, Vice President Biden referred to copyright piracy as “flat, unadulterated theft.”
» The USPTO collects more than $5 million each day in fees.
« In early 2011, Senator Charles Grassley stated that a recent report estimated that the global
value of counterfeit and pirated goods exceeded $650 billion.
» Some of our U.S. presidents have been prolific inventors:
o Thomas Jefferson invented the swivel chair, a macaroni machine, and a cipher wheel (used
to code and decode messages). Jefferson did not apply for any patents, believing all people

should have access to new technology.

» George Washington registered a trademark for his brand of flour in 1772.

o Abraham Lincoln, the only president to hold a patent, patented an invention in 1849 for a
method of steering a boat through shallow waters. The model, made by Lincoln himself; is
in the Smithsonian Institution. You may view the patent at the USPTO’S website by search-

ing for Patent. No. 6,469.

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA
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CHAPTER SUMMARY

The term intellectual property is generally thought of as comprising four over-
lapping fields of law: trademarks (protecting names, logos, symbols, and other
devices indicating the quality and source of products and services); copyrights
(protecting original works of authorship); patents (grants by the federal gov-
ernment allowing their owners to exclude others from making, using, or sell-
ing the owner’s invention); and trade secrets (any commercial information
that, if known by a competitor, would afford the competitor an advantage in
the marketplace). Patents must be issued by the federal government, whereas
rights in trademarks are created by use of marks, and rights in copyright
exist from the time a work is created in fixed form. Nevertheless, registration
of trademarks and copyrights offers certain advantages and benefits. Trade se-
crets are governed by various state laws, and registration is not required for
existence and ownership of a trade secret. Trademarks and trade secrets can
endure perpetually as long as they are protected, while copyrights and patents
will fall into the public domain and be available for use by anyone after their
terms expire.

As our world becomes increasingly reliant on technological advances, greater
demands and challenges are made on IP practitioners. The field is an exciting and
challenging one and offers significant opportunities for hands-on involvement by
IP professionals.

CASE ILLUSTRATION

POLICIES UNDERLYING INTELLECTUAL PROPERTY LAW

Case: Mazer v. Stein, 347 U.S. 201 (1954)

Facts: After partners made china statuettes and obtained copyright registrations for them, other
parties copied them and began using the statuettes as bases for table lamps. The original
malkers of the statuettes sued for copyright infringement.

Holding:  The copyrights were valid and could be infringed. The economic philosophy underlying the
clause empowering Congress to grant patents and copyrights is the conviction that encour-
agement of individual effort by personal gain is the best way to promote the public welfare
through the talents of authors and inventors. The fact that the statuettes could be patented
as lamps did not bar their protection under copyright law.
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CASE STUDY AND ACTIVITIES

Case Study: Your firm’s client, Holiday Cruises, Inc., operates a cruise line. Its various ships make both
domestic and international cruises. The cruise ships offer a wide variety of activities for
their guests and provide on-board restaurants, offshore excursions, and many other en-
tertainment options. When guests check in, they are issued a “Holi-Day Pass,” a laminated
card that allows them to purchase beverages and other items aboard ship. Guests also have
access to Fit Ship, the fitness centers on board each ship. These fitness centers offer a wide
variety of exercise classes and fitness machines and equipment, including a new type of
resistance band created by one of Holiday’s employees. Holiday advertises its cruises on
television and in magazines, often using a song, “Holidays Ahead,” a song composed by one
of Holiday’s employees. Holiday is currently considering offering cruises to various ports
in Mexico and is conducting confidential market surveys to determine the level of interest
in such cruises.

Activities: Identify the intellectual property Holiday might own.

ROLE OF PARALEGAL

Because of the increasing array of intellectual property (IP) that can be created in our high-tech society
and the increasing ease with which it can be infringed, intellectual property law is a growing practice area.
Ten years ago, few law firms had intellectual property law departments, and intellectual property matters
were handled by small firms that specialized in the field. Today, nearly every large law firm has a depart-
ment devoted exclusively to intellectual property, and IP professionals are courted and valued. In many
cases, specialists in the field of intellectual property law are paid more than their counterparts in other
fields. For example, the National Association of Legal Assistants reported in 2010 that paralegals who de-
vote more than 40 percent of their time to IP matters make more than 12 percent more than the average
paralegal.
Among the tasks commonly performed by IP paralegals are the following:

+ Assisting in trademark searching to clear marks for use and preparing, filing, and monitoring trade-
mark registration applications, maintenance, and renewal documents;

« Preparing, filing, and monitoring copyright registration applications;

+ Assisting in patent searching and preparing, filing, and monitoring patent applications;

+ Docketing all dates for responses to the USPTO and Copyright Office and docketing dates to
maintain trademark and patent registrations in force;

+ Serving as a liaison with clients and keeping them informed of all matters relating to their IP
portfolios;

+ Drafting license agreements for licensing of trademarks, copyrights, and patents;

+ Preparing employment agreements and noncompetition agreements;

«+ Assisting in intellectual property audits to determine the extent and value of a client’s intellectual
property; and

» Assisting in protection of trade secrets by developing and implementing policies for protection of
trade secrets.
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Many of the issues presented in intellectual property law are cutting-edge issues: protection of Inter-
net domain names; copyright piracy on the Internet; downloading of music and movies from Internet file-
sharing sites; importation of counterfeited or “knockoft” goods; and development and patenting of wonder
drugs. Thus, the field is exciting and presents unique opportunities for learning and growth. Additionally,
there is a great deal of client contact, and playing a part in a client’s selection of a new name or mark for
a product, bringing a new product to market, and protecting that property from infringement or misap-
propriation by others is interesting and exciting.

In sum, intellectual property is a growing, exciting, and dynamic area, offering unique opportunities
and challenging work. The field changes on nearly a daily basis, the issues are interesting, and IP paralegals
are valued members of a legal team devoted to ensuring that clients receive the broadest possible scope of
protection for their creative assets.

INTERNET RESOURCES

Federal statutes governing intellectual property: http://www.fdsys.gov
http://www.law.cornell.edu

http://www.findlaw.com

Trademark and patent information, forms, and fees: http://www.uspto.gov
Copyright information, forms, and fees: http://www.copyright.gov
International treaties and agreements: http://www.wipo.int
General information on intellectual property topics:  http://law.unh.edu/ipmall

http://www.megalaw.com

DISCUSSION QUESTIONS

1. Singer and composer Katy Perry was born in 1984 and was cowriter of her hit song “Hot N Cold” in
2008. When will the copyright in this song expire?

2. The trademark JOHN DEERE was registered for plows and lawn mowers with the USPTO in 1913. How
long will protection for this mark last?

3. Kylie Harrison has invented a new type of camera and intends to call it CUTIE CAM in various
advertising and marketing materials. The specific plans for the launch of the product are known only to
Kylie and the company she has hired to publicize CUTIE CAM. Identify the types of intellectual property
rights Kylie owns.

4. Determine whether the following items are protectable as trademarks, copyrights, patents, or trade
secrets:

» The Lacoste alligator that is displayed on men’s and women’s clothing
+ The book The Help, written by Kathryn Stockett
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+ Journal entries prepared on a computer word processor by Secretary of State Hillary Clinton
+ A new device that removes dents from cars

+ AMERICAN IDOL, used in connection with a television talent show

+ A new song composed by Taylor Swift

+ A company’s plans to test-market its new television

5. American author Nathaniel Hawthorne published his novel The Scarlet Letter in 1850, 14 years before
his death in 1864. May a movie based on the novel be made without permission or is the novel still
protected by copyright protection?

6. The novel True Grit, originally published in 1968, has seen a resurgence in popularity after the movie
was remade in 2011. The author of the novel, Charles Portis, was born in 1933. When will the rights to
this novel fall into the public domain?

7. Steve filed a patent for his new refrigerator on April 5, 2009. The patent was granted by the USPTO on
July 14, 2010. What is the term of protection for this item?

8. Hannah filed a design patent for a necklace on August 12, 2010. The patent was granted by the USPTO
on September 10, 2011. What is the term of protection for this item?

USING INTERNET RESOURCES

1. Access the website of the USPTO.
a. Locate the Glossary. What is the definition of a trademark?
b. Locate the FAQs for the Madrid Protocol. What is the duration of an international trademark
registration under the Madrid Protocol?
c. What is the basic filing fee to file a utility patent application?
2. Access the website of the Copyright Office. Review the FAQs.
a. Can a domain name be copyrighted?
b. Can a website be copyrighted?
c. Does a work have to be published to be protected under copyright law?

3. Access the fee schedule for the U.S. Copyright Office. What is the fee to electronically file a basic claim
of copyright? What is the fee if one files a paper application, using Form TX?

4. Access the Factsheets posted on the website of the U.S. Copyright Office. Are the ingredients for a
recipe for spinach salad copyrightable? If the recipe is included with others in a cookbook that also
includes illustrations and text, is the product copyrightable?

5. Access the U.S. Code. What is the subject matter of 17 U.S.C. § 105?

Go to http://www.paralegal.delmar.cengage.com for Quizzes, Forms,
Chapter Resources, and additional information.

COMPANION™,

oM
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CHAPTER 2

CHAPTER OVERVIEW

Trademarks surround us every day and help us make valuable and informed deci-
sions about the products and services we purchase. There are four types of marks:
trademarks are used for goods; service marks are used for services; certification
marks are used to certify some quality of a product or service; and collective
marks indicate membership in an organization. Some marks, namely those that
are coined or “made up,’ like EXXON®, are stronger than others, namely those that
describe or suggest something about a good or service. Not all matter is protect-
able; marks that disparage a person or that are scandalous cannot be protected.
On the other hand, even some unusual devices can be protected, such as sounds
and fragrances. Trademarks come into existence through use; they need not be
registered with the U.S. Patent and Trademark Office (USPTO) to be protected,
although federal registration affords several advantages to a trademark owner.

18
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CHAPTER 2
FOUNDATIONS OF TRADEMARK LAW

INTRODUCTION

Although there was some use of trademarks or sym-
bols in the Middle East and Far East several centuries
ago, contemporary trademark law can be traced back
to use of trademarks during the medieval period in
Europe by merchants who sought to distinguish the
goods they sold from those sold by others by apply-
ing a mark or symbol to their goods. By viewing the
mark, purchasers would immediately be able to iden-
tify the craftsperson who made the goods and make an
informed decision about the
quality of the materials. The
use of symbols by medieval
craftspeople to distinguish
ne and identify their goods is

Xe rox i )‘ the direct antecedent for the

-~
Y
modern use of trademarks

Crocky

© Xerox Corporation.

such as COCA-COLA®, MICROSOFT®, and CREST®.
(See Exhibit 2—1, History of Trademarks.)

PURPOSE AND FUNCTION
OF TRADEMARKS

Trademarks perform two critical functions in the
marketplace: They provide assurance that goods are
of a certain quality and consistency and they assist
consumers in making decisions about the purchase
of goods. If a trademark such as NIKE® could be
counterfeited and used by another on inferior mer-
chandise, there would be no incentive for the owners
of the NIKE mark to produce high-quality shoes and
to expend money establishing consumer recogni-
tion of the products offered under the NIKE marks.
Thus, protection of trademarks results in increased

from the bison of others.

The U.S. Patent and Trademark Office believes that the importance of trademarks dates back 7,000 years
to about 5000 B.C., when drawings showing bison with distinctive symbols on their flanks appeared in
the caves of prehistoric man. These were likely some kind of ownership mark, that is, a trademark that
identified those particular bison as being the property of a specific owner and distinguished those bison

By 500 B.C., a real economic use of trademarks can be documented in ancient Rome, where
evidence has been found of bricks stamped with the mark of the brick manufacturer.

There is little to be found about the use and growth of trademarks between the fall of the Roman
Empire and the Renaissance. The Renaissance, however, brought with it a celebration of the arts, and
trademarks reemerged in a significant way. In about the twelfth century, trade guilds began using marks
to identify goods made by their members. In 1266, the earliest English law on trademarks, the Bakers
Marking Law, came into being. This law allowed bakers to identify their breads by stamping a mark on the
loaf or pricking the loaf in a particular and recognizable pattern.

The first reference to trademark infringement litigation occurred in 1618 when a clothier who pro-
duced inferior cloth used the mark of a superior cloth producer and was brought to court in the English
case of Southern v. How, 79 Eng. Rep. 1243 (K.B. 1618).

The origin of American trademark protection came in the sailcloth manufacturing industry. In 1791,
as a result of concerns of sailcloth makers, Thomas Jefferson recommended the creation of trademark
legislation based on the Commerce Clause of the Constitution. In 1879, the United States finally enacted
its first trademark legislation, and the first registered trademark was registered under that law. The mark,
used to identify liquid paints by Averill Paints, was dominated by the depiction of an eagle.

EXHIBIT 2—1 History of Trademarks (From USPTO website at http://www.uspto.gov)
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competition in the marketplace, with both the pro-
ducer of goods and services and the consumer as the
ultimate beneficiaries. Businesses benefit because
they can reap the rewards of their investment in
developing and marketing a product without fear-
ing another business will deceive consumers by us-
ing the same or a confusingly similar mark for like
goods, and consumers benefit because they are able
to identify and purchase desired goods.

The value inherent in achieving consumer loy-
alty to a particular product or service through the
maintenance of consistent quality of the products or
services offered under a mark is called goodwill. The
goodwill associated with a trademark continues to
increase over time as additional sales are made of the
product offered under a mark and consumers associ-
ate the mark with its owner and continue to desire to
do business with a seller who offers the products they
like. There is no doubt that the name recognition
or goodwill inherent in a trademark can be among
a company’s most valuable assets. As discussed in
Chapter 1, the COCA-COLA marks have been val-
ued at more than $70 billion, and the COCA-COLA
mark is the most recognized mark in the world.

Trademarks thus provide the following functions:

+ They identify one maker’s goods or services and
distinguish them from those offered by others;

+ They indicate that all goods or services offered
under the mark come from a single producer,
manufacturer, or “source”;

+ They indicate that all goods or services offered
under the mark are of consistent quality; and

» They serve as an advertising device so that con-
sumers link a product or service being offered
with a mark (e.g., when many consumers see or
hear the phrase JUST DO IT®, they immediately
think of Nike products).

Thus, a consumer who purchases GAP® khaki
pants in Dallas is assured that the fit and style
is the same as a pair that would be purchased in

Philadelphia, and that the item is the product of a
single source, namely, Gap LLC.

Trademark law is a part of the broader law
of unfair competition or unfair trade practices.
Infringement of another’s trademark is a species of
unfair competition. Other acts of unfair competi-
tion include false advertising and infringement of
copyrights, patents, or trade names. The law of un-
fair competition is meant to protect consumers and
eliminate unfair business practices. Trademark law
is a vital part of the broad protection afforded by the
law of unfair competition. The law of unfair compe-
tition is fully discussed in Chapter 23.

TYPES OF MARKS: TRADEMARKS,
SERVICE MARKS, CERTIFICATION
MARKS, AND COLLECTIVE MARKS

There are four different types of marks: trademarks,
service marks, certification marks, and collective
marks.

The modern definition of trademark is that it
is a word, name, symbol, or device, or a combina-
tion thereof, used by a person (including a business
entity), or that a person has a bona fide intention
to use in commerce, to identify and distinguish his
or her goods from those manufactured or sold by
others and to indicate the source of those goods
(15 US.C. § 1127). A service mark is a word, name,
symbol, or device, or a combination thereof, used
by a person, or that a person has a bona fide inten-
tion to use in commerce to identify and distinguish
the services of one per-

son from those of oth- YA.HOO’

ers and to indicate the

Reproduced with permission of Yahoo!

source of those services.
Thus, a trademark is used
to identify goods, such
as CHEERIOS® for ce-
real, LEXUS® for cars, or

Inc. © 2011 Yahoo! Inc. YAHOO! and the
YAHOO! logo are registered trademarks
of Yahoo! Inc.

Cheerios
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JIM BEAM?® for whiskey. A service mark is used to
identify services, such as H&R BLOCK® for financial
planning services, THE PALM® for restaurant ser-
vices, and FEDEX® for package delivery services.

While the term trademark thus refers to some
physical and tangible good and service mark refers
to an intangible service, in common usage the term
trademark is often used to refer to marks for both
goods and services. Throughout this text, discus-
sions related to “trademarks” will also apply to ser-
vice marks unless otherwise noted. Similarly, the
term mark will be used as a synonym for both trade-
marks and service marks. The federal statute gov-
erning trademark law, the U.S. Trademark Act (the
Lanham Act, found at 15 U.S.C. § 1051 et seq.) itself,
states that the term mark includes any trademark,
service mark, collective mark, or certification mark.
See Appendix E (15 US.C. § 1127).

A certification mark is a word, name, symbol,
device, or combination thereof, used by a person
other than its owner to indicate one of three things:
that goods or services have certain features in regard
to quality, accuracy, material, mode of manufac-
ture, or some other characteristic; to certify regional
or other origin; or that the work done on the goods
or services was performed by members of a union or
other organization. Examples of certification marks
are the Good Housekeeping and Underwriters’
Laboratories, Inc. seals of approval; DARJEELING?®,
a mark certifying that certain tea originates in the
Darjeeling region of India; and FARMWORKERS
AFL-CIO UNION LABEL®, used to certify that the
labor involved in harvesting produce was performed
by union members. Certification marks are, by their
very nature, unlike any other types of marks. They
do not indicate a single commercial source of the
goods or services, and they are not used by the actual
owner of the goods or services. Rather, the mark is
placed on the goods or used in connection with the
services of another to certify something about the
goods or services. Thus, a toaster that carries the UL®

seal of approval signifies to consumers that the
toaster has been reviewed, tested, and found to meet
certain standards in regard to quality, safety, price,
or some other characteristic. The toaster is not made
by Underwriters’ Laboratories, Inc. It merely certi-
fies that the goods on which its mark is placed meet
certain objective and preestablished standards.

Similarly, the mark ILGWU INTERNATIONAL
GARMENT WORKERS UNION MADE AFL-CIO
(& DESIGN)® certifies that the work or labor done
on garments was performed by members of the reg-
istrant’s union. The mark STILTON® certifies that
cheese originates in certain counties in England. The
owner of a certified mark may lose rights to the mark
if it arbitrarily refuses to allow use of a mark by one
whose products or services meet its stated certifica-
tion standards.

A collective mark is one used by a collective
membership organization, such as a labor union,
fraternity, or professional society, to identify that
the person displaying the mark is a member of the
organization. Thus, the FUTURE FARMERS OF
AMERICA® and PHI DELTA THETA® marks indi-
cate membership in certain organizations.

(See Exhibit 2-2 for further examples of the
four types of marks.)

A company may use several marks. An ex-
amination of a can of Coca-Cola may reveal mul-
tiple marks: the words COCA-COLA®, the stylized

Type of Mark Example

COMET® (for cleanser)
HYATT® (for lodging services)
UNION MADE?® (for clothing)

AMERICAN BAR ASSOCIA-
TION 1878° (for member-
ship in an organization)

Trademark
Service Mark
Certification Mark
Collective Mark

EXHIBIT 2-2 Types of Marks
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WAVE DESIGN®, and the slogan THINGS GO
BETTER WITH COKE®. All of these marks may be
used on one product and all are protected by the
Coca-Cola Company.

On some occasions, companies use house
marks to establish recognition in a wide range of
products or services. For example, General Mills
has registered one mark, GENERAL MILLS® (with
a cursive G), for numerous food products, including
cereal, biscuit mixes, and mashed potatoes.

ACQUISITION OF TRADEMARK
RIGHTS

In most foreign countries, trademark rights arise
from registering the mark with a governmental en-
tity. The law in the United States is quite different:
Trademark rights arise from adoption and use of a
mark, not from registration. Thus, a person using
a mark may have valid and enforceable rights in a
mark even though the mark is not registered with
the USPTO. Such an owner will have priority (at
least within a certain geographic area) even over a
subsequent user who has secured a federal registra-
tion for a mark with the USPTO.

The “use” required to establish trademark rights
is more than token use; it must be public use. Al-
though significant sales are not required, there must
be a bona fide business transaction, not merely some
sham use. For example, sales within a company or to
personal friends are insufficient to show use, while
soliciting and accepting orders is usually sufficient
to show commercial use.

Establishing a date of first use is critical for a
trademark owner because priority of trademark
rights is measured from this date. If one party first
used a mark on September 15, 2010, and another
first used a similar mark on October 15, 2010, the
prior, or senior, user will be able to preclude the ju-
nior user from using a confusingly similar mark.

For a mark to be registrable, it must be based
on use in commerce, meaning the type of com-
merce that can be regulated by Congress. Generally,
the use is based on interstate commerce, or com-
merce between states, although it could be based on
commerce between the United States and a foreign
country. A purely intrastate use does not provide a
basis for federal registration of a mark. The require-
ment of interstate commerce is satisfied if the goods
or services are advertised in more than one state, of-
fered to citizens of more than one state, or offered on
the Internet, which is considered “use” in commerce
because it is available to a national audience through
the use of interstate telephone or cable lines or wire-
less transmission.

Although the general rule is that acquisition
of trademark rights stem from use, there is one ex-
ception to this rule: the intent-to-use application.
Until 1989, the United States was one of only two
countries in the world that required that a mark be
in actual use before an owner could file an applica-
tion to register it.

After an applicant had begun using the mark
and then filed an application, the USPTO might then
refuse registration of the mark on the basis it was
confusingly similar to a prior mark or was subject to
some other defect. The applicant would then have
invested substantial money and time in developing
the mark; in using it in commerce, marketing, and
advertising; and in applying for registration, only to
be told the mark was unregistrable. To remedy this
situation, the Trademark Law Revision Act of 1988
allowed persons to file applications for marks based
on a bona fide intent to use the mark in commerce in
the future. If the USPTO determines the mark is un-
registrable, the applicant will not have expended any
sums other than the USPTO filing fee and can readily
file another application for a new mark. If the USPTO
determines the mark is registrable, the applicant must
then begin use of the mark in commerce and provide
a statement verifying such use to the USPTO before
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2-1-10 6-1-10

based on intent to use

mark for toys for registration

10-1-10

ABC Co. applies for VEE XYZ begins actual use of ABC begins actual use
VEE for toys and applies of VEE

11-10-10

ABC secures registra-
tion for VEE. ABC'’s date
of first use is presumed
to be 2-1-10, and it can
preclude XYZ, the later
user, from using VEE

for toys

EXHIBIT 2-3 Timeline for Intent-to-Use Applications

the mark can proceed to registration. Interestingly
enough, however, once the mark proceeds to regis-
tration, priority is measured from the date the intent-
to-use application was filed, even though that filing
date may precede actual use in commerce by more
than three years. (See Exhibit 2-3.)

Minimal or token use cannot serve as the basis
for securing or maintaining a registration, ensur-
ing that an owner does not reserve or “warehouse”
a mark by making only sporadic use of it with the
intent to block others from using it rather than hav-
ing a true commercial intent to exploit the mark for
sales. Moreover, the USPTO desires to clear its re-
cords of unused marks, or “deadwood,” so that such
unused marks may be available to others.

The use required is “bona fide use of a mark in
the ordinary course of trade, and not made merely to
reserve a right in a mark” (15 U.S.C. § 1127). Thus,
an owner must make use of a mark as would be typi-
cal in the industry or trade. If a product is extremely
expensive, such that only a few units are sold each
year, this may be sufficient use if such meager sales
are the norm in the relevant industry.

Just as use is required to acquire rights in a
mark, continued use is required to maintain rights
in a mark. Failure to use a mark for three years cre-
ates a presumption the mark has been abandoned.
Abandonment is further discussed in Chapter 5.

COMMON LAW RIGHTS,
FEDERAL REGISTRATION UNDER
THE LANHAM ACT, LAWS

AND TREATIES GOVERNING
TRADEMARKS, AND STATE
TRADEMARK RIGHTS

Common Law Rights

As discussed, in the United States, trademark rights
arise from use of a mark. It is not necessary to secure
permission or registration from any governmental
entity to acquire trademark rights. A party who is
using a mark without any such governmental reg-
istration is said to have a common law trademark.
This common law trademark can be enforced in any
geographical area in which the mark is used. Thus,
if an owner uses the mark CAKERY CRAVINGS in
connection with a pastry shop in Portland, Oregon,
the owner will be able to preclude later users from
using a confusingly similar mark in connection with
similar goods or services in its market area and in a
reasonable area of expansion beyond.

Federal Registration

Although there is no requirement that a trademark
owner apply for or secure federal registration of a
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mark with the USPTO, registration on the USPTO’s
Principal Register does offer several advantages:

» Nationwide constructive use effective from the
filing date of the application (meaning that the
public is assumed to have notice that the reg-
istrant has nationwide priority in the use of its
mark as of this date);

» Nationwide notice to the public of an owner’s
claim to a mark, thereby precluding a later user
from claiming it used a mark in good faith in
a remote territory and should be able to con-
tinue use;

+ The ability to bar importation of goods bear-
ing infringing trademarks (assuming the regis-
tration is deposited with the U.S. Customs and
Border Protection);

+ The right under the Paris Convention to obtain
a registration in various foreign countries based
upon the U.S. registration;

+ The right to bring an action in federal court for
trademark infringement and recover lost prof-
its, damages, costs, and possibly triple damages
and attorneys’ fees;

+ Incontestable status of the registration after five
years of continuous use subsequent to the reg-
istration (meaning that the mark is immune to
certain challenges), assuming appropriate docu-
ments are filed;

«+ The right to use the registration symbol (®) with
the mark;

» A possible basis to claim priority to an Internet
domain name; and

o Prima facie (literally, “on its face”) evidence
of the validity of the mark and of the registra-
tion, the registrant’s ownership of the mark, and
the registrant’s exclusive right to use the mark
in connection with the identified goods and
services.

Additionally, because individuals routinely

search the USPTO records before adopting a new

mark, a mark that is registered or applied for with
the USPTO will be listed on the USPTO’s online da-
tabases, which may deter a party from seeking a reg-
istration for a similar mark, thus avoiding expensive
litigation.

In sum, while federal registration is not required
to secure trademark rights, registration provides
several advantages and enhances the level of protec-
tion an owner has for a mark.

Laws and Treaties Governing
Trademarks

There are several laws and treaties governing trade-
marks, including the Lanham Act (many others will
be further discussed in the chapters to come).

The federal statute governing trademark rights
is the Lanham Act (also called the U.S. Trade-
mark Act and found at 15 US.C. §§ 1051 et seq.),
enacted in 1946 and named for Congressman Fritz
Garland Lanham (D. Tex.), the then chair of the
House Patent Committee (which also proposed leg-
islation relating to trademarks) who introduced the
legislation.

In addition to providing for federal trade-
mark protection, the Lanham Act also includes
statutes prohibiting unfair competition. The
Lanham Act has been amended numerous times.
Perhaps the most significant amendment occurred
with the Trademark Law Revision Act of 1988,
which provided the following two critical changes:
allowing for a trademark application based on the
applicant’s bona fide intent to use a mark in the
future (previously, applications were all based on
actual use of the mark) and reducing the period
of protection for federally registered marks from
20 years to 10 years (at which time the registra-
tion must be renewed). In addition to the Lanham
Act, regulations relating to trademarks are found
in Title 37 of the Code of Federal Regulations,
entitled “Rules of Practice in Trademark Cases”
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These rules and regulations explain how the trade-
mark laws are to be carried out and implemented,
provide procedures to be followed at the USPTO,
and generally govern the day-to-day situations that
may arise at the USPTO. For example, 37 C.ER.
§ 2.52 describes the format and presentation of
trademark drawings.

In addition to our trademark statutes and Title
37 of the Code of Federal Regulations, rules and
regulations governing trademark applications and
practice can be found in the Trademark Manual
of Examining Procedure (8th ed. 2011), usu-
ally referred to as the “TMEP’, which is published
by the USPTO and provides trademark examining
attorneys, trademark applicants, and trademark at-
torneys with a reference work on the practices and
procedures relating to the prosecution of trademark
applications. In many instances, detailed informa-
tion is given, and trademark practitioners keep the
TMEP handy or bookmarked to serve as a reference
tool for trademark issues and questions. For exam-
ple, section 302.01 informs applicants that original
documents are generally not required; photocop-
ies are acceptable. The entire text of the TMEP is
available for viewing and downloading through the
USPTO website.

Following are key amendments to the Lanham
Act:

o North American Free Trade Agreement
(NAFTA). NAFTA became effective in 1994 as
an agreement among Canada, Mexico, and the
United States. NAFTA precludes registration of
marks that are primarily geographically decep-
tively misdescriptive.

» Trade-Related Aspects of Intellectual Prop-
erty Rights (TRIPS). TRIPS, a treaty signed
by the United States in 1994, bars registration
of a mark for wine or liquor if the mark identi-
fies a place other than the origin of the goods
and was first used after 1996. Thus, a new wine

cannot use the mark “Napa” unless the product
originates in that region of California. TRIPS
also increased the period of time of nonuse of
a mark that would result in abandonment from
two years to three years.

o Trademark Law Treaty Implementation Act
(TLTIA). TLTIA (which implemented the 1994
Trademark Law Treaty), effective in late 1999,
simplified several requirements relating to trade-
mark registration and maintenance. For example,
at present, the applicant need only submit one
specimen showing how a mark is used rather
than three, as was previously required. Addition-
ally, a trademark applicant need no longer state
the manner in which the mark is used. Finally,
TLTIA established a six-month grace period for
filing a renewal for a trademark registration.

+ Anticybersquatting Consumer Protection
Act. The Anticybersquatting Consumer Protec-
tion Act was signed into law in late 1999 and is
intended to protect the public from acts of In-
ternet cybersquatting, a term used to describe
the bad faith, abusive registration of Internet
domain names, such as the registration of www
Jjuliaroberts.com by one with no affiliation with
Julia Roberts.

+ Madrid Protocol. The Madrid Protocol became
effective in November 2003 and allows trade-
mark applicants or registrants to file a single
international trademark application and obtain
protection in any of the more than 80 countries
that are parties to the Protocol. The Protocol
thus facilitates efficient and cost-effective pro-
tection for marks on an international basis.

+ Federal Trademark Dilution Revision Act.
The Federal Trademark Dilution Revision Act
protects famous marks by preventing others
from using marks (even on unrelated goods) if
they are likely to cause dilution of the famous
mark either by “blurring” (causing the famous
mark to lose its distinctiveness) or “tarnishment”
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(harming the reputation of the famous mark).
Thus, for example, the owner of NIKE may pre-
vent another individual or entity from using the
NIKE mark in connection with doughnuts or in
connection with pornography.

+ Prioritizing Resources and Organization for
Intellectual Property Act (“PRO-IP Act”).
The PRO-IP Act of 2008 created a new White
House Intellectual Property Enforcement Co-
ordinator or “Czar” to oversee and coordinate
domestic and international IP enforcement
activities, increased the range of penalties
available in counterfeiting cases, and provides
money so state and local governments can train
law enforcement and educate the public about
counterfeiting.

State Registration

It is possible that a mark may not qualify for federal
registration, generally because it is not used in in-
terstate commerce but is used only within the con-
fines of one state, namely, in intrastate commerce.
Thus, the owner of the CAKERY CRAVINGS mark
used solely in Portland might seek to register the
mark in Oregon. Each one of the 50 states (but not
the District of Columbia) has its own trademark
laws. Generally, obtaining a state registration is a
fairly expeditious and inexpensive process. Forms
are available from each state’s secretary of state, lo-
cated in the state capital, and are available for down-
loading on the website of the secretary of state. The
state registration (usually valid for 5 or 10 years)
confers benefits only within the boundaries of the
state. Thus, the owner of CAKERY CRAVINGS
could not preclude another from using the same or
a similar mark in Seattle, Washington. Armed with
a federal registration, however, the owner could
preclude the later Seattle user. There is no proce-
dural or substantive advantage of securing state
registrations in addition to a federal registration.

The federal registration is nationwide in scope and
should be sought whenever a mark qualifies for
federal registration. Use of a mark solely within
the District of Columbia qualifies as “use” so as to
support an application for federal registration of
that mark. (See Appendix B for a summary of state
trademark registration provisions.)

CATEGORIES OF MARKS

Although marks can consist of words, symbols, de-
signs, slogans, or a combination thereof, not every
term is protectable. Even among marks that are
protectable, some marks are stronger than others.
In determining strength of marks, courts recognize
several categories of marks. In ascending order of
strength and protectability, the five categories are
generic, descriptive, suggestive, arbitrary, and fanci-
ful or coined marks.

+ A generic mark or term is not truly a mark at all
but is merely a common name of a product, such
as car, soap, or beverage. Such generic terms are
not protectable and cannot be exclusively ap-
propriated by one party inasmuch as they are
needed by competitors to describe their goods.
Thus, TOP RAMENE serves as a trademark but
“noodles” does not because it is a generic name.
In some cases, marks that were once valid have
become generic through misuse. Examples of
words that were once trademarks but are now
generic terms are aspirin, cellophane, escalator,
and thermos. Thus, owners of many well-known
marks take great pains to ensure their marks
do not become generic. The familiar refrains
“SCOTCHE® brand adhesive tape” and “Q-TIP®
brand cotton swabs” encountered in advertising
are meant to protect marks and to ensure that
consumers do not use the term Scotch tape to
describe all adhesive tape or the term Q-tip to
refer to any cotton swab, thereby “genericizing”
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a once-valued trademark. Xerox’s ad campaign
“when you use ‘Xerox’ the way you use ‘aspirin,
we get a headache” is similarly aimed to pre-
serve the distinctiveness of the XEROX® mark.
Generally, marks should be used as adjectives,
as in “I need a KLEENEX tissue.” Use of a trade-
mark as a noun, as in “I need a Kleenex,” will
eventually lead to genericide of the mark and a
loss of trademark rights. (See Chapter 5.)

A descriptive mark immediately tells something
about the product or service offered under a mark
by describing some characteristic, quality, ingre-
dient, function, feature, purpose, or use of the
product or service. For example, in In re Bed &
Breakfast Registry, 791 F.2d 157 (Fed. Cir. 1986),
BED & BREAKFAST REGISTRY was held merely
descriptive of lodging registration services, and
in Hunter Publishing Co. v. Caulfield Publish-
ing Ltd., 1 U.S.P.Q.2d 1996 (T.T.A.B. 1986), SYS-
TEMS USER was held merely descriptive of a
trade journal directed at users of data processing
systems. Other marks that have been held de-
scriptive include OATNUT for bread made with
oats and nuts, LITTLE TAVERN for restaurant
and bar services, QUIK-PRINT for speedy copy-
ing services, and COASTAL WINERY for wine
made on the Pacific coast. It would be manifestly
unfair to allow one owner to monopolize a de-
scriptive term such as OATNUT for bread made
with oats and nuts and thereby prevent competi-
tors from using such needed and truthful terms.
Because descriptive terms merely describe some-
thing about the goods or services, rather than
identify the source of a product, they are not
registrable with the USPTO until the consumer
links the mark with a single source. That learned
association is called secondary meaning or ac-
quired distinctiveness. Descriptive marks cannot
be registered until secondary meaning is shown.
The USPTO assumes that secondary meaning has
been acquired after five years of continuous and

exclusive use of a mark. Alternatively, secondary
meaning can be shown by demonstrating a sig-
nificant level of advertising, sales, and consumer
survey evidence to prove that when consumers
encounter a mark such as SYSTEMS USER, they
immediately identify it with its offeror. Such evi-
dence allows a trademark owner to establish sec-
ondary meaning without having to wait five years.
Laudatory terms such as best, extra, and super are
also considered merely descriptive and are not
registrable without proof of secondary meaning.

A suggestive mark suggests something about
the goods or services offered under the mark but
does not immediately describe them. A sugges-
tive mark requires some imagination or thought
to reach a conclusion about the goods or services
offered under the mark. For example, ORANGE
CRUSH® was held suggestive of an orange-
flavored beverage, see Orange Crush Co. v. Cali-
fornia Crushed Fruit Co., 297 F. 892 (D.C. Cir.
1924), and GREYHOUND BUS® was held sugges-
tive of transportation services. A suggestive mark
is registrable without proof of secondary meaning
or distinctiveness. Other examples of suggestive
marks include COPPERTONE?® for suntan lotion,
IVORY?® for soap, and PLAYBOY® for magazines.
An arbitrary mark is a commonly known word
that is applied to an unfamiliar product. Some
of the best-known arbitrary marks are CAMEL®
for cigarettes, BLUE DIAMOND® for nuts, and
BLACKBERRY?® for electronic handheld units.
Although the terms are found in a dictionary,
they have no relevance when applied to the goods
in question and are thus arbitrary. Thus, APPLE®
for computers is arbitrary, whereas APPLE for
apples would be generic. Arbitrary marks are
registrable without proof of secondary meaning.
Fanciful, or coined, marks are those that are in-
vented and have no dictionary meaning. Marks
such as KODAK®, PEPSI®, ACURA®, HONDAS®,
HAAGEN-DAZS®, and XEROX® are examples
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of fanciful or coined marks. Such marks are the
strongest marks of all and are entitled to the
greatest level of protection because it will be dif-
ficult for others to claim they innocently created a
highly similar mark for similar goods or services.

You can readily see that companies creating marks
face a commercial dilemma. The company likely wants
the name to identify something about the product or
service itself so that consumers encountering the new
name or mark can determine what product or service
is being offered. However, if the mark communicates
directly about the product, it is merely descriptive
and cannot be registered without proof of secondary
meaning. If a coined mark, such as XEROX, is selected,
it is a strong mark, yet it tells the consumer nothing
about the product or service offered, and the company
will need to expend substantial sums in advertising to
teach consumers to link the mark with the goods.

TRADE NAMES AND
BUSINESS NAMES

A trade name or commercial name is one used to
identify a business or company and its goodwill, while
trademarks and service marks identify goods and ser-
vices. A symbol or name used
only as a business name cannot

_H M be registered as a trademark or

service mark. If the business

name, however, also serves to identify and distinguish
goods and services, it may be registrable under the
Lanham Act. For example, when Hallmark places its
business name on its letterhead and business cards,
such use is as an unregistrable trade name or business
name. When the HALLMARK (& CROWN)® mark
appears on greeting cards, however, it is being used as
a trademark and may be registered as such.

Some business owners falsely believe that when
they incorporate in a state or file limited partner-
ship or other organizational documents with a state
agency, such filing serves to protect their names be-
cause the state agency will check to ensure that no
similar name is already being used within the state.
Thus, for example, if the secretary of state of Cali-
fornia allows Diamond Engineers, Inc. to incorpo-
rate in California, the corporation may later have to
cease using the name if it is found to infringe on a
senior trademark. Merely allowing a company to in-
corporate under a name does not result in trademark
rights. Approval by a state to use a name in connec-
tion with a business is merely that—the company is
entitled to use the name in connection with the busi-
ness itself within that state. Using the name on goods
themselves or in connection with services, namely, as
a trademark or service mark, is far different. Once the
mark is so used in commerce, the company acquires
trademark or service mark rights, which can be pro-
tected against junior users, whether those are junior
trademarks or junior trade names. (See Exhibit 2—4.)

Type of Mark Example

Generic PEANUTS (for peanuts)
Descriptive BUG MIST (for insecticide)
Suggestive SUGAR & SPICE (for cookies)
Arbitrary POPCORN (for clocks)

Fanciful or coined  TRALEE (for cellular phones)

Registrability

Not registrable

Not registrable without proof of secondary meaning
Registrable

Registrable

Registrable

EXHIBIT 2—4 Categories of Marks
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PROTECTABLE MATTER

Introduction

The definition of a trademark or service mark is that it
is a word, name, symbol, device, or any combination
thereof used to identify products or services. Clearly,
words such as IN-N-OUT BURGER® and designs or
symbols such as Mercedes Benz’s segmented circle
or the Mr. Peanut design can function as trademarks.
There are, however, a host of other items that can be
protected as marks, generally because of the flexibility
in the language of the Lanham Act allowing for regis-
tration of a “symbol” or “device” A symbol or device
might include anything capable of conveying mean-
ing to a person, such as sounds, smells, and shapes.

Slogans, Letters, and Numbers

A slogan can constitute a trademark if it is distinctive.
Thus, the slogan HAVE IT YOUR WAY?® is protect-
able. Alphanumeric symbols (letters and numbers) may
be protectable as long as they are not merely descrip-
tive. Thus, broadcast station call letters such as NBC®
or CNN°® are registrable. Similarly, numbers (either
alone or with letters) can function as marks. For ex-
ample, Ford Motor Company received a registration for
F-550° for automobiles after explaining to the USPTO
that the letter and numbers had no significance in the
automobile industry. If the numbers or letters describe
something about the product or service offered under
the mark, however, the mark will not be registrable un-
less proof of secondary meaning is shown. Thus, the
mark “VT220” for computer hardware peripherals was
held merely descriptive and unregistrable because “V'I”
stood for “video terminal” and “220” was a mere model
number. Similarly, an application for registration of
“888 Patents” (a telephone number) was refused be-
cause it was merely descriptive of patent-related le-
gal services. However, once such a telephone number
achieves secondary meaning, it may be registered. Thus,
the mark 1-800-CALL-ATT® has been registered.

Logos and Symbols

Some of the most famous trademarks in existence
consist solely of logos or symbols. Thus, registrations
exist for Nike’s famous “swoosh” mark, McDonald’s
golden arches, and Ralph Lauren’s figure of a polo
player on a horse. Some symbols, however, such as
a peace symbol or smiley face, do not serve a trade-
mark function and would not be registrable. Simi-
larly, as discussed later in this chapter, logos that are
purely ornamental or are mere background material
may not be protectable.

Names of Performing Artists

A mark that merely serves to identify an artist,
entertainer, or group is not registrable. However, if
the owner of the mark has controlled the quality of
the goods or services, or the name of the artist or
group has been used numerous times on different
recordings or works (thereby representing an assur-
ance of quality to the public), the name may be reg-
istered as a trademark. Thus, COLDPLAY® has been
registered for musical sound recordings and JOHN
MELLENCAMP® has been registered for entertain-
ment services.

Domain Names

Domain names, for example, www.ibm.com, are reg-
istrable as trademarks or service marks only if they
function as an identification of the source of goods
and services. In many cases, applications for domain
names are refused because the domain name merely
describes the goods or services offered under the
mark or merely serves as an address where the ap-
plicant can be located.

Thus, www.eilberg.com was refused registration
because the mark merely indicated the location on
the Internet where the applicant’s website appeared
and it did not separately identify the applicant’s legal
services.
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Another complication with domain name reg-
istration is that the USPTO has held that businesses
that create a website for the sole purpose of advertis-
ing their own products or services cannot register a
domain name used to identify that activity. Thus, the
law firm Holland & Knight has registered “www.hklaw
.com” in connection with its online legal newsletters
and not in connection with the offering of legal ser-
vices. In many instances, the marks are found merely
descriptive. Thus, LAW.COM (for providing informa-
tion regarding legal services) is presently registered on
the Supplemental rather than the Principal Register.

The USPTO itself has recognized that Internet
domain names raise unique issues, and, thus, cases
relating to registration of domain names continue to
evolve. Generally, it will be rare that a domain name
serves as a source identifier such that it can be regis-
tered as a trademark.

Foreign Terms

Foreign terms are registrable as long as they comply
with the requirements of the Lanham Act. Foreign
wording will be translated into English and then ex-
amined by the USPTO for descriptiveness. Thus, the
word vino would not be allowed for wine inasmuch as
its immediate translation is “wine,” the very product
offered under the mark. Similarly, the word optique,
a French word meaning “optic,” was refused registra-
tion for eyeglasses because it was merely descriptive.
In re Optica Int’l, 196 U.S.P.Q. 775 (T.T.A.B. 1977).

Shapes and Containers

Shapes or configurations can function as trademarks
if they are distinctive rather than functional. Thus,
the famous Coca-Cola bottle shape is registered
with the USPTO, and a competitor who adopts a
confusingly similar shape container for its product
will likely be enjoined from use. The curvy shape of
the Coke bottle is not functional because it is not
essential to the use or purpose of the product. If

the shape aided or promoted better functioning of
the bottle, such as a more efficient lip or handle, it
would not be registrable. Thus, a container configu-
ration having the appearance of an ice cream cone
was found registrable as a trademark for baby pants
because the shape of the container did not promote
better functioning of the product.

Trade Dress

The total image of a product, such as size, shape,
color, texture, packaging, and graphics, may be
protected through a trademark registration. This
total image and overall appearance is called trade
dress. In the famous case Two Pesos, Inc. v. Taco
Cabana, Inc., 505 U.S. 763 (1992), the U.S. Supreme
Court protected the overall image or trade dress of
a Mexican restaurant chain from infringement by
a competitor who used similar colors, seating con-
figurations, and décor. When an applicant applies to
register a product’s design or product packaging as
trade dress for goods or services, the USPTO must
consider whether the trade dress is functional and
distinctive. Only nonfunctional and distinctive trade
dress can be protected. For example, R.J. Reynolds
has registered the trade dress for cigarette pack-
aging. In other cases, trade dress (such as product
packaging) that is found to lack distinctiveness is
registered on the Supplemental Register (until it ac-
quires secondary meaning). Because trade dress is
often protected through the law of unfair competi-
tion, it is discussed more fully in Chapter 23.

Color

Until relatively recently, a single color was not protect-
able as a trademark. This general rule was based on the
color depletion theory: There are only a limited number
of colors in the world; if businesses could appropriate
a color and exclude others from using it, competition
would be impaired. The present rule is that a trademark
may consist of color aslong as the color is not functional,
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the color is shown to have acquired distinctiveness
either through long use or a high level of consumer
recognition, and there is no need for competitors to
have the color available to them. Thus, Owens-Corning
was allowed a registration to protect the pink color of
its insulation. In re Owens-Corning Fiberglas Corp.,
774 F. 2d 1116 (Fed. Cir. 1985). Pink has no functional
or utilitarian purpose when applied to the goods and
does not deprive competitors from using other colors.
Similarly, in 1995, Qualitex Company was allowed to
protect its green-gold ironing board pads on the basis
that there was no competitive need in the industry for
the green-gold color, inasmuch as numerous other col-
ors are equally usable for similar goods. Qualitex Co. v.
Jacobson Prods. Co., 514 U.S. 159 (1995). Similarly, the
colors yellow and green used by John Deere & Co. on
its machines were held registrable because the colors
had become distinctive of John Deere’s machines and
equipment. However, the color pink for surgical wound
dressings was held not registrable because the color of
the goods closely resembled Caucasian human skin and
was thus functional. Likewise, the makers of the pink
PEPTO-BISMOL® stomach medicine were unable to
protect its pink color. The court noted that the color
pink was functional when used in connection with the
medicine because the pink color had a pleasing appear-
ance to one with an upset stomach. Norwich Pharmacal
Co. v. Sterling Drug, Inc., 271 F. 2d 569 (2d Cir. 1959).
One of the newer color registrations is for the color
yellow, registered to the Lance Armstrong Founda-
tion, Inc. for wristbands to be used in connection with
charitable fundraising. The applicant claimed (and the
USPTO acknowledged) that the mark had become dis-
tinctive due to its extensive renown. In sum, protecting
color is still a complex and evolving legal field.

Fragrances, Sounds, and Moving
Images

A fragrance can function as a trademark if it has
acquired distinctiveness and is not functional

For example, in In re Clarke, 17 U.S.P.Q.2d 1238
(T.T.A.B. 1990), a floral fragrance was allowed as a
trademark for sewing thread and embroidery yarn
and was not functional when used in connection
with those goods. A fragrance used in connection
with products known for such features, such as
perfumes or air fresheners, however, would likely
be held functional and not registrable. Similarly,
sounds can function as trademarks. The famous
three-note chime used by NBC was the first regis-
tered sound trademark. The roar of the MGM lion,
the quack of the AFLAC duck, and Woody Wood-
pecker’s distinctive laugh are also registered. Finally,
moving images may be registered. For example,
Columbia Pictures has registered the moving images
of the light rays surrounding its “lady Columbia” im-
age that appears at the beginning of its movies (U.S.
Reg. No. 1,975,999).

Designs and Ornamentation

A design can function as a trademark as long as it
is distinctive rather than merely functional or orna-
mental. Some designs are protected on their own,
such as Nike’s famous “swoosh” design, the alligator
that appears on shirts, and Betty Crocker’s spoon.
If pictorial matter is merely descriptive, however,
it cannot achieve registration without secondary
meaning. Thus, for example, a picture or design of
a wedge of cheese on a package of cheese would be
descriptive unless it is so stylized that it is distinc-
tive. Moreover, if the design is merely background
material and does not create a separate commercial
impression, or if it consists solely of some simple
geometric shape, such as an oval or square, it cannot
be protected without proof of secondary meaning.
For example, the USPTO refused registration of two
parallel colored bands placed at the top of socks as
pure ornamentation. Merely decorative subject mat-
ter and pure ornamentation cannot be registered
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because they do not identify and distinguish goods  of a serialized work, such as REAL HOUSEWIVES®

or services and thus cannot function as trademarks. or NEWSWEEK?®, however, can be protected as a
trademark or service mark.
Serialized Literary and Movie Titles (See Exhibit 2-5 for further examples of protect-

) ‘ ) able matter.)
The title of a single creative work, such as a book

or movie title, is generally not protectable. The title

Protectable Matter Example

Words REAL TIME (for wearing apparel)

Letters WROC (for radio broadcasting services)

Numbers 1054 (for cleaning products)

Foreign terms CHAT ROUGE (for wine)

Shapes Distinctive shape for coffee filters (as long as not functional)

Trade dress Overall commercial impression of packaging, label, text, and graphics
(for a can of chili)

Color Blue (for container for wine, so long as not functional)

Fragrance Floral fragrance for bookmarks

Design CHECKERBOARD DESIGN (for food products)

Literary title IN STYLE (for serialized magazine)

EXHIBIT 2—5 Protectable Matter

MAINTAINING
CONFIDENTIALITY

The launching of a new product or service is often a critical business decision for a client, and one
whose inadvertent release would significantly harm the client’s economic interests and future busi-
ness plans. Thus, as clients consider, reject, and adopt marks, exercise care to ensure their materials
and plans are kept in confidence.

« Keep files and drawings of proposed trademarks in secure locations.

 Be careful when communicating by e-mail, facsimile, or cell phone, to be sure that all communica-
tions are secure and confidential.

» Do not inadvertently share confidential client information with friends at social settings or in
places where you may be overheard, such as at restaurants or in elevators.
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EXCLUSIONS FROM TRADEMARK
PROTECTION

Not every word, design, or slogan can function as a
trademark. It has already been noted that generic mat-
ter cannot be registered and that merely descriptive
marks cannot be registered unless secondary meaning
is shown. There are several additional bars to registra-
tion found in the Lanham Act (15 U.S.C. § 1052).

Disparaging or Falsely
Suggestive Marks

The Lanham Act (15 U.S.C. § 1052(a)) forbids reg-
istration of a mark that disparages, brings into
contempt or disrepute, or falsely suggests an asso-
ciation with persons, institutions, beliefs, or national
symbols. Thus, WESTPOINT for guns was held to
falsely suggest a connection with the U.S. Military
Academy and was refused registration. In re Cotter &
Co., 228 US.PQ. 202 (T.T.A.B. 1985). Similarly, a
registration for BAMA for shoes and stockings was
canceled because the Trademark Trial and Appeal
Board (TTAB) found that BAMA pointed uniquely
to the University of Alabama and thus falsely sug-
gested a connection with the university.

In 1992, seven Native Americans petitioned the
TTAB to cancel six trademark registrations owned
by the NFL football team the Washington Redskins,
including the mark REDSKINS, on the basis the
marks disparaged Native Americans. The TTAB can-
celled the registrations, but after numerous proceed-
ings stretching over 17 years, the matter was finally
settled in 2009 when the U.S. Supreme Court de-
clined to consider a lower court ruling that the Native
Americans had waited too long to initiate their case
(approximately 25 years after the first registration was
granted). See Harjo v. Pro Football Inc., 565 F.3d 880
(D.C. Cir.), cert. denied, 130 S. Ct. 631 (2009). Thus,
there is no definitive court ruling on the question of
whether the REDSKINS mark is disparaging (the case

having been disposed of on the grounds that the group
waited too long to bring its claim). In 2006, a new peti-
tion to cancel the REDSKINS marks was filed with the
TTAB by a group of younger Native Americans; as of
the writing of this text, that proceeding is pending.

Insignia

Flags, coats of arms, and other insignia of the United
States or any state or any foreign nation cannot be
registered.

Immoral or Scandalous Matter

Immoral or scandalous matter cannot be registered.
For example, a graphic depiction of a dog defecating
that was used on clothing was refused registration
as scandalous. The mark was also found to disparage
Greyhound Corporation because the dog was remi-
niscent of the Greyhound dog used by the company
in connection with its transportation services. Grey-
hound Corp. v. Both Worlds, Inc., 6 U.S.P.Q.2d 1635
(T.T.A.B. 1988). Similarly, in 2005, the TTAB upheld
a refusal to register the mark WIFE BEATER for
t-shirts on the basis that it was disparaging.

Names and Portraits of Living Persons

A mark comprising a name, portrait, or signature of a
particular living person cannot be used without his or
her written consent, and a name, signature, or portrait
of a deceased U.S. president cannot be used without
his widow’s written consent. Thus, the registration
certificate for JIMMY BUFFET’S for radio program-
ming services notes that his consent is of record.

Deceptive Matter

Marks comprising deceptive matter cannot be regis-
tered. Thus, SILKEASE was held deceptive when ap-
plied to clothing not made of silk in In re Shapely, Inc.,
231 US.PQ. 72 (T.T.A.B. 1986), and CEDAR RIDGE
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® was held deceptive for hard-
ML board siding not made of ce-
dar. Evans Prods. Co. v. Boise
Cascade Corp., 218 U.S.P.Q. 160 (T.T.A.B. 1983). In
most cases, marks are found to be deceptive because
they falsely describe the material or content of a prod-
uct or are geographically deceptively misdescriptive.
Thus, SHEFFIELD used on cutlery not made in Shef-
field, England, was held deceptive because of the re-
nowned status of Sheffield for cutlery products.

Mere Surnames

A mark that is primarily merely a surname cannot be
registered without proof of secondary meaning. Thus,
names such as “Smith” or “Higgins” cannot be reg-
istered, while names such as “King” or “Bird” would
be registrable inasmuch as they have a significance or
meaning other than as surnames. A review of USPTO
records discloses that McDonald’s Corporation’s nu-
merous registrations for its MCDONALD’S® marks
routinely claim that the mark has acquired distinctive-
ness through its continuous and exclusive use. The
USPTO will examine telephone books and electronic
databases to determine if a mark is primarily merely a
surname. If the surname is combined with additional
matter, such as other words or a design, it may be reg-
istrable. Thus, HUTCHINSON TECHNOLOGY® was
registrable for computer components. In re Hutchinson
Tech., Inc., 852 F.2d 552 (Fed. Cir. 1988).

Geographical Terms

Marks that include geographic terms, such as refer-
ences to countries, states, towns, streets, and rivers,
present special problems. There are three grounds
upon which marks that include geographical terms
might be refused by the USPTO:

+ They are geographically descriptive;
+ They are geographically deceptively misdescrip-
tive; or

+ They include a geographical indication used
with wines and spirits to identify a place other
than the origin of the goods.

When a geographic term is used to describe
the place goods or services come from, it is con-
sidered descriptive and unregistrable if purchasers
would think that the goods or services originate
in the geographic place identified in the mark.
Such terms merely tell the geographic origin of
products or services rather than serving as des-
ignations of source. Thus, THE NASHVILLE
NETWORK was held primarily geographically de-
scriptive of various entertainment services where
the applicant was located in Nashville and many
of the programs it distributed were produced in
Nashville. In re Opryland USA, Inc., 1 U.S.P.Q.2d
1409 (T.T.A.B. 1986). Similarly, CALIFORNIA
PIZZA KITCHEN was primarily geographically
descriptive because the restaurant services were
rendered in California and elsewhere. In re Cali-
fornia Pizza Kitchen, 10 U.S.P.Q. 1704 (T.T.A.B.
1998). Such marks cannot be registered without
proof of secondary meaning.

As a result of NAFTA, the Lanham Act now
prohibits registration of a geographically decep-
tively misdescriptive mark even if the mark has
secondary meaning. To support a refusal to register
a mark on the basis that it is geographically decep-
tively midsdescriptive, the USPTO must show that
the primary significance of the mark is a generally
known geographic location, the goods or services
do not originate in the place identified in the mark,
and purchasers would be likely to believe that the
goods or services originate in the geographic place
identified in the mark (and such misrepresenta-
tion is a material factor in the consumer’s decision
to buy the goods or services). Thus, PERRY NEW
YORK for clothing not originating in New York was
not registrable because consumers, upon encoun-
tering the mark, would be deceived into reacting
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favorably to it due to the renown of New York in the
clothing and fashion industry. Similarly, OLD HA-
VANA for rum was held geographically deceptively
misdescriptive for rum not originating in Havana
because Havana is known and valued for its rum
products.

Additionally, under TRIPS, and effective
January 1, 1996, the Lanham Act absolutely bars
registration of any geographic mark for wines and
spirits not originating from the place identified in
the mark. Thus, the word “Sonoma” can only be
used in connection with goods from the Sonoma
region of California.

As noted earlier, a geographic name that other-
wise would be considered primarily geographically
descriptive and therefore unregistrable (for example,
IDAHO POTATOES GROWN IN IDAHO®) can be
registered as a certification mark.

Additionally, a mark that includes a geographic
term used in an arbitrary way will be registrable.
Thus, ALASKA for bananas is treated as an arbitrary
mark because it is unlikely that consumers would
believe that the mark identifies the place from which
the goods originate. Similarly, use of DUTCHBOY®
for paint was held acceptable because of its arbitrari-
ness; there is no known connection between paint
and Holland. National Lead Co. v. Wolfe, 223 F.2d
195 (9th Cir. 1955). Finally, some geographic terms
have become generic and can never be registered,
for example, French fries, Swiss cheese, and Bermuda
shorts.

Descriptive and Confusingly
Similar Marks

Marks that are merely descriptive (such as CHEESE
BITS for cheese-flavored snacks) or marks that are
confusingly similar to those used by a senior user are
not registrable. Refusals by the USPTO to register
descriptive or confusingly similar marks are quite
common and will be discussed in detail in Chapter 4.

Functional Devices

A mark or device or trade dress that is as a whole
functional cannot be registered as a trademark be-
cause it would deprive others of the right to share
a needed device. Thus, trademark protection might
be refused for the shape of a matchbook cover
when the shape functions to make the product
useful. Because competitors would need to use
the same shape of cover for their products to be
effective, one party cannot exclusively appropriate
it in perpetuity. The functionality doctrine ensures
that protection for utilitarian product features be
sought through patent registration, which is of lim-
ited duration. A determination by the USPTO that
a proposed mark is functional is an absolute bar to
registration, regardless of how distinctive a mark
might be.

In one novel case, in 2006 the TTAB upheld a
refusal to register a mark consisting of the flavor
orange (to be used with antidepressant pills) on the
dual bases that the mark was functional (because
the pleasant taste performed a utilitarian function
in increasing patient compliance) and that con-
sumers would not view a flavor as a trademark but
rather as an inherent feature of the product itself.
In re N.V. Organon, 79 U.S.P.Q.2d 1639 (T.T.A.B.
2006).

Statutorily Protected Marks

Finally, certain marks are pro-
tected by federal statute from +
use or confusingly similar
use by another. These marks
include marks such as “Smokey Bear;” marks used by
various veterans’ organizations, the Red Cross logo,
and the Olympic rings and associated wording. There
are about 70 of these special statutes.

(See Exhibit 2—6 for a table of matter that is
excluded from trademark protection.)

American
Red Cross

© The American Red Cross.
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Nonprotectable Matter
SQUAW (for sale of sporting goods)

Flag of Italy (for pasta)
Graphic pictures of nude figures (for wearing apparel)

Photograph of Brad Pitt (for salad dressing)
(unconsented)

PETERSON (for hiking boots)
LEATHERETTE (for gloves made of vinyl)
PARISIAN EROS (for perfume not from Paris)

ary meaning)
NIKEE (for athletic gear)

RINGS)
Shape of piano (needed for acoustical reasons)

BREADSPREAD (for margarine) (without proof of second-

SPIROS’ OLYMPIC RESTAURANT (& DESIGN OF FIVE

Basis for USPTO Refusal

Mark would disparage or bring a person or
institution into contempt or disrepute

Insignia of a foreign nation
Immoral or scandalous matter
Unconsented use of living person’s portrait

Primarily merely a surname

Deceptive

Geographically deceptively misdescriptive
Merely descriptive

Confusingly similar to a registered mark
Statutorily protected matter

Functional

EXHIBIT 2—6 Matter Excluded from Protection

U.S. PATENT AND TRADEMARK
OFFICE

The government agency responsible for reviewing
trademark applications and issuing registrations is
the U.S. Patent and Trademark Office (USPTO). The
official address varies depending on the particular
issue involved. The USPTO is physically located in
several buildings at 600 Dulany Street, Alexandria,
Virginia 22314. The USPTO maintains an excellent
website at http://www.uspto.gov, offering general
information, instructional videos and tutorials, up-
dates on new issues, forms for downloading, a data-
base of more than four million registered, pending,

and dead trademarks, statistics, lists of USPTO
fees, and a wide variety of other valuable informa-
tion. (See Exhibit 27 for a list of frequently called
USPTO telephone numbers.)

The trademark section of the USPTO is divided
into a variety of different departments, such as one
handling assignments, one dealing with postregis-
tration matters, and one dealing with intent-to-use
applications. Due to the spread of computer and com-
munications technology throughout the world, the
USPTO has a busy workload. New trademark appli-
cations increased by 7 percent in 2011 over 2010, with
the USPTO receiving 301,826 applications in 2011.
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Assignments (571) 272-3350
General Assistance (800) 786-9199
Intent-to-Use Unit (571) 272-9550
Madrid Processing Unit (571) 272-8910
Deputy Commissioner for Examination Policy (571) 272-9100
Deputy Commissioner for Trademark Operations (571) 272-8900
Petitions Office (571) 272-8950
Postregistration (571) 272-9500
Pre-Examination (571) 272-9401
Trademarks Assistance Center (571) 272-9250; or (800) 786-9199
Trademark Status (for pending applications and registrations) (571) 272-5400
Trademark Trial and Appeal Board (571) 272-8500

EXHIBIT 2-7 Helpful USPTO Telephone Numbers

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA

o The oldest U.S. trademark registration still in existence is SAMSON® (with a design of a man and
a lion) registered in 1884 for use on cords, line, and rope.

« The first registration of a shape and design of a container was in 1958 for Haig & Haig’s
pinched-in Scotch whiskey bottle.

o Some of the famous sound marks registered include Tarzan’s yell, the “Ho, Ho, Ho” of the Jolly
Green Giant, the Yahoo! Yodel, and Homer Simpson’s “D’oh” (U.S. Reg. No. 3,411,881).

o The USPTO reports that nearly one million registered trademarks are in use today.

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA

CHAPTER SUMMARY

Trademarks play a valuable role in our economy. They serve to distinguish one
merchant’s goods or services from those of another and provide assurances of
quality and consistency to consumers. There are four different types of marks:
trademarks (used for goods); service marks (used for services); certification marks
(used to certify a quality of a good or service); and collective marks (used to show
membership in an association). Rights to marks are acquired through use. There
is no need to file an application for federal registration of a mark with the USPTO
to acquire or maintain rights to a mark, although registration does offer significant
advantages to a trademark owner.
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Not all words, letters, and symbols are protectable. Generic words cannot be
trademarked and descriptive marks can be trademarked only upon proof of sec-
ondary meaning. Suggestive, arbitrary, and coined marks are all registrable with-
out proof of secondary meaning. Certain types of marks are excluded from federal
protection, such as scandalous marks, deceptive marks, and geographically decep-
tively misdescriptive marks.

CASE ILLUSTRATION

REFUSAL TO REGISTER DISPARAGING MARK

Case: In re Lebanese Arak Corp., 94 U.S.P.Q.2d 1215 (T.T.A.B. 2010)

Facts: The examining attorney at the USPTO refused to register the mark KHORAN for wines on
the basis that the mark was disparaging.

Holding:  The TTAB affirmed the refusal to register. The word “Khoran” is the phonetic equivalent of
“Koran,” which is the sacred text of Islam. The Koran forbids consumption of alcoholic bever-
ages, including wine. The use of the name of a sacred text for a substance prohibited by that
religion would be disparaging to followers of Islam and their beliefs.

CASE STUDY AND ACTIVITIES

Case Study: Holiday is considering offering several new products and services (some of which will be
sold in its gift shop) and would like to seek trademark protection for the marks under which
the goods and services will be offered. Some of the proposed marks include the following:

+ The slogan “Johnny Depp’s Best Holiday” to be used in commercials for cruises;

+ The color white for its cruise ships;

» Small dessert plates to be sold in the ship gift shop, each of which will display a national
flag from countries represented by Holiday’s shipboard workers;

» “Texas Salsa” for salsa made and bottled in Florida; and

» The mark “Holiday Happiness” for one of its onboard shows.

Activities: Identify the type of mark each product or service represents (e.g., trademark, sound mark, color
mark) and then indicate any possible objections the USPTO might have to each mark, if any.

ROLE OF PARALEGAL

The role of IP paralegals prior to searching and application for registration is generally limited to research,
particularly research regarding whether the mark satisfies the requirements of the Lanham Act for regis-
trability. Each element of the mark should be examined to determine whether it is descriptive, disparaging,
comprises merely a surname, includes a living person’s name without written consent, and so forth. Design
elements of marks should also be considered to ensure the design feature is a separate and distinct portion of
the mark, rather than mere background. Additionally, some preliminary discussions should take place with
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the mark’s owner to determine whether federal registration is permissible or whether the owner will be lim-
ited to state trademark registration because the mark is not (and will not be) used in interstate commerce.

INTERNET RESOURCES

Federal statutes governing trademarks http://www.gpo.gov/fdsys
(15 U.S.C. § 1051 et seq.) http://www.law.cornell.edu
http://www.plol.org
USPTO trademark information: http://www.uspto.gov (general information, trademark

searching, and access to Trademark Manual of Examining
Procedure for excellent information on types of marks and
what may be protected)

General information on trademark topics:  http://www.ggmark.com
http://www.megalaw.com

DISCUSSION QUESTIONS

1. Classify the following marks as trademarks, service marks, collective marks, or certification marks:

+ K (to certify foods are prepared in compliance with kosher dietary standards)

+ SPIKE TV (for television programming)

+ DROID (for wireless communications services)

+ SWATCH (for watches)

+ AMERICAN ACADEMY OF COSMETIC SURGERY (to indicate membership in a network of
cosmetic surgeons)

+ OREO (for biscuits and cookies)

2. Could a company trademark the color orange for a line of clothing for hunters?

3. Each year ABC Co. sells beads for Mardi Gras under the mark FAT TUESDAY DECO. Is the mark “in
use” so as to support a trademark application although the goods offered under the mark are only sold a
few days each year?

4. Could the shape of a metal ring that fits around the edge of a candle to promote more even burning be
trademarked?

5. Discuss whether a person could likely obtain a trademark registration for the following marks for
the goods or services indicated, and discuss the objections, if any, that the USPTO might raise to
registration of the mark.

Mark Goods or Services
POLAR BEAR Toys

PETERSON Soccer equipment
HUNT Baseball equipment
CANDY CANE Candy canes
CANDY CANE Children’s clothing

BEST SUSHI BAR Restaurant services
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OLYMPIC GYM Fitness and gym services
THERAPIE Lipstick
LECHE Milk
RINNARTE Yogurt
FLAG OF COLUMBIA Coffee
U.S. MORTGAGE LENDERS Finance services

SILICON VALLEY COMPUTERS Computers from Silicon Valley
SILICON VALLEY COMPUTERS Computers from Ohio
SERENA WILLIAMS'S GEAR Tennis clothing

USING INTERNET RESOURCES

1. Access the USPTO website and select “Search Marks” under the “Trademarks” section. Use the “Basic
Word Mark Search (New User)”
a. Check Reg. No. 0571798. What is the mark? What type of mark is this? For what goods or services
is the mark registered? What “Other Data” is given for this mark?
b. Check Reg. No. 2607415. What is the mark? What type of mark is this? For what goods or services
is the mark registered? What information is given under “Description of Mark”?
c. Check Reg. No. 2691371. What is the mark? What “Other Data” is given for this mark?
d. Check Reg. No. 2901090. Who is the registrant? Briefly, describe the mark.
e. Check Reg. No. 3695038. What is the mark? When was the mark registered? What “Other Data” is
given for this mark?
2. Access the USPTO website and select “Trademark Basics” and then select “Trademark Manual of
Examining Procedure” Use the alphabetical index to locate answers to the following questions.
a. Review the section relating to double surnames. Would a mark such as KINGMAN-PRESSLEY be
acceptable or is it primarily merely a surname?
b. Review the sections relating to flags as trademarks. May a mark consisting of a stylized design or
incomplete flag be registrable?
c. Review the section relating to characteristics of certification marks. May a certification mark
consist solely of a design without any wording?
3. Use an online database for federal statutes (see “Internet Resources” in this chapter). What federal
statute relates to use of the five interlocking Olympic rings?

Go to http://www.paralegal.delmar.cengage.com for Quizzes, Forms,
Chapter Resources, and additional information.

oM

COMPANION™,
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CHAPTER 3

CHAPTER OVERVIEW

As discussed in Chapter 2, not every word, slogan, or design can be protected as
a trademark or service mark. Therefore, great care must be given to selecting a
mark to identify one’s goods or services. Once a mark is selected, a trademark
availability search should be conducted to determine if the mark is available for
registration. Searches are conducted of the USPTO records, state trademark
records, business directories, journals, telephone books, domain names, and
Internet uses to determine whether a proposed mark may conflict with a mark
already in use. Although no search can guarantee that a mark will be accepted by
the USPTO for registration, a search allows a trademark owner to anticipate prob-
lems that may arise in the registration process, provides a snapshot of other marks
in the marketplace, and may help avoid liability for infringement.

41
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SELECTING AND EVALUATING
A MARK

Selecting a Mark

Selection of a mark occurs in a variety of ways. Some
companies hold contests and encourage employees
to create a mark for a new product line or service.
Other companies engage sophisticated research and
branding firms that will conduct surveys and create
a mark and a logo or design for the company. There
are name creation software programs that help indi-
viduals and companies create marks. Once the mark
is selected, it should be screened and evaluated for
use and registrability. Failure to exercise this due
diligence might result in the expenditure of time and
money in advertising, using, and applying for a mark
that is rejected for registration by the USPTO or, in
the worst-case scenario, might subject the owner
to damages for trademark infringement and unfair
competition.

Reviewing a Proposed Mark

Once a mark is selected, it should be carefully scru-
tinized to ensure that it will not be excluded from
protection under the Lanham Act. Considerations
include whether the mark
////’ BIAGK& contains scandalous mate-
nEcKEH@ rial, whether consent from
a living person will be required, whether the mark
is generic, whether it is statutorily protected, and
whether the mark is descriptive of some feature of
the goods and services offered under the mark. If the
mark includes foreign terms, these should be trans-
lated to ensure they are not scandalous, deceptive,
or merely descriptive. Many law firms specializing
in trademark work use a questionnaire form or data
sheet to gather basic information from clients about
their marks and to aid in determining registrability
(see Exhibit 3—1 for an example).

THE TRADEMARK SEARCH

Once a proposed mark has been selected, a trademark
search should be conducted to ensure that the pro-
posed mark is not confusingly similar to a mark that
is the subject of a registration or pending application
at the USPTO or that is in use on a common law basis.

In addition to disclosing potential conflicting
marks, a search will provide some indication of the
relative weakness or strength of the mark. If there
are numerous marks including words similar to
the proposed mark for the same or related goods,
the field is said to be “crowded,” and the mark, while
it may achieve registration, may be weak and enti-
tled to a narrower scope of protection than a strong,
unique, and distinctive mark. For example, a review
of the USPTO database shows the following regis-
trations issued to different owners:

PARAMOUNT® (for medical instruments)

PARAMOUNT® (for paper napkins)

PARAMOUNT® (for bowling balls)

PARAMOUNT® (for chocolate fountains)

PARAMOUNT® (for entertainment motion
picture services)

These numerous registrations for PARA-
MOUNT® show that the mark is weak, and an
application to register PARAMOUNT for some
distinguishable goods (e.g., cigarettes) would likely
be allowed. The owner of PARAMOUNT (for ciga-
rettes) would be able to stop later users from using
PARAMOUNT for cigarettes and related products,
but would have to share the field with the exist-
ing PARAMOUNT registrations and later PARA-
MOUNT marks used for nonsimilar goods.

A review of other marks also enables the IP
team to anticipate some of the problems that may
arise during the registration process and possible
objections the USPTO may have to the application.
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Please provide the following information to enable us to prepare and file an application for registration of
your mark with the United States Patent and Trademark Office (USPTO).

1. Describe the mark.
a. Words:
b. Logo/Design: [describe and attach sample logo]
c. Are the words “stylized” (for example, should they be displayed in any particular manner, script,
or typeface or is standard printing acceptable)?
d. Should mark be displayed in any particular color? ____Yes ___No
e. If mark includes foreign words, geographic terms, or abbreviations, give explanation.

2. Describe the Applicant.
Full name:
Full address:
Type of legal entity (corporation, partnership, etc.)
Organized under the laws of the state of
Name of authorized person who will sign the application and other documents and his/her title:

® Q000

3. Describe with particularity all of the goods and/or services that are or will be offered under the mark
or for which protection is being sought.
4. Consult your records and state, with respect to use of the mark by you (or any predecessor) on or in

connection with any of the above-described goods or services:
a. Has the mark been used in intrastate sales or advertising? If so, give date of first use anywhere.

b. Has the mark been used in interstate commerce within the United States? For example, has
there been a transaction with an out-of-state customer or has media advertising the goods or
services offered under the mark been conducted across state lines? If so, give the date the mark
was first used in interstate commerce in the United States (or in foreign commerce between a
foreign country and the United States). Note that use of the mark in advertising preparatory to
opening a business is not sufficient.

c. Is there a bona fide intent to use the mark in the United States if it has not yet been used in the
United States?

5. Provide information as to how the mark is actually used (if it is in use).

a. Newspaper or other media advertising: ___Yes __ No
b. Signs or store displays: __Yes __No
c. Direct mail, such as brochures: __Yes __ No
d. Labels, tags, packaging: __Yes __No
e. Other (describe):

6. If the mark is in use, please provide at least three original specimens showing the mark as it is actu-
ally used in connection with the sale or advertising of the goods or services. If the mark is used in
connection with goods, labels, tags, boxes, or other packaging are acceptable as long as they show
the mark. If the mark is used in connection with services, brochures and other advertising materials
are likely acceptable as long as they show the mark. If the specimens are bulky, you may provide
photographs of the specimens as long as the mark is clear and legible in the photos.

EXHIBIT 3-1 Trademark Data Sheet (U.S. Applicant)
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Reasons and Duty to Search

A party who adopts a mark and begins using it with-
out previously searching its availability runs the risk
that a senior user will allege infringement. If the later
user has begun using the infringing mark, it may
need to stop using the mark and any of its marketing
materials and brochures that display the offending
mark. Such an error is costly and time-consuming
because the party will then need to adopt another
mark and begin the process of establishing consumer
recognition all over again. Thus, it makes economic
sense to conduct a search before using a mark.
There is, however, another reason to conduct
a trademark search prior to use or application of a
trademark, namely to avoid litigation alleging trade-
mark infringement. Liability for trademark infringe-
ment rests on a finding that two marks are likely to
be confused. One factor courts consider in deter-
mining whether two marks are likely to be confused
is the intent and good faith use by the second user.
Recent cases have begun examining whether fail-
ure to conduct a proper search is evidence of bad
faith. Although a number of courts have criticized
parties for failure to conduct a trademark search
before using and applying for a mark, calling such
conduct “carelessness,” SecuraComm Consulting,
Inc. v. SecuraCom Inc., 166 F.3d 182, 188—-89 (3d Cir.
1999), or stating that a search is a “very obvious and
simple precaution,” First Jewellery Co. of Canada,
Inc. v. Internet Shopping Network LLC, 53 U.S.P.Q.2d
1838 (S.D.N.Y. 2000), or holding that the failure to
conduct a search is “carelessness at most,” see, e.g.,
George Co. v. Imagination Entm’t Ltd., 575 F.3d 383,
398 (4th Cir. 2009), most courts have concluded that
failure to perform a search, standing alone, does not
prove bad faith or willful infringement, Savin Corp. v.
Savin Group, 391 E3d 439, 460 (2d Cir. 2004).
Nevertheless, when a large company failed to con-
duct a trademark search until just days before the
airing of a commercial when it knew of a prior use

by another major marketer, the court noted the
defendant was a highly sophisticated national mar-
keter with access to every imaginable resource to
avoid the slightest possibility of confusion and that
failure to conduct a search was “inexcusable” and
showed a “complete indifference” to the plaintiff’s
federal trademark rights and was a factor favoring
relief to the plaintift. Sands, Taylor & Wood v. Quaker
Oats Co., 18 U.S.P.Q.2d 1457 (N.D. Ill. 1990), affd in
part and revd in part, 978 F.2d 947 (7th Cir. 1992).
Finally, in Frehling Enterprises, Inc. v. International
Select Group, Inc., 192 F.3d 1330, 1340 (11th Cir.
1999), an infringement case, the court agreed that
a failure to conduct a trademark search before at-
tempting to register a trademark was “intentional
blindness” and was evidence of improper intent.
Thus, although there is no legal duty to perform a
trademark search before using or applying for a
mark, failure to do so (along with other behavior)
may well be a factor suggesting improper intent.
Moreover, with the numerous free sources available
for those conducting trademark searches, a failure to
conduct a basic search would seem careless, at best.

Because liability for trademark infringement
rests on a finding that two marks are likely to be con-
fused, a client may be able to avoid liability by show-
ing it acted in good faith by conducting a thorough
trademark search prior to using a mark. In sum, a
comprehensive trademark search can save time and
money, avoid litigation, ensure a mark is available,
and assist in developing a strategy to avoid possible
USPTO objections.

Scope of Search

There are a variety of sources that can be reviewed
to locate potentially conflicting marks. Because
there are literally millions of marks registered or
applied for at the USPTO, and thousands of jour-
nals, trade magazines, directories, telephone books,
Internet sources, state records, and state trademark
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registrations that might contain other marks or busi-
ness names, a computer-assisted or online search is
the most effective method of searching. Moreover,
an online search can be constructed to search only
for similar marks used in connection with similar
goods and services. Thus, if the client in our case
study wishes to use HOLIDAY MAGIC for cruise
ship entertainment services, there is little to be
gained from looking for similar marks used in con-
nection with candy inasmuch as consumers would
not likely be confused by the coexistence of two sim-
ilar marks for such dissimilar goods.

Both LEXIS® and WESTLAW?®, the computer-
assisted legal research systems, offer access to vast
databases that may point out conflicts. One of the
best-known databases is TRADEMARKSCAN®,
available through WESTLAW. TRADEMARKSCAN
(federal) contains information on active registered
trademarks and service marks as well as applications
filed at the USPTO, while TRADEMARKSCAN
(state) provides similar information on marks reg-
istered with the secretaries of state of all 50 states.
Other online databases include journals, magazines,
and periodicals. Most of the databases are also
offered on CD-ROM, allowing IP practitioners to
purchase discs and conduct their own searches. The
discs are then periodically replaced and updated.
The more common approach, however, is to conduct
trademark searches using online databases.

Conducting the Trademark Search:
A Two-Step Process

In nearly all instances, trademark searching is a two-
step process. First, a preliminary search is conducted
of the records of the USPTO (and possibly some of
the other databases identified in the following sec-
tion) to make a quick determination as to whether
the mark may be available or whether there is a di-
rect conflict that would preclude use of the mark.
The preliminary search is often called a knockout

search because its primary purpose is to eliminate
identical or nearly identical marks. If the knockout
search discloses a “direct hit” (meaning an identical
or nearly identical current mark for similar goods
or services), there is no need to conduct a further
search. The client would then consider a new mark,
which itself would then be searched. If the results of
the preliminary or knockout search indicate a mark
may be available, a comprehensive search of other
sources (including state trademark records, tele-
phone directories, Internet records, and trade jour-
nals) is then conducted.

Step One: The Preliminary Search

There are a variety of sources that can be used to
conduct an initial trademark search, including on-
line databases, CD-ROMs, the Patent and Trademark
Depository Libraries, and the USPTO website search
services. Following are some resources commonly
used for conducting a preliminary search (in addition
to using the USPTO trademark search databases and
an Internet search engine, such as Google).

Electronic Databases and CD-ROMs

+ TRADEMARKSCAN online databases are
owned by Thomson CompuMark (part of
Thomson Reuters), a renowned trademark
search firm (discussed later), which provides
information on all active registered trademarks
and service marks and applications for registra-
tion filed at the USPTO. The TRADEMARK-
SCAN databases are primarily used as a quick
screening tool to determine the availability of a
new mark.

+ DIALOG® is a database offered by ProQuest. Its
database includes trademarks from the United
States plus numerous foreign countries as well
as patent and copyright information. DIALOG
offers free online training and practice (its
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ONTAP® service) and free practice searching
at the following website: http://support.dialog
.com/ontap.

o SAEGIS™ is a trademark database that is part
of Serion, an entire suite of trademark services
and tools provided by Thomson Reuters. Users
log on to perform federal or online worldwide
trademark searching as well as searching of
domain name registries and websites to locate
common law uses of proposed marks.

+ LEXIS and WESTLAW, the computer-assisted
research systems, offer access to vast trademark
databases that may disclose potentially conflict-
ing marks.

Many law firms subscribe to one or more of
these services so they can perform an initial screen-
ing search in-house. Users then log on to gain access
to the trademark databases and begin searching.

In conjunction with a preliminary or knockout
search, most practitioners conduct a simple Internet
search using a standard search engine. For example,
entering the word mark HOLIDAY MAGIC into a
search engine such as Google (http://www.google
.com) may disclose some common law uses of the
mark. Often paralegals conduct the knockout search
and provide an initial review of the marks revealed.
The results are communicated to the client along
with recommendations for the next step to take. If
a mark is intended to be used only for a short time,
perhaps during a limited promotional campaign, a
knockout search may be sufficient by itself.

Patent and Trademark Depository Librar-
ies. For those located near Washington, DC,
the USPTO maintains a Public Search Facility in
Alexandria, Virginia, that allows online searching of
pending, registered, and dead trademarks using the
trademark examining attorney automated system
called X-Search. A complete trademark collection
since 1870 is available online and in bound paper

volumes or on microfilm. The Search Facility is open
to the public every weekday. For information, call
(571) 272-3275. Additionally, more than 80 librar-
ies throughout the United States (mostly in major
cities) are designated as Patent and Trademark
Depository Libraries. These libraries receive a
wealth of information from the USPTO, and trade-
mark searching can be done at these libraries. See the
USPTO website at http://www.uspto.gov for a list of
the Patent and Trademark Depository Libraries.

USPTO Website. Perhaps the easiest and least
expensive way to conduct a very preliminary search
is to review the records of the USPTO (http://www
.uspto.gov). The USPTO offers free public searching
of its trademark database through its service called
Trademark Electronic Search System (TESS),
which allows searching of more than four million
pending, registered, abandoned, canceled, or ex-
pired trademark records. TESS offers four search
strategies.

1. New User Form Search (Basic). This basic
search strategy is useful for finding marks (both
current or “alive” and “dead”) made up solely of
words or by searching by a trademark owner’s
name. Searching may also be done by trademark
serial or registration number. Simply type in the
name of the mark in which you are interested
(e.g, HOLIDAY MAGIC), and you can then
review records containing those terms. Thus,
results would include both HOLIDAY MAGIC
and CREATE HOLIDAY MAGIC. A search
for HOLIDAY alone would disclose more than
2,000 entries that include the term “holiday”

2. Structured Form Search (Boolean). The Struc-
tured Form search allows a searcher to narrow
the search by locating marks relating to certain
goods and services (e.g., HOLIDAY MAGIC
used for cruise ship entertainment services) or
to locate all marks owned by a certain party,
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assignments or renewals of marks, or marks ap-
plied for by a certain attorney. The use of Boolean
connectors also helps to narrow results. Thus, a
search for “HOLIDAY and MAGIC” would re-
trieve documents with both those terms. More-
over, one may search by pseudo mark for some
marks. Thus, for example, a search for “4U” will
display marks including the term “for you” if the
pseudo mark field is selected.

3. Free Form Search (Advanced Search). The
Free Form search strategy is for more compli-
cated searches and is generally most successful
when Boolean connectors are used.

4. Browse Dictionary (View Indexes). The
Browse Dictionary strategy allows one to review
about 10 items in the USPTO’s database around
the search term. Thus, a search for NIKE® would
disclose NICKO and NIKEA.

The USPTO database does not easily allow pho-
netic searching. Thus, a search for BEAR would not
disclose any marks with the term Bare. Additionally,
searching for designs is fairly complex. However, the
site offers help and numerous strategies and tips for
searching, including a design search code manual, so
you can search for similar designs, such as all de-
signs including stars, lions, or sporting articles.

Once a mark is displayed on your computer
screen, you will be given four separate options to
obtain additional information.

o TARR Status: The Trademark Applications and
Registrations Retrieval (TARR) system provides
information about an application or registra-
tion, including a list of various actions taken
by the USPTO and information on the mark’s
current status, such as whether it has expired
because it was not renewed.

o Assignment Status: 1f the mark has been
assigned, you will be given the names of the as-
signor and assignee and the date the assignment
was recorded with the USPTO.

o Trademark Document Retrieval (TDR): TDR
allows views of actual images of documents in the
USPTO's files (including Madrid Protocol filings),
such as drawings of marks, images of specimens
of marks, USPTO objections to registrations
and applicants’ responses thereto, notices of
publication, and certificates of registration. This
“electronic file wrapper” provides invaluable in-
formation. TDR is not yet available for all older
records. You may access TDR after conducting a
search, or you may access it independently if you
have a serial or registration number.

o TTAB Status: If the mark is involved in pro-
ceedings at the Trademark Trial and Appeal
Board (TTAB), you will be linked to documents
pertaining to these proceedings.

If you already know a trademark application se-
rial number or registration number, once you access
the USPTO website for Trademark Basics, select
“Check Status” Enter the pertinent number in the
search box, and you will be linked to the TARR data-
base and information.

The USPTO site itself acknowledges its limita-
tions and counsels users as follows: “After searching
the USPTO database, even if you think the results
are ‘O.K.; do not assume that your mark can be reg-
istered at the USPTO. After you file an application,
the USPTO must do its own search and other review,
and might refuse to register your mark.” Neverthe-
less, despite their limitations, the USPTO search
systems TESS and TARR are excellent sources for
obtaining initial information, and with practice, one
can become fairly proficient in conducting a knock-
out search or obtaining basic information about the
marks owned by any one party. Although a search of
these databases can provide a quick answer to very
basic questions about availability of marks, it is no
substitute for a thorough search of other possible
uses of marks, such as those used as Internet domain
names, unregistered marks, and those registered
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with individual states. Moreover, trademark applica-
tions are not immediately entered into the database,
resulting in incomplete data.

In addition to the records of the USPTO, a
preliminary search should review records of well-
known, publicly accessible Internet databases. Thus,
a simple search using the Google search engine may
well disclose common law uses, such as businesses
using the mark or other products offered under the
mark both throughout the nation and internation-
ally. Even a quick USPTO and Google-type search
are better than no search. However, if a mark is im-
portant to a company and will be key to its future, a
comprehensive search should be conducted.

Step Two: The Comprehensive Search

The most complete analysis of potentially conflicting
marks is provided by professional trademark search
firms. These companies review the records of the
USPTO for existing registrations and pending ap-
plications, review state trademark office records for
state trademark registrations, and perform a “com-
mon law” search of various journals, directories,
press releases, domain names, and Internet refer-
ences to locate unregistered names and marks. Such
a search is called a comprehensive, or full, search.
Because there are literally thousands of Internet
uses, journals, directories, telephone books, and
other publications in which names and marks may
appear, these professional search firms can save con-
siderable time and money and, more importantly,
provide a more thorough search than that which
an individual can conduct on his or her own. Some
of these companies advertise that their databases
include millions of marks that can be checked against
the client’s mark for potential conflicts. These compa-
nies will check for identical and phonetically equiva-
lent marks for similar goods and services and will
also check for foreign equivalents. Thus, a search for
KARCOAT will disclose marks such as CARCOAT

and CARKOAT, and a search for “hat” will disclose
“chapeau” Marks with design elements also must
be searched; these searches are usually a bit more
expensive than searches for marks consisting solely
of words due to the time-consuming task of com-
paring other design marks to the proposed mark.
Professional search firms can also customize searches
and conduct investigations as to how a potentially
conflicting mark is used in the marketplace.

Costs for full-availability searches can run from
$600 for results available in four business days to
approximately $1,500 for same-day searches. These
costs do not reflect an attorney’s time in evaluating
the results and providing a report to a client, but
rather reflect only the costs of obtaining a report
that discloses potentially conflicting marks. Some
companies will send the report by express mail or
other overnight service or may send it via facsimile
(although due to the voluminous nature of many re-
ports, this is not a common practice). Another more
recent alternative is that the report may be sent
to an office via electronic transmission or e-mail.
The search company will post the report to a bul-
letin board server, and the law firm then retrieves
the search report. The report is typically divided
into three sections: results gained from review-
ing USPTO registrations and applications; results
gained from reviewing state trademark records; and
the common law results (references to marks on the
Internet, in magazines, telephone directories, Inter-
net domain names, and so forth).

Most of the professional searching firms will tai-
lor the search to specific requirements, so that they
will conduct only common law searches, or only
an Internet domain name search, an international
search, and so forth. Intellectual property practi-
tioners who engage the professional searchers on a
routine basis often obtain volume discounts.

Although the Internet makes thousands of com-
mon law uses of trademarks accessible, the sheer
volume of sources makes weeding out immaterial
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uses of a mark difficult. No search, no matter how
thorough, can guarantee that a client may use or reg-
ister a mark.

International Searching

A client interested in protecting his or her mark in
foreign countries should conduct a search of the re-
cords of each country in which an application will
be filed. Although the U.S. search firms can conduct
such searches, interpreting the results and predict-
ing how a foreign trademark office would view the
application is very difficult for U.S. practitioners
who typically are not experts in foreign trademark
law. Therefore, most law firms that do trademark
work have established relationships with their coun-
terparts in foreign countries and rely upon these
associates to conduct a search and report the
results. The foreign associate then files the trademark
application and prosecutes it, while the U.S. attorney
generally supervises the process and communicates
the progress of the application to the client.

Many foreign countries allow free searching
of their trademark office databases, much the way
one can search for U.S. marks through the USPTO’s
TESS or TARR systems.

The World Intellectual Property Organization
(WIPO) offers direct linking to the intellectual prop-
erty offices of more than 100 countries through its
website at http://www.wipo.int/directory/en/urls
jsp. Moreover, WIPO allows for searching of
Madrid Protocol trademarks at http://www.wipo
.int/romarin/newSearch.do (although these data-
bases may not be complete).

Professional Search Firms

Some of the better-known search firms include the
following.

o Thomson CompuMark, 500 Victory Road,
North Quincy, MA 02171; (800) 692-8833

(http://compumark.thomson.com/do/
thomson_compumark). Thomson CompuMark
(part of Thomson Reuters) is a well-known
trademark firm, offering a full
line of services, from trademark searching
to monitoring of trademarks to protect them from
infringement, to investigations, to retrieving doc-
uments at the USPTO. Thomson CompuMark
is the owner of the TRADEMARKSCAN, DIA-
LOG, and SAEGIS products described earlier in
this chapter. Thomson CompuMark’s new service,
Serion, allows users to customize search reports,
add flags and comments, and collaborate with
colleagues when analyzing search results that are
delivered to a viewer’s e-mail inbox. These tools
allow colleagues to share trademark results and
cut and paste search results into letters to clients.

« Government Liaison Services, Inc., 200 North
Glebe Road, Suite 321, Arlington, VA 22203;
(800) 642-6564  (http://www.trademarkinfo
.com). Government Liaison Services offers full
professional searching as well as document
preparation and retrieval services.

+ CSC Corporation Service Company, 2711 Cen-
terville Road, Wilmington DE 19808; (866) 403-
5272  (https://www.cscglobal.com/global/web/
csc/home). CSC provides trademark searching,
screening, and monitoring services.

« CT Corsearch, 345 Hudson Street, New York, NY
100145 (800) 732-7241 (http://www.ctcorsearch
.com). CT Corsearch offers a full suite of trade-
mark searching services, including professional
searching, document retrieval, and monitoring
services to ensure a client’s trademark is not
infringed.

services

Evaluating Trademark Search Reports

Once the results of the search have been obtained,
they must be evaluated so that the fundamental ques-
tions of whether the mark is available for use and
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registration can be answered. The evaluation begins
with an analysis of each mark or name provided in the
report and a comparison of it to the proposed mark to
determine whether they are confusingly similar. This
analysis requires one to take into account the over-
all commercial impressions presented by the marks;
their similarity in regard to sight, sound, and mean-
ing; the relative strength or weakness of the marks
based on their descriptiveness or suggestiveness; and
the goods or services offered under each mark.
A typical search entry will appear as follows:

Mark BITTY BEAR

Reg. No. 1,990,314

Reg. Date July 30, 1996

Filing Date June 2, 1994

Date of first use September 11, 1995

Goods Stuffed toy bears

LC. 28

Owner American Girl, LLC,
333 Continental Boulevard
El Segundo, CA 90245

Assume a client wished to introduce a new line
of children’s books called BUDDY BEAR. The exist-
ence of BITTY BEAR for stuffed toy bears may pres-
ent a conflict. The marks are similar in appearance
(with only a few letters being different) and similar
in sound, and children’s books may be viewed as re-
lated to children’s stuffed toys. Consumers who en-
counter the BUDDY BEAR books might believe they
are somehow connected with BITTY BEAR or that
BUDDY BEAR is a new line of books sponsored by
the makers of BITTY BEAR. On the other hand, if
there are numerous other marks including BEAR for
related goods (as in fact there are, such as BEDDY-
BEAR and BOSSY BEAR), this is likely a sign that
marks including BEAR for toys and related goods are
weak and they have been allowed to coexist. If nu-
merous similar marks for similar goods or services

coexist, it is less likely that a mark will be refused or
attacked. Consumers become adept at distinguishing
similar marks for related products, as seen by the co-
existence of MICROSOFT®, MICRON®, and MICRO
CENTER® for related goods and services. In many
instances, paralegals provide the initial review of the
search report and flag potential problems or “hits” for
an attorney’s later evaluation. Paralegals also play a
key role in investigating some of the sources revealed
in the report. By contacting the owner of a mark, a
searcher may discover the mark is no longer in use
or that the company has ceased doing business. Mar-
keting materials can be reviewed to determine the
actual manner in which the mark is used. The file for
a conflicting mark can be obtained from the USPTO
(or viewed electronically through TDR) to determine
what objections were made to the application by the
USPTO and how the owner overcame them.

Reporting the Results to the Client

A formal written report will then be prepared for the
client. The letter, often called an “availability” or “clear-
ance” report, typically includes the following elements:

+ A description of the mark that was the subject
of the search (or a copy of the image of the mark
if it includes a design);

+ A description of the method of the search, the
databases that were checked, and the dates
applicable to the search parameters;

+ A section describing limitations on the search re-
port, such as a disclaimer or statement that the
results of the search cannot be guaranteed and
that, due to errors in cataloging records and files
and time delays in entering marks into databases,
some marks might not be disclosed in the search;

+ A discussion of potentially conflicting marks;

+ The opinion in regard to availability of the mark
for use and registration; and

+ Recommendations for further action or investi-
gation, if needed.
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The heart of the report is the attorney’s opinion
in regard to whether the mark is available. Because
this is the portion of the report in which the client is
most interested, the opinion should be stated clearly
and should outline any risks in using the mark. The
attorney may state, “We believe the BUDDY BEAR
mark is distinguishable from the references dis-
closed in the report and may be available for use and
registration in connection with children’s books,” or,
conversely, may state, “Based on our review of the
results, we do not recommend that you use or ap-
ply for registration of BUDDY BEAR” The attorney
may even go so far as to inform the client that use of
BUDDY BEAR could subject the client to risk of an
infringement action.

Providing the opinion is often a difficult and
time-consuming task. Clients are often in a rush
to launch a new product or service and are eager
to adopt a mark. They may have already begun an

advertising campaign. There may be significant
pressure from the client to obtain a favorable re-
sponse. All of these factors, coupled with the un-
certainty inherent in subjective comparisons of
marks, make trademark opinion work difficult and
stressful.

Investigating and Resolving Conflicts

The report of the trademark search results may dis-
close several potential conflicts, and the IP team
may seek the client’s permission to investigate
these conflicts further. Alternatively, some investi-
gation may be done before the report is provided to
the client. If the client is wedded to a mark that may
be barred by another mark, several options can be
explored.

+ Investigation and Research. Further investi-
gation can be conducted using other databases,

Oes 5 PARALEGALS
I_ MAY NOT PROVIDE
i LEGAL ADVICE

Although paralegals play an active and vigorous role in nearly all IP-related activities, there are a few

activities in which paralegals may not engage:

 Paralegals may not establish a client relationship or set fees.
» Generally, they may not appear in court (or at administrative proceedings such as those at the

TTAB) on behalf of clients.
« They may not provide legal advice.

Thus, although paralegals perform trademark searches, investigate conflicts, and write first drafts or
portions of opinion letters to clients regarding trademark availability, all letters to clients that provide
legal advice must be signed by attorneys. Similarly, be careful not to respond to a client’s request for
advice. If a client asks what the results of a trademark search show, respond that the attorney will
provide an opinion after the evaluation is complete. Alternatively, paralegals may relay information to
clients, such as the following, “Mr. Lopez has asked me to tell you that his preliminary opinion is that
the mark is available for use, and he will be in touch with you shortly.”
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such as Dun & Bradstreet, to determine the now available to the client to use. As discussed
amount of business conducted by the potential earlier, many of the professional search firms
opposer. Private trademark investigators may identified in this chapter will conduct investi-
be hired to go to the place of business and see gations to determine how a mark is actually be-
how the mark is being used by obtaining the ing used in the marketplace.
toys bearing the BITTY BEAR mark. A search Consent to Use. The owner of BITTY BEAR
can be conducted of records at the TTAB or can be contacted to obtain consent to use and
through Shepard’s Citations to determine if the register the client’s mark. The client may pay
owner of BITTY BEAR has aggressively pro- some money for this consent or may agree
tected its mark through litigation. It is possible to display the mark only in connection with
that although a conflicting mark is registered specified goods or in a certain typeface and
with the USPTO, it is no longer in use. Under format.
the Lanham Act, there is a presumption that + License and Assignment. The client might seek
a mark has been abandoned if it is not used to obtain a license from another to use a mark
for three years. Similarly, failure to file vari- or might seek to acquire the other mark through
ous maintenance and renewal documents with an assignment for a certain sum of money.
the USPTO will result in cancellation of a reg- Revising the Mark. If none of these alternatives
istration. Thus, an investigation into how or are fruitful, the client might revise its mark, in
whether the conflicting mark is used may re- which case a new search must be conducted for
veal that the mark has been abandoned and is the new mark.

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA

« Among the marks registered by celebrities for entertainment services or sound recordings are
BON JOVI®, LADY ANTEBELLUM®, and JAY-Z°.

o The USPTO has registered more than two million trademarks since the first trademark law was
passed in 1870. Approximately one million of these are still in effect.

» Microsoft introduced its Excel spreadsheet program in 1985 but did not apply for trademark
protection for the mark EXCEL® until 2004.

« Some marks that have celebrated their 100th anniversaries include Nabisco’s CREAM OF WHEAT
logo and General Electric’s “GE medallion.”

» In 1921, Elmer Cline of the Taggart Baking Company was preparing to launch a new brand of
bread. As he watched an international balloon race, he said to a friend, “What a wonder,” and
the name WONDER BREAD, with its distinctive red, blue, and yellow balloons, was born.

o Elvis Presley Enterprises has more than 180 pending applications and registrations for marks
related to Elvis Presley, including registrations for JAILHOUSE ROCK®, BLUE SUEDE SHOES®, and
HEARTBREAK HOTEL® for a variety of goods (including mugs, poker chips, and shot glasses).

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA
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CHAPTER SUMMARY

Once a client has selected a mark, the mark should be subjected to a search to en-
sure that no other party has secured rights to the mark or to a confusingly similar
mark. Failure to conduct a search or failure to conduct an adequate search may be
characterized by a court as carelessness and weigh in favor of a party who alleges
infringement, although, standing alone, it is not evidence of bad faith, and there is
no legal requirement to conduct a search. Reviewing search results and reporting
results to clients is difficult and time-consuming. Often, follow-up investigation is
needed to determine whether potentially conflicting marks remain in use or are in
use with related goods or services. Conducting a search, however, will result in a
snapshot of the marketplace, providing information about competitors, conflict-
ing marks, and how the USPTO has handled applications for similar marks.

If the search “clears” the mark, an application should be filed promptly with
the USPTO for registration of the mark if the mark has been used in commerce or
the client has a bona fide intent to use the mark in commerce.

CASE ILLUSTRATION

EFFECT OF FAILURE TO PERFORM TRADEMARK SEARCH

Case: Star Industries, Inc. v. Bacardi & Co., 412 F.3d 373 (2d Cir. 2005)

Facts: Plaintiff Star brought an action alleging infringement of its stylized “O” used on labels for
its orange-flavored vodkas. Defendant Bacardi, the junior user, adopted a stylized “O” on its
labels for its orange-flavored rum after a trademark search. Star also alleged that Bacardi’s
failure to conduct a trademark search (or flawed trademark search) was a factor showing its
bad faith. The district court found no infringement.

Holding:  The appellate court affirmed. One factor in determining infringement is a defendant’s good
faith or bad faith in adopting a mark. In this case, Bacardi had conducted a trademark search
before adopting its “O” mark. Star contended that the search was flawed and that Bacardi’s
failure to order a new search was evidence of its “willful blindness” The court noted that it
had never before held that adoption of a mark with no knowledge of a prior similar mark to
be in bad faith, even in the total absence of a trademark search, much less on the basis of an
allegedly flawed trademark search. Bacardi’s selection of a mark that reflected the product’s
characteristics, request for a trademark search, and reliance on advice of counsel were all
factors that supported a finding of good faith. After evaluating all factors (including the fact
that the marks were weak and presented a different commercial impression when viewed in
their entireties), the court held the two marks were not likely to be confused.
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CASE STUDY AND ACTIVITIES

Case Study: Holiday has decided to introduce several new products and services, each of which will bear
a different trademark or service mark. They include the following:

+ HOLLY-DAY (for a one-week cruise to take place next December on one ship);

+ HOME FOR THE HOLIDAY (for household gift items, such as candles and knick-
knacks); and

+ HOME FOR THE HOLIDAY (for an entertainment show to occur on most of its cruises).

Activities: Describe the types of searches that should be conducted for each mark. Assume that the
search for HOME FOR THE HOLIDAY discloses an expired trademark registration for
HOLIDAY HOUSE for pillows and vases.

ROLE OF PARALEGAL

Paralegals play a significant role in the clearance and availability stage of a trademark application.
Although legal advice can be given only by attorneys, there are numerous activities in which paralegals will
be involved:

+ Obtaining information about the client’s proposed mark;

+ Conducting a preliminary in-house knockout search to eliminate bars to registration;

+ Ordering and reviewing a comprehensive search, flagging items of concern;

+ Consulting with the IP team regarding potentially conflicting marks disclosed in searches; and
+ Conducting investigations of potentially conflicting marks.

INTERNET RESOURCES

USPTO TESS and TARR databases: http://www.uspto.gov [select either “Search Marks (TESS)” or
“Check Status (TARR)”]

Trademark search tips: http://www.clpgh.org/locations/reference/ptdl/ tradetips.html
http://www.bpmlegal.com/howtotmsrch.html

Links to state and foreign trademark  http://www.ggmark.com
offices:

WIPO’s directory of foreign IP offices: http://www.wipo.int/directory/en/urls.jsp

DIALOG tutorials: http://support.dialog.com/training/workbooks
Translation site (to translate foreign http://babelfish.altavista.com
terms):
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DISCUSSION QUESTIONS

1. A client wishes to use the mark COME IN FROM THE COLD for a special sales promotion in March
for its sale of jackets and outerwear at its St. Paul store. What type of search should be conducted?

2. A client wishes to use the mark SPRINGWOOD for its new assisted living facilities, which will be
located throughout the United States. What type of search should be conducted?

3. A client wishes to use the mark BLAST for its new soft drink. Your preliminary search discloses the
following registrations: BLASTERS (for candy), FRESH BLAST (for gum), and BLAST-ONE (for energy
bars). What does the coexistence of these marks suggest, if anything?

4. You have conducted a preliminary search for the mark OCEANAIRE for scented candles and
discovered that a registration for OCEANAIR for room freshener spray has expired. What should you
do, if anything?

5. Why is it advisable to retain the services of a foreign associate to assist in conducting a search for a
mark your client wishes to apply to register in Germany?

USING INTERNET RESOURCES

1. Access the USPTO website and indicate how many Patent and Trademark Depository Libraries there
are in California and in New York.

2. Access the website for the North Carolina Secretary of State and conduct a search to locate the
trademark “wallabies” When must the mark be renewed? For what services is the mark registered?

3. Assume a client wishes to use the mark BISCOTTI E CREMA for restaurant services, namely a
pastry shop. Use Babelfish and translate the mark from Italian to English. Do you believe this mark is
descriptive or merely suggestive? Discuss.

4. Access the USPTO website and use the New User search form. Locate the registration for MADJAX.

a. Briefly, for what goods is the mark registered?
b. When was the mark registered?
5. Access the USPTO website and use the New User search form. Locate the mark registered as U.S.
Reg. No. 3285880.
a. What is the mark?
b. Access TDR. Review the outgoing Office Action dated August 31, 2006. Briefly, what was the
primary ground for refusal of registration of the mark?

6. Access the USPTO website and use the Structured Form. Insert “bread” into one field and select “Goods &

Services” Insert “Orowheat” into the other field and select “Owner Name and Address”
a. Which mark are you given?
b. View “Assignment Status” From whom did the current owner receive title to the mark?

ONUNE
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CHAPTER 4

The Trademark

5;30 J Registration Process

CHAPTER OVERVIEW

From the discussion in Chapter 2, it is clear that federal registration of a mark
offers a trademark owner distinct advantages over mere reliance on common
law or state trademark rights. There are two primary paths to registration for
U.S.-based applications: a use-based application (alleging use in interstate com-
merce) and an intent-to-use application (alleging a bona fide intent to so use the
mark in the future). Both types of applications share many common features and
progress through the registration process in a fairly similar fashion. The process
for federal registration of a mark can be expensive and can take as long as 10 to
18 months, even if there are no significant problems or delays. Registrations based
on foreign applications or foreign registrations are discussed in Chapter 8.

56
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CHAPTER 4

THE TRADEMARK REGISTRATION PROCESS

PREPARING THE APPLICATION

Introduction

Once a mark has been selected and cleared for use
and registrability, an application for federal registra-
tion of the mark should be prepared and filed. The
application consists of a request for registration,
information about the applicant (such as name, ad-
dress, citizenship, and domicile), an identification of
the goods and/or services offered under the mark,
a drawing of the mark, a verification or declaration
signed by the applicant or agent or attorney, the ba-
sis for filing the application (namely, whether the ap-
plication is based on actual use of the mark or the
owner’s intent to use the mark), a specimen showing
use of the mark (if the application is based on use),
and a filing fee. The process of moving an application
through the USPTO is called prosecution.

The application must be in English. Fill-in forms
for electronically filed applications are provided
by the USPTO. The USPTO “strongly discourages”
paper or “self-created forms” and prefers that ap-
plicants use its electronic application system, which
nearly all applicants do.

The USPTO does not generally require that the
documents submitted to it be originals. Photocopies
may be submitted (except for foreign registrations
and certain other special documents for which certi-
fied copies are required). Thus, if a client signs an
application and returns it to your office by facsimile
(fax), you may photocopy the signature page, attach
it to the application, and file it with the USPTO, as
long as the signature is legible.

The USPTO permits the filing by fax of most
papers and documents; however, trademark applica-
tions are not acceptable by fax. They must be hand-
delivered to the USPTO, filed by mail, or, preferably,
submitted electronically.

All of the requirements relating to the fil-
ing and prosecution of trademark applications are

governed by the Trademark Manual of Examining
Procedure (TMEP), an excellent source of materials
with numerous examples and case citations. Most
trademark practitioners keep the TMEP handy at
all times. The TMEP is also available on the USPTO
website at http://tess2.uspto.gov/tmdb/tmep. Book-
mark this site.

The USPTO introduced its electronic filing
system in 1998. The Trademark Electronic Ap-
plication System (TEAS) permits applicants to file
nearly all documents electronically. For example,
applicants can fill out a trademark application form
electronically and submit it directly to the USPTO
over the Internet, paying by credit card, automated
deposit account, or electronic funds transfer. In ad-
dition to trademark applications, documents relat-
ing to maintenance and renewals of trademarks,
petitions, and responses to USPTO inquiries and
office actions can be filed electronically. Documents
can also be prepared using the USPTO online forms,
printed out, and then mailed to the USPTO (al-
though this is somewhat rare and is disfavored by
the USPTO).

When a document is filed electronically, the
USPTO receives it within seconds after filing and
promptly issues a confirmation of receipt (called a
“success” page or screen) of electronic filing. These
electronically filed documents are examined more
quickly than their paper counterparts. Documents
submitted electronically using TEAS are consid-
ered filed on the date the USPTO receives the trans-
mission (even if that day is a Sunday or holiday).

Documents requiring signatures use a symbol
adopted by the applicant as a signature, for example,
/john h. taylor/, or /jht/, or a scanned pen-and-ink
signature. Similarly, when submitting an image or
specimen, the applicant must submit a digitized im-
age in .jpg or .pdf form.

The USPTO prefers that applicants file docu-
ments electronically using TEAS, and by 2008,
97 percent of all trademark applications were filed
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electronically. The USPTO almost exclusively com-
municates with customers electronically. By 2011,
more than 70 percent of all trademark applications
were filed, processed, and disposed of relying com-
pletely on electronic systems and communications.
The TEAS system can be accessed at http://www
.uspto.gov.

The Applicant

An application to register a mark can be made only
by the owner of the mark or, in the case of an intent-
to-use application, by a person who has a bona fide
intent to use the mark in commerce. Applicants
may be natural persons or business entities such as
corporations, partnerships, associations, unions,
or other organizations. Government entities such
as nations, states, municipalities, and other gov-
ernmental bodies also can apply to register marks
that they own. For example, the U.S. Office of Naval
Research is the owner of the registered mark BLUE
ANGELS®, and the New York State Department of
Economic Development is the owner of the famous
mark I LOVE NY® (with a heart design replacing
the word “love”).

The applicant’s name must be in correct legal
form. Thus, a corporation that owns a mark should
be identified in the application by the name set forth
in its articles of incorporation. Clients often abbre-
viate their corporate names or make mistakes in the
punctuation of their corporate names. Because the
certificate of registration will issue in the name of
the applicant as set forth in the application, errors
in an owner’s name will result in errors in the certifi-
cate of registration. Therefore, the secretary of state
in the state in which the corporation was incorpo-
rated may need to be contacted to verify the precise
spelling and punctuation of the corporate name. All
states allow online verification.

If the applicant is a person or business that
conducts business under a fictitious business name,

for example, “Sam Smith, doing business as ‘Sam’s
Cheesecake Factory,” the application should include
the assumed name.

If the applicant is a partnership, for example,
“Balboa Gardens Partnership,” the application should
be made by the partnership itself and should identify
the state in which the partnership was organized.

Identifying an applicant as a “company” or
“firm” will result in rejection of an application be-
cause the terms do not have a specific meaning; the
applicant must be expressly identified as a corpora-
tion, a partnership, a joint venture, a limited liability
company, and so forth.

A trademark or service mark application is usu-
ally filed in the name of one party. Historically, the
USPTO has been reluctant to accept applications
by joint applicants because ownership by more than
one party seems to be contrary to the function of
a trademark to identify a single commercial source.
Although an application by joint applicants is ac-
ceptable in some instances, for example, by a hus-
band and wife who share joint ownership of a mark,
an examining attorney at the USPTO will carefully
scrutinize applications by joint applicants to ensure
that both parties own the mark in common. A joint
venture or a partnership are not joint applicants. A
joint venture or a partnership is a single business
applicant that owns a mark.

The application must specify the applicant’s
citizenship. For an individual, it is sufficient to state
that the applicant is a citizen of the United States,
France, or some other country. For a corporation or
other business entity, the state or country of organi-
zation must be identified. Thus, a statement that the
applicant is “ABC Inc., a corporation organized un-
der the laws of the State of California” is acceptable.

The written application must provide the ad-
dress of the applicant, including the zip code
number. An individual may identify a residence or
business address. Corporations and other business
entities should set forth their business addresses.
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Identification of Goods or Services

The application must identify the goods and/or ser-
vices offered or to be offered under the mark that
is the subject of the application. Careful consider-
ation must be given to drafting this part of the ap-
plication. Goods and services are categorized by
the USPTO into 45 separate classes, called Interna-
tional Classes because most other nations use this
same classification system established by WIPO.
Until 1973, the USPTO used a different classifica-
tion scheme, called the United States Classification
Scheme. Each class requires a filing fee (presently
$325 for electronic TEAS filing). Thus, an electronic
application for the mark RALPH LAUREN?® to be
used in connection with paint in International Class
(LC.) 2, cosmetics in I.C. 3, stationery in I.C. 16,
beverage glasses in 1.C. 21, and clothing in 1.C. 25,
for a total of five classes, would require a filing fee
of $1,625. A registered mark only receives protec-
tion for those classes in which it is registered. Thus,
if in an effort to save $325, the application for the
RALPH LAUREN mark does not include beverage
glasses in I.C. 21, there will be no registration for the
mark for those goods. Preparing the application re-
quires careful analysis of all of the goods/services for
which the mark will be used to ensure that the mark
receives all the protection it needs. A detailed listing
of the international classes with numerous examples
is found in Chapter 1400 of TMEDP, available on the
USPTO’s website. Alternatively, the USPTO offers
its Trademark Acceptable Identification of Goods
and Services on its website, allowing a search by
key word. Thus, if you enter “baseball mitts” in the
open field, you will be informed that these goods are
in I.C. 28. (See Exhibit 4—1 for a list of the interna-
tional classes and explanation of the goods/services
in each class.)

If a mark is used for more than one class of
goods or services, the applicant may either file a
combined (or multiple-class) application, listing all

of the goods and services in the same application,
or file entirely separate (or single-class) applications
for each class of goods/services. The filing fees will
be identical. Some attorneys prefer to file separate
applications, believing that a defect in regard to one
class of goods or services in a combined application
will hold up registration for the mark in all classes.
For example, if three separate applications are filed
for goods in I.C. 3, 21, and 25, and there is a delay
with regard to the goods in I.C. 25, the other two
applications may proceed to registration, thereby al-
lowing the applicant to secure a registration for the
mark at least in regard to some goods. The final de-
cision on whether to file a combined application or
a separate application is one of tactics and strategy.

The USPTO requires that the identification of
goods or services be as clear, accurate, and concise as
possible. The accuracy of identification language is
of particular importance because, although an iden-
tification may be limited or clarified, no addition to,
or expansion of, an identification is permitted after
an application is filed. Thus, if an application is filed
on January 1 for women’s clothing in I.C. 25 and the
applicant later wishes to add perfume (in I.C. 3) to
the application, such an amendment would not be
allowed. The applicant would be required to file an
additional application that would then have a later
filing date than the first application filed January 1.
The applicant may, however, amend the original ap-
plication to clarify that the clothing to be offered
consists of blouses, skirts, and pants. Thus, the ap-
plicant may amend from the general to the specific
(but not the reverse). An applicant cannot attempt
a blanket filing for “all the goods in I.C. 9” Such an
application would be refused by the USPTO. If an
applicant incorrectly classifies clothing in L.C. 26
rather than in I.C. 25, the USPTO will allow correc-
tion of this error.

Typically, the USPTO requires that the ap-
plicant use terms such as namely and consisting of
when identifying goods. Thus, an identification of
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International
Class

1

10

11

12

13
14

15

16

17

Goods/Services
Chemicals

Paints

Cosmetics and clean-
ing preparations
Lubricants and fuels
Pharmaceuticals
Metal goods
Machinery

Hand tools

Electrical and scien-
tific apparatus

Medical apparatus
Environmental control
apparatus

Vehicles

Firearms
Jewelry

Musical instruments

Paper goods and
printed matter

Rubber goods

Explanatory Note

Includes chemicals used in industry, science, photography,
manures, adhesives used in industry

Includes paints, varnishes, lacquers, raw natural resins

Includes bleaching preparations and other substances for laun-
dry use, soaps, cleaning preparations, perfumery, cosmetics,
hair lotions

Includes industrial oils and greases, lubricants, candles, and
wicks

Includes pharmaceuticals and other preparations for medical
use, disinfectants, materials for dressings, food for babies

Common metals and their alloys, metal building materials,
pipes and tubes made of metal, safes

Machines and machine tools, motors and engines (except for
land vehicles), agricultural implements

Hand tools, cutlery, razors

Scientific, nautical, surveying, photographic, optical apparatus
and instruments, cash registers, apparatus for recording, trans-
mission, or reproduction of sound or images, magnetic data
carriers, recording discs, calculating machines, data process-
ing equipment, computer programs and software

Surgical, medical, dental, and veterinary apparatus and instru-
ments, suture materials

Apparatus for lighting, heating, steam generating, cooking,
drying, refrigerating, water supply, and sanitary purposes

Vehicles, apparatus for locomotion by land, air, or water,
motors and engines for land vehicles

Firearms, ammunition and projectiles, explosives, fireworks

Precious metals and goods in precious metals, jewelry,
precious stones, clocks, watches

Includes mechanical pianos, musical boxes, electrical and
electronic musical instruments

Paper, cardboard, printed matter, photographs, stationery, art-
ists’ materials, typewriters and office requisites (except furni-
ture), instructional and teaching material, magazines, books

Rubber, gum, plastics in extruded form, packing material,
flexible pipes (not of metal)

EXHIBIT 4—1 List of International Classes
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International
Class

18

19

20

21

22
23
24
25
26

27
28

29

30

31

32

33
34
Services
35

36

Goods/Services
Leather goods

Nonmetallic building
materials

Furniture and
articles not otherwise
classified

Housewares and
glass

Cordage and fibers
Yarns and threads
Fabrics

Clothing

Fancy goods

Floor coverings

Toys and sporting
goods

Meats and processed
foods

Staple foods

Natural agricultural
products

Light beverages

Wine and spirits
Smokers’ articles

Advertising and
business

Insurance and financial

Explanatory Note

Leather and imitations of leather, trunks, traveling bags,
umbrellas, whips, saddlery

Building materials (honmetallic), asphalt, pitch, nonmetallic
rigid pipes for building

Furniture, mirrors, picture frames, goods of wood, cork, wicker,
bone, shell, amber, and substitutes for all these materials

Household or kitchen utensils and containers (not of precious
metal), combs and sponges, brushes, articles for cleaning
purposes, glassware, porcelain, earthenware

Ropes, string, nets, tents, awnings, tarpaulins, sails, sacks
Yarns and threads, for textile use

Textile goods not in other classes, bed and table covers
Clothing, footwear, headgear

Lace and embroidery, ribbons, braid, buttons, pins, needles,
artificial flowers

Carpets, rugs, mats, linoleum, wall hangings (nontextile)

Games and playthings, sporting articles, decorations for
Christmas trees

Meat, fish, poultry, game, preserved and cooked fruits and
vegetables, jams and jellies, eggs, milk and milk products,
edible oils and fats

Coffee, tea, sugar, rice, flour and preparations made from
cereals, bread, pastries and confectioneries, honey, mustard,
salt, yeast, spices

Agricultural, horticultural, forestry products, and grains not
in other classes, living animals, fresh fruits and vegetables,
seeds, natural plants and flowers

Beers, mineral and aerated waters, and other nonalcoholic
drinks, fruit drinks and juices, syrups

Alcoholic beverages (except beers)
Tobacco, smokers’ articles, matches

Advertising, business management, business administration,
office functions

Insurance, financial affairs, monetary affairs, real estate affairs

EXHIBIT 4-1 (Continued)
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37 Building construction  Building construction, repair, installation services
and repair
38 Telecommunications  Includes services allowing at least one person to communicate
with another by sensory means
39 Transportation and Transport, packaging and storage of goods, travel arrangement
storage
40 Treatment of Includes mainly services rendered by the mechanical or chemi-
materials cal processing or transformation of objects or substances, for
example, dyeing a garment or destruction of trash
41 Education and Education, providing of training, entertainment, sporting, and
entertainment cultural activities
42 Computer and Scientific and technological services and research and design
scientific relating thereto, industrial analysis and research services, de-
sign and development of computer hardware and software
43 Hotels and Services for providing food and drink, temporary
restaurants accommodations
44 Medical, beauty, and  Medical services, veterinary services, hygienic and beauty care
agricultural for human beings or animals, agriculture, horticulture and forestry
services
45 Personal Legal services, personal and social services rendered by others
to meet the needs of individuals, security services for the pro-
tection of property and individuals

EXHIBIT 4-1 (Continued)

“cosmetics, namely, lipstick and deodorant” is ac-
ceptable, while an identification of “cosmetics,
including lipstick and deodorant” will be refused
as indefinite and overbroad inasmuch as a reader
cannot tell with specificity all of the goods that
will be offered under the mark from reading the
identification.

Finally, due to the increased volume of appli-
cations for computer-related goods in L.C. 9, the
USPTO expressly requires that identifications of
goods for computer software or comparable goods
must specify the purpose or function of the pro-
gram. For example, the following descriptions would
be acceptable to the USPTO: “computer software

for word processing for accounting” or “database
management software for use by financial advis-
ers” A broad description such as “computer pro-
grams in the field of medicine” is not acceptable. See
Exhibit 4-2 for examples of identifications of goods
and services.

Computer services are identified according to
the class in which the underlying service is classi-
fied. Thus, banking services are in I.C. 36 (financial
services) whether they are provided in a “brick-and-
mortar” bank or online, and online bulletin boards
and chat rooms are classified in I.C. 38 (telecom-
munications services) regardless of the content or
subject matter.
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Trademark

Trade-
mark (with
disclaimer)

Service mark

Design mark

Service
mark (with
disclaimer)

Certification
mark

Sound mark
registered

to Harlem
Globetrotters

Collective
membership
mark

Type of Mark Mark

POLO RALPH
LAUREN

RAISIN BRAN
CRUNCH

PARAMOUNT
(& DESIGN)

[Design of Hat]
registered to
Walt Disney
Company

JURASSIC
PARK RIVER
ADVENTURE

U2 (& DESIGN)

Sound mark

AMERI-
CAN BAR
ASSOCIATION

International
Class

I.C.3

I.C. 30

I.C. 41

I.C. 25

I.C. 41

I.C. A (previous
classification
for certification
marks)

I.C. 41

I.C. 200 (previ-
ous classification
system for col-
lective marks

Goods/Services

Cologne, after-
shave, toilet soap

Processed cereal

Entertainment
services, hamely
production of
motion pictures
and television
programs

Hats

Amusement park
services

Pressure ves-
sels intended for
high-pressure
application

Entertainment
services in the
nature of basket-
ball exhibitions

Indicating
membership in
applicant

Other Data

Registration notes that “‘Ralph
Lauren’ is a living individual
whose consent is of record.”
Registration notes the following
disclaimer: “No claim is made to
the exclusive right to use ‘Raisin
Bran’ apart from the mark as
shown.”

Registration notes, “The mark
consists of the word ‘Para-
mount’ in stylized letters about
five shadow mountain with an
arc of stars surrounding it all.”

The registration notes, “The
mark consists of the configura-
tion of round mouse ears at-
tached to a beanie.”

The registration notes the fol-
lowing disclaimer: “No claim is
made to the exclusive right to
use ‘River Adventure’ apart from
the mark as shown.”

The registration notes, “The certi-
fication mark is used by persons
authorized by applicant to certify
that the products on which the
certification mark is stamped
meet applicant’s standards for the
material, design, construction and
workmanship of said products.”

Registration notes, “The mark
consists of the melody ‘Sweet
Georgia Brown.””

No other data noted

EXHIBIT 4-2 Samples of Identifications of Goods and Services
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Basis for Filing Application
and Method of Use

The application submitted to the USPTO usually
specifies one of the following five bases for the ap-
plication (and usually states the manner in which
the mark is used, such as indicating that the mark is
affixed to goods or used in advertisements offering
services):

o Actual Use. The applicant claims actual use of
the mark in commerce, specifying a date of first
use in commerce (15 U.S.C. § 1051(a));

o Intent-to-Use. The applicant claims a bona fide
intent to use the mark in commerce (15 U.S.C.
§ 1051(b));

+ Foreign application. The applicant claims a
bona fide intent to use the mark in commerce
and that the mark is the subject of a prior for-
eign application (15 U.S.C. § 1126(d)); or

+ Foreign registration. The applicant claims a
bona fide intent to use the mark in commerce
and that the mark is the subject of a prior for-
eign registration (15 U.S.C. § 1126(e)).

+ Extension of Protection. The applicant, a for-
eign entity, files an application (or has a registra-
tion) in its home country and then files a request
for an extension of protection to the United
States under the Madrid Protocol (and claims a
bona fide intent to use the mark in commerce).
(15 US.C. § 1141f). Applications based on for-
eign applications and registrations are discussed
in Chapter 8.

Recent cases confirm that a mere subjective
statement that one has a bona fide intention to use a
mark in the future is insufficient; an applicant should
be prepared to substantiate its bona fide intent to use
the mark through the use of documentary evidence,
such as marketing and business plans. Thus, ITU
applicants should possess a definite plan to use
a mark and to have that plan evidenced by some

documents in order to ensure their applications do
not fail on the basis that there was no bona fide in-
tent to use the mark at the time the application was
filed. The absence of any documentary evidence on
the part of the applicant regarding its intentions may
be sufficient to prove the applicant lacks a bona fide
intent to use a mark. (See Case Illustration at the end
of this chapter.)

If the basis for filing the application is not set
forth in the application, it can be supplied during
examination of the application.

DRAWING OF MARK

One of the most critical parts of the application is
the drawing or the display of the mark sought to be
registered. Because the drawing is entered into the
automated records of the USPTO and is available
to the public through TESS and TARR (discussed in
Chapter 3) and because the drawing is used when
the mark is ultimately published in the USPTO pub-
lication Official Gazette and is reproduced in the
actual certificate of registration, the drawing must
conform with specific USPTO requirements.

There are two types of drawings: standard
character drawings and special form drawings. A
standard character drawing is simply a typewritten
display of the mark. For example, the word KRAFT®
constitutes a standard character drawing. In real-
ity, the display is not a “drawing” at all. A standard
character drawing is used when the mark consists
solely of words, letters, or numbers with no pictorial
or graphical element. The application must include
the following statement: “The mark consists of stan-
dard characters without claim to any particular font
style, size, or color, which statement will appear in
the Official Gazette and on the certificate of registra-
tion. The applicant may use its standard character
mark in any font, in bold or italicized letters, and in
uppercase or lowercase letters. Prior to late 2003,
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“standard character” drawings were called “typed”
drawings and were always displayed entirely in up-
percase letters.

A special form drawing is used when applicants
seek to register a mark that includes a two- or three-
dimensional design, color, and/or words, letters, or
numbers or a combination thereof in a particular
font style or size. For example, the well-known dis-
play of “Chef Boyardee” on various food products is
an example of a special form or design mark. The
USPTO now requires a description of the mark in
any application to register a mark that is not in stan-
dard characters; this assists searchers attempting
to locate marks including design elements such as
stars, trees, or animals, for example.

Almost all trademark applications are now filed
electronically through TEAS; thus, most drawings
are submitted through TEAS. For standard charac-
ter drawings, the applicant must enter the mark in
the appropriate field or attach a digitized image of
the mark. For special form drawings, the applicant
must attach a digitized image of the mark in .jpg for-
mat. The USPTO states that the number one mistake
applicants make when filing trademark applications
is in the drawing.

If the trademark application is filed in paper
form, there are numerous requirements relating to
the type of paper used and the size of the drawing.

The precise and exacting requirements for the
drawing correlate to the method for searching trade-
marks. If individuals could display marks in any for-
mat they desired, searching the USPTO records to
determine if a confusingly similar mark exists would
be nearly impossible. Moreover, the USPTO ulti-
mately publishes the marks in the Official Gazette.
Conformity in display of marks allows for ready
review of the published marks.

Because applications filed under 15 U.S.C.
§ 1051(b) are based on an intent to use the mark in
the future, an applicant may not have made a final
determination on the exact appearance of a mark at

the time an application is filed. For intent-to-use ap-
plications, the USPTO will allow some minor varia-
tion between the drawing submitted at the time the
application is filed and the mark as actually used.
Nevertheless, the drawing must be a substantially
exact representation of the mark as it will eventually
be used.

If an applicant wishes to claim color as a fea-
ture of the mark, the application must so specify.
For example, the applicant will be required to state
“the color yellow is claimed as a feature of the mark”
If color is not claimed, the mark may be displayed
in any color. Generally, therefore, color is claimed
only when such a feature is critical to recognition of
the mark, such as the golden color of McDonald’s
“golden arches” mark or the yellow color of the
“Livestrong” bracelets used by the Lance Armstrong
Foundation.

No drawing is required if the mark consists only
of a sound, scent, or other nonvisual matter. For
these types of marks, the applicant must submit a
detailed written description of the mark.

Specimens

If the application is made under 15 U.S.C. § 1051(a)
and alleges that the mark has been used in com-
merce, the USPTO will require that the applicant
submit proof of such use by providing a specimen
of the mark showing exactly how the mark is seen
by the public. One specimen must be filed for each
class of goods named in the application. Thus, if the
application is for HELENA (& SWAN DESIGN) for
soap in I.C. 3 and sweaters in I.C. 25, two specimens
must be submitted.

For applications filed electronically, the appli-
cant must submit a digitized image of the specimen
in .jpg or .pdf format. Most law firms use digital
cameras to take pictures of their clients’ specimens
and then download them and attach them to the
electronic application.
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For applications relating to goods, tags, con-
tainers, labels, and other similar items are preferred.
For example, the best specimen for the soap just
described would be a picture of the wrapper for the
soap, clearly showing the mark HELENA (& SWAN
DESIGN). An appropriate specimen for the sweaters
would be a picture of an actual tag that is sewn into
the back of the garments. The USPTO will accept
these digitized photographs as long as the mark can
be readily seen as being affixed to the item.

Advertising material is generally not acceptable as
a specimen for goods. Thus, merely attaching a bro-
chure or ad about products such as soap or clothing is
insufficient. Similarly, letterhead displaying the mark
and other similar materials such as invoices and busi-
ness cards are not acceptable. The USPTO wishes to
ensure that the mark is in actual use on the goods in
question. Thus, mere promotional materials do not
show use of goods. Nevertheless, a Web page that dis-
plays goods and their trademarks and provides for on-
line ordering of such goods is an acceptable specimen.

Advertising materials may, however, be suf-
ficient to show use of a mark in connection with
services. Thus, if the mark CHUCKY’S FUN TIME
is used for restaurant services, a digitized adver-
tisement, coupon, brochure, direct-mail leaflet, or
menu would be acceptable specimens inasmuch as

there will be no actual product or good displaying
the CHUCKY’S FUN TIME mark. For sound marks,
the specimen must be an electronic file (or audiocas-
sette or compact disc if the application is in paper
form) in .mp3 or similar format. If the mark includes
color, the digitized image must show the mark in
color.

Until 1999, the USPTO required three speci-
mens for each class to be submitted at the time of
filing of a use-based application. At present, one
specimen per class is required, and although appli-
cants may submit specimens during examination,
nearly all applicants submit the specimen with their
use-based applications.

Declaration and Signature

The application must be signed by and include a dec-
laration or verification by the applicant or its agent
or attorney. The declaration is a statement placed
at the end of the application whereby the signatory
acknowledges that the statements in the applica-
tion are true and that the signatory understands that
willful false statements are punishable by fine or im-
prisonment and may jeopardize the validity of the
application or any registration resulting from the ap-
plication. (See Exhibit 4-3 for form of declaration.)

belief are believed to be true.

(Signature)

(Print or Type Name and Position)

(DATE)

The undersigned being warned that willful false statements and the like are punishable by fine or
imprisonment, or both, under 18 U.S.C. § 1001, and that such willful false statements and the like may
jeopardize the validity of the application or document or any registration resulting therefrom, declares that
all statements made of his/her own knowledge are true; and that all statements made on information and

EXHIBIT 4-3 Declaration for Trademark Application
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The declaration is intended to impress upon
the signatory the seriousness of the trademark ap-
plication procedure to ensure that applicants do
not claim earlier use dates than those to which they
are entitled and do not attempt to “lock up” marks
for the purpose of reselling them to others. The ap-
plicant or its agent or attorney must then sign the
application. For applications filed electronically
through TEAS, the filer may use a symbol as a sig-
nature (such as /jane smith/). Alternatively, the ap-
plication is completed online and then printed and
given to the signatory who signs it in pen and ink.
The document is then scanned to create a .jpg image
and is transmitted electronically to the USPTO.

If the application is one made by an individual,
this individual will sign the document. If the appli-
cant is a corporation or partnership, the application
is usually signed by an officer of the corporation or a
general partner, respectively. Joint applicants should
each sign the application. Applicants not domiciled
in the United States may appoint a “domestic rep-
resentative” in the United States, namely, a party,
typically a law firm, who will receive documents
and notices affecting the mark and will commu-
nicate with the USPTO on behalf of the applicant.
Although these foreign applicants are not required
to designate to domestic representative, the USPTO
encourages them to do so.

Although an owner of a trademark may file and
prosecute his or her own application for registration
of a mark, trademark owners are often represented
by attorneys familiar with trademark practice. Any
attorney licensed to practice may practice before the
USPTO, and there is no requirement for any special
trademark registration with the USPTO. When at-
torneys represent applicants, the application may
contain a power of attorney designating the attorney
to represent the applicant regarding all matters re-
lated to the mark. A power of attorney is no longer
required, however, for an attorney to sign a declara-
tion on behalf of an applicant.

The Principal and Supplemental
Registers

The application should designate whether the appli-
cation seeks registration on the Principal Register or
the Supplemental Register. The Principal Register
is the primary trademark register of the USPTO. A
mark registered on the Principal Register is entitled
to all of the rights provided under the Trademark
Act. Registration on the Principal Register is pre-
ferred because it offers a wider scope of protection
for a mark. A mark not eligible for registration on the
Principal Register—for example, a descriptive mark
that has not yet acquired secondary meaning—may
be registered on the Supplemental Register. Regis-
tration on the Supplemental Register is an indication
that a mark does not yet distinguish, but ultimately
is capable of distinguishing, the applicant’s goods or
services from those of another. Once the mark has
acquired distinctiveness, a new application can be
filed seeking registration on the Principal Register.
In fact, after five years of substantially continuous
and exclusive use of a mark, there is a presumption
that it has acquired the necessary distinctiveness to
allow for registration on the Principal Register, and
the registrant may file a new application for registra-
tion of the mark on the Principal Register.

The distinctions between registrations on the
Principal Register and Supplemental Register are as
follows:

« While a registration on the Principal Register
is prima facie (literally, “at first sight” or “on its
face”) evidence of the registrant’s exclusive right
to use of the mark, registration on the Supple-
mental Register has no such evidentiary effect.

+ A registration on the Principal Register is con-
structive notice of a claim of ownership so as to
eliminate a defense of good faith in an infringe-
ment suit, but a Supplemental Registration has
no such effect.
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+ While a registration on the Principal Register
may become incontestable after five years of
registration, a Supplemental Registration may
never achieve that status.

+ Registration on the Supplemental Register can-
not be used to stop importations of infringing
goods into the United States.

On the other hand, registration on the Supple-
mental Register does afford some protections:

+ An action for infringement of the mark can be
brought in federal court.

+ The registration will be on file with the USPTO
and can be cited by the USPTO against anoth-
er’s subsequent application to register a confus-
ingly similar mark.

+ The registration will be located through stan-
dard searches of USPTO records, thus possibly
deterring others from using or applying for a
similar mark.

+ The registrant is entitled to use the registration
symbol (°).

FILING THE APPLICATION,
DOCKETING CRITICAL
DATES, AND INITIAL ROLE
OF THE U.S. PATENT

AND TRADEMARK OFFICE

Filing the Application

The application must be filed with the USPTO
within a reasonable time after it has been signed by
the applicant, generally within one year after signa-
ture. The application must be accompanied by a fil-
ing fee for each class of goods and/or services.

The amount of the trademark application fee
varies depending on whether the application is filed
on paper or electronically. To encourage electronic
filing, the USPTO reduces fees for applications filed
electronically through TEAS from $375 to $325.

A newer system called TEAS Plus reduces applica-
tion fees even further, to $275. To qualify for TEAS
Plus, an applicant must use a description of goods
and services from the USPTO Manual (rather than
some customized description), agree to file other
documents electronically, and agree to receive com-
munications from the USPTO by e-mail. Applica-
tions for certification and collective marks are not
eligible for TEAS Plus filing.

To simplify the payment process, many appli-
cants establish deposit accounts with the USPTO
and deposit a certain amount of money (at least
$1,000) into an account against which fees can be
drawn. Alternatively, the USPTO accepts payment
of fees by credit card, electronic funds transfer, and
check. Trademark fees are set forth at the USPTO
website at http://www.uspto.gov. (See Exhibit 4—4
for a schedule of USPTO filing fees.)

An advantage of filing electronically through
TEAS is that the USPTO immediately issues a con-
firmation of filing via e-mail (the success screen
or page) as well as a separate e-mail acknowledge-
ment of receipt that includes the serial number (a
number that follows the application throughout the
prosecution process), filing date, and a summary of
the application details. At present, applications filed
through TEAS begin with the two-digit serial num-
ber “85, those filed on paper begin with “76,” and
those “international applications” based on requests
for extension of protection under the Madrid Proto-
col begin with “79”

The filing date of the application is critical be-
cause it initiates various time limits. For example,
applicants have a duty to inquire about the status of
an application if they do not hear from the USPTO
within six months of any filing. Thus, the filing date
should be calendared or docketed so that you can
ensure the USPTO has provided you with some cor-
respondence or action within six months of the filing
date. Similarly, if the application is filed based on an
applicant’s intent to use the mark in the future, the
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Application for registration, per class (paper filing) $375
Application for registration, per class (electronic TEAS filing) $325
Application for registration, per class (electronic TEAS Plus filing) $275
Filing an amendment to allege use, per class $100
Filing a statement of use, per class $100
Filing a request for extension of time to file a statement of use, per class $150
Application for renewal, per class $400
Additional fee for late renewal or late Section 8 affidavit, per class $100
Issuing a new certificate of registration $100
Filing an amendment or correction to registration certificate $100
Filing Section 8 affidavit of use of mark, per class $100
Filing Section 15 affidavit to achieve incontestability, per class $200
Petition for cancellation, per class $300
Notice of opposition, per class $300
Dividing an application, per each new application created $100
Certified copy of registered mark $15
Certified copy of trademark file wrapper $50
Recording a trademark assignment (for first mark) $40
For subsequent marks in the same document $25 each

EXHIBIT 4-4 Schedule of USPTO Filing Fees (Trademark Matters)

filing date constitutes constructive use of the mark.
For example, if an intent-to-use application is filed
on June 1, 2011, and the mark is ultimately regis-
tered, the date for determining priority between con-
flicting parties is June 1, 2011, even though the mark
may not have been actually used until December 1,
2011, and may not have achieved registration until
February 1, 2012. Finally, if an applicant wishes to
file an application for the mark in a foreign country
that is a member of the Paris Convention (discussed
in Chapter 8), it has six months from the filing date
within which to do so and thereby claim the date of
the filing in the United States.

Docketing Critical Dates

Most law firms and offices that do a significant
amount of trademark work have sophisticated com-
puter programs that automatically docket critical

dates. Such systems will automatically flag a file and
provide notification that no action has been taken on
an application within a certain period of time so the
applicant may investigate the problem. Neverthe-
less, most firms (and some malpractice carriers) also
require that trademark practitioners maintain their
own dockets, whether by means of an independent
computerized system such as the Google or Micro-
soft Outlook calendaring tools or a simple tickler file
composed of index cards and divided into monthly
categories, to serve as reminders of needed action in
the coming months. The very nature of trademark
work is deadline-sensitive. Failure to take certain ac-
tions on a timely basis may result in abandonment of
a mark or application unless the delay was uninten-
tional. Therefore, the utmost care must be taken to
protect a client’s interests. Develop a docketing sys-
tem that works effectively and maintain it diligently.
Failure to do so may be malpractice.
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Initial Role of the U.S. Patent
and Trademark Office:

The File Wrapper and the
Official Filing Receipt

When the USPTO receives a TEAS application, it cre-
ates an electronic file, usually referred to as the file
wrapper, which is the official USPTO file, and it con-
tains the application, drawing, specimens, and all com-
munications with the USPTO. Documents in these
electronic file wrappers can be viewed and down-
loaded using the USPTO’s system called Trademark
Document Retrieval (TDR). Nearly all applications
are available through TDR, and the USPTO is in the
process of converting older paper files into digitized
formats so they may be accessed via TDR. The USPTO
no longer creates and maintains paper file copies of
trademark applications and now relies exclusively on
data submitted or captured electronically. Applications
submitted electronically through TEAS are accessible
nearly immediately through the USPTO’s website.

Immediately after an electronic application is
filed, the USPTO will issue an e-mail confirmation
of filing.

The filing receipt will confirm the filing date of
the application, provide a serial number, and con-
firm all details of the application, including dates of
first use, basis for filing, applicant’s name and ad-
dress, the goods or services offered under the mark,
and the international class. Because the filing receipt
reflects what the USPTO believes to be the perti-
nent details of the application, it should be carefully
scrutinized for correctness. If there are any errors,
even minor spelling mistakes, the applicant should
immediately inform the USPTO. Failure to notify
the USPTO of some discrepancy may result in the
certificate of registration including the erroneous
information. Once the filing receipt or e-mail confir-
mation is received, the docketing system should be
updated to ensure that additional action is taken on
the application within six months thereafter.

THE EXAMINATION PROCESS

Examination Procedure

After the USPTO issues its e-mail confirmation,
the application is assigned for review to an examin-
ing attorney. Many examining attorneys move into
private practice after a few years with the USPTO.
Examining attorneys are assigned to “law offices”
within the USPTO, each of which has responsibil-
ity for certain types of applications. For example, all
applications relating to computer programs may be
assigned to Law Office 106, while all applications
dealing with wines and spirits may be assigned to
Law Office 114. Concentrating similar applications
in a given law office allows examining attorneys to
become expert with certain types of applications,
thereby facilitating the registration process. It is the
function of an examining attorney to review the ap-
plication, search the USPTO files to determine if the
mark applied for is confusingly similar to another,
make a determination on whether the mark is reg-
istrable, and ultimately either refuse registration of
the mark or approve it for publication. Examination
is the least predictable stage of the prosecution pro-
cess. Applications by the same party for identical
or similar marks, called companion applications,
are usually handled by the same examining attor-
ney. Conversely, applications by different parties for
conflicting marks, called conflicting applications,
are not handled by the same examining attorney,
although the actions of the examining attorneys
should be consistent.

Office Actions and Refusals
to Register Marks

Approximately three months after the application
is filed, the examining attorney assigned to the ap-
plication will issue a “first action” or office action
regarding the application if there are any defects in
the application. If there are no defects in a use-based
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application, the USPTO will approve the applica-
tion for publication in the Official Gazette. The of-
fice action is a written communication sent by the
examining attorney to the applicant (or, more likely,
to the applicant’s attorney) that states that the mark
has been refused registration and explains why reg-
istration has been refused. All office actions must be
responded to within six months to avoid abandon-
ment of the application. Most office actions are sent
by e-mail. To monitor pending applications, either
use TARR (by entering a serial number) or TESS,
through the USPTO website.

Curing Informalities and Technical De-
fects in the Application.
the application may contain deficiencies that must
be corrected before the application may be ap-
proved. For example, the applicant’s name may be
identified as “Lee Inc.,” in the application itself and
yet be signed by an officer on behalf of “Lee Co”
The state of incorporation may need to be speci-
fied for a corporate applicant. The identification
of goods or services may lack specificity, and the
examining attorney may require clarification to the
identification. In many instances, the office action
suggests that the applicant telephone or e-mail the
examining attorney to resolve the issue (within the
six-month period for response) and often suggests
a remedy for the defect. The applicant and the ex-
amining attorney are often able to resolve the is-
sue in such a telephone or e-mail communication.
Thereafter, the examining attorney will issue an
Examiner’s Amendment setting forth the agreed-
upon correction or clarification, thereby elimi-
nating the need for the applicant to file a formal
written response to the office action. A use-based
application will proceed to publication after the ex-
aminer’s amendment has corrected any technical
informality in the application. The USPTO encour-
ages such telephonic and e-mail communications
because they expedite the application process.

In many instances,

Substantive Refusals. In many instances, the
refusal to register is not due to some minor or tech-
nical error in the application that can be readily cor-
rected by an examiner’s amendment but is due to a
more significant or substantive defect or due to a stat-
utory provision that would preclude registration. In
these cases, the examining attorney will set forth the
reason the mark has been refused registration. The ap-
plicant will then have six months to respond in writing
to the office action and present arguments supporting
registration. Some of the more common substantive
or statutory refusals to register are as follows:

+ The mark is immoral or scandalous.

o The mark is deceptive.

+ The mark disparages a person or a national insti-
tution or displays the flag or insignia of a nation.

+ The mark displays a portrait of a living person
without his or her consent.

+ The mark is primarily merely a surname.

+ The geographically  deceptively
misdescriptive.

+ The mark is primarily merely descriptive.

+ The mark is confusingly similar to another reg-
istered or applied-for mark at the USPTO.

mark s

Applicants who receive an office action refus-
ing registration on one of these grounds generally
submit written arguments to persuade the examin-
ing attorney to allow the mark for registration. Case
law and other evidence may be cited. For example,
if the mark is refused on the basis that it is primar-
ily merely a surname, the applicant may submit tele-
phone book or Internet directory evidence to show
the name is so rare that consumers who encounter
the mark would not perceive it to be primarily a sur-
name. If a person’s consent is needed, the applicant
should secure it.

Refusals on the Basis of Descriptiveness.
One of the most serious refusals occurs when the
examining attorney refuses registration on the basis
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that the mark is merely descriptive and is thus barred
under 15 U.S.C. § 1052(e)(1). The applicant will then
submit a response to the office action arguing that
the mark is not descriptive. Common arguments as-
serted by the applicant are as follows:

+ The applicant may argue that the mark is not de-
scriptive but is rather suggestive and therefore
entitled to registration. To support such an as-
sertion, the applicant may cite marks in case law
that have been found to be suggestive and anal-
ogize them to the mark at issue. The applicant
may also conduct a search of USPTO records
to locate other similar marks that were allowed
to proceed to registration. These third-party
registrations, however, are not conclusive. The
USPTO may characterize the earlier allowed
marks as mistakes that it need not repeat.

+ The applicant may argue that the cases cited
by the examining attorney in support of the re-
fusal to register are inapplicable, and attempt to
distinguish the present situation from that pre-
sented in the case law relied upon by the exam-
ining attorney.

+ If the mark has been in commerce for five years,
there is a presumption that it has acquired dis-
tinctiveness. In such a case, the USPTO will al-
low the applicant to claim distinctiveness under
15 U.S.C. § 1052(f) and the mark can proceed to
registration. The wording for a claim of acquired
distinctiveness is as follows:

The mark has become distinctive of Appli-
cant’s goods [or services] through the Appli-
cant’s substantially exclusive and continuous
use in commerce for at least the five years im-
mediately before the date of this statement.

o If the mark has not acquired distinctiveness
through continuous use for five years, the ap-
plicant may attempt to introduce evidence to
show the mark has acquired distinctiveness or

secondary meaning through its significant use,
sales, and advertising such that consumers as-
sociate the mark with the applicant. The ap-
plicant typically submits evidence consisting
of sales and advertising data, survey evidence,
and declarations from customers and consum-
ers who confirm they are familiar with the mark
and recognize the applicant as the source of the
goods offered under the mark.

If none of these arguments is successful, the ap-
plicant may be allowed to amend the application to
seek registration on the Supplemental Register if use
of the mark has begun. Applications based solely on
intent to use cannot be transferred to the Supplemen-
tal Register until after the applicant has shown actual
use of the mark, because registration of U.S.-based
trademarks is dependent on use in commerce.

If only a portion of the mark is descriptive or ge-
neric, that portion may be disclaimed. The purpose
of a disclaimer is to allow registration of a mark that
includes nonregistrable matter. For example, in the
mark BOLERO TASTY COFFEE (used in connec-
tion with coffee), the words tasty coffee would likely
have to be disclaimed because they merely describe
something about the goods offered under the mark.
A disclaimer is an acknowledgment by an applicant
that he or she does not claim exclusive rights in the
matter disclaimed (in this case, the wording tasty
coffee), apart from the mark as a whole. Disclaimers
preserve the rights of other businesses to use needed
terms such as tasty and coffee. Some marks, called
composite marks, consist of both wording and de-
sign elements. If the wording in a composite mark
is descriptive or generic, the applicant may have to
disclaim exclusive rights to all of the wording, leav-
ing the applicant with exclusive rights only to the
design component. An applicant may not disclaim
an entire mark.

A disclaimer does not affect one’s common law
rights; neither does it mean that the mark as a whole
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is not protectable. In the hypothetical, use by an-
other company of VOLERO TASTY COFFEE could
likely be enjoined on the basis of confusing simi-
larity; however, a mark such as SUNRISE TASTY
COFFEE would likely be allowable, inasmuch as
the marks can be distinguished on the basis of their
nondescriptive components.

The proper wording for a disclaimer is as fol-
lows: “No claim is made to the exclusive right to use
‘tasty coffee’ apart from the mark as shown”

(See Exhibit 42 for examples of disclaimers.)

Refusals on the Basis of Confusing Simi-
Iarity. In addition to refusing to register a mark
on the basis that it is merely descriptive, another
substantive or statutory ground for refusal to regis-
ter is that the mark applied for so resembles a mark
registered or applied for with the USPTO that,
when used in connection with the goods or services
of the applicant, it would be likely to cause confu-
sion, mistake, or to deceive consumers. 15 U.S.C.
§ 1052(d). In fact, a refusal on the basis of confus-
ing similarity to other marks is the most common
objection made by the USPTO to an application to
register a mark.

In determining whether a mark applied for is
confusingly similar to a prior registered or applied-
for mark, a variety of factors, identified in In re E. I
du Pont de Nemours & Co., 476 F.2d 1357 (C.C.PA.
1973), are considered, including the following:

+ The similarity of the marks in their entireties in
regard to appearance, sound, connotation, and
commercial impression;

+ The similarity and nature of the goods or ser-
vices offered under the respective marks;

+ The similarity of the channels of trade in which
the goods or services are offered, for example,
whether the goods or services offered under the
mark are offered through retail or wholesale chan-
nels of trade;

+ The buyers to whom sales are made and the
conditions of such sales, for example, whether
purchases are made on impulse or after due care
and deliberation;

+ The fame of the prior mark (sales, advertising,
length of use, and so forth);

+ The number and nature of similar marks in use
on similar goods or services; and

+ The nature and extent of actual confusion.

The goods or services need not be identical for
confusion to be found, as long as they are related in
some manner. Thus, MARTIN'S for bread was held
likely to be confused with MARTIN’S for cheese on
the basis the marks were used in connection with
related food products. In re Martin’s Famous Pastry
Shoppe, Inc., 748 F.2d 1565 (Fed. Cir. 1984). If the
item is purchased by consumers on “impulse,” such
as an inexpensive beverage, confusion will be more
likely than if the item is expensive, is purchased by
sophisticated consumers, and is purchased only af-
ter great thought and care. The USPTO does not
use a mechanical approach in determining whether
confusion is likely to occur; rather, an examination
is made of all the factors. If there is any doubt about
whether there is a likelihood of confusion, doubt
will be resolved against the newcomer. Additional
information relating to likelihood of confusion
analysis is found in Chapter 6 in the discussion
of trademark infringement. (See Exhibit 4-5 for a
comparison of some marks alleged to be confus-
ingly similar.)

An applicant whose mark is rejected on the ba-
sis of confusing similarity will attempt to overcome
the refusal to register by citing case law and analo-
gizing cases in which confusion was not found, sub-
mitting evidence showing that the goods are not in
the same channels of trade and that they are offered
to different or sophisticated purchasers, and by sub-
mitting copies of other registered marks that have
been allowed to coexist.
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Mark #1 Mark #2 Result
CONFIRM (for medical-related CONFIRMCELLS (for blood Confusingly similar due to related
goods) reagents) goods
LAREDO (for land vehicles) LAREDO (for pneumatic tires) Confusingly similar due to related
goods

LITTLE PLUMBER (for liquid drain
opener) ing services)
BIGG’S (for grocery and general
merchandise store)

GOLDEN GRIDDLE PANCAKE
HOUSE (with “Golden Griddle”
disclaimed) for restaurant services

CAREER IMAGE (STYLIZED)
(for women’s clothing and store
services)

syrup)

(for uniforms)
TMM (for computer software)

COBBLER’S OUTLET (for shoes)

BEST JEWELRY (& DESIGN) (for
jewelry store services)

TRUCOOL (for synthetic coolant)

SEILER’S (for smoked and cured
meats)

LITTLE PLUMBER (for advertis-

BIGGS (& DESIGN) (for furniture)

GOLDEN GRIDDLE (for table

CREST CAREER IMAGES

TMS (for computer software)

CALIFORNIA COBBLERS
(STYLIZED) (for shoes)

JEWELERS’ BEST (for jewelry)

TURCOOL (for cutting oil)

SEILER'’S (for catering services)

Not confusingly similar because
goods/services not related

Confusingly similar due to related
goods

Confusingly similar due to related
goods

Confusingly similar due to related
goods/services

Confusingly similar due to similar-
ity in appearance

Not confusingly similar due to
weakness of common element
“COBBLERS”

Not confusingly similar because
marks create different commercial
impression

Confusingly similar due to similar-
ity in appearance

Confusingly similar due to ap-
pearance of marks and related
goods and services

EXHIBIT 4-5 Comparison of Marks Alleged to be Confusingly Similar and Action Taken by USPTO and Courts

Alternatively, the applicant may contact the
owner of the cited mark and seek a license to use
the mark or seek its consent to coexistence and reg-
istration. The applicant may need to pay the prior
user some amount of money to secure the consent.
Although the USPTO is not bound to accept such
a coexistence or consent agreement, generally the
USPTO does so, believing that the owners of marks
are in the best position to evaluate whether conflicts

might exist and that if they believe no confusion
would result from coexistence of the marks, the
USPTO should affirm their decision. See Chapter 6
for further discussion of consent agreements.

If there is a conflicting mark in a pending appli-
cation, action on the application with the later filing
date will be suspended until the mark in the conflict-
ing application with the earlier filing date is either
registered (in which case the later-filed application
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will be refused) or abandoned (in which case the
later-filed application can proceed to registration).

Responses to Office Actions. An applicant
has six months to respond to an office action. Fail-
ure to respond within the appropriate time period
will result in abandonment of the application un-
less the delay was unintentional (in which case an
abandoned application may be revived if a petition
to revive is filed within two months after notice of
abandonment from the USPTO).

As soon as an office action is received, its re-
sponse date should be docketed. The client should
then be informed in writing of the basis for the
USPTO’s refusal to register the mark. The law firm
typically recommends a course of action and pro-
vides an estimate of the costs and fees the client can
expect to incur in responding to the office action
along with some assessment of the likelihood of suc-
cess. The IP professional should continue to monitor
the matter to ensure the client provides appropriate
and timely instructions so the law firm can respond
to the office action.

In some instances, a second office action may
be issued after the applicant’s response to the initial
office action. Ultimately, the application will either
proceed to the next step (publication) or will be
subject to a “final refusal” Once a final refusal has
been issued, the applicant’s only recourse is to com-
ply with the examining attorney’s requirements, re-
quest reconsideration by bringing new matter before
the examining attorney, or appeal the refusal to the
Trademark Trial and Appeal Board (TTAB). Adverse
decisions of the TTAB are reviewable by the U.S.
Court of Appeals for the Federal Circuit and then by
the U.S. Supreme Court if it decides to take the case.
The Federal Circuit can set aside USPTO findings
only when the findings are arbitrary, capricious, an
abuse of discretion, or unsupported by substantial
evidence. Dickinson v. Zurko, 527 U.S. 150 (1999).
As an alternative to filing an appeal with the Federal

Circuit, the applicant can initiate an action in federal
district court where the issue of registrability of the
mark will be determined de novo (literally, “anew”).

Generally, an appeal may be taken to the TTAB
for any final decision of an examining attorney. An
appeal is taken by filing a notice of appeal and by
paying the appeal fee of $100 (per class) within six
months of the mailing date of the action the party
wishes to appeal.

An applicant who wishes to contest a refusal
based on substance (such as a rejection of an ap-
plication because the mark is merely descriptive)
should file an appeal to the TTAB. If, however, the
only issue in dispute is a question regarding the ap-
plicant’s compliance with a technical provision of
trademark rules, the applicant should file a petition
to the Director rather than appeal.

For example, if a trademark application is re-
fused on the basis that the mark is confusingly simi-
lar to that of another, an appeal should be taken to
the TTAB. If a question arises as to whether a dis-
claimer was properly printed in standardized for-
mat, a petition to the Director should be filed.

POSTEXAMINATION PROCEDURE

Publication in the Official Gazette

Assuming the applicant responds satisfactorily to
the office action, the examining attorney will ap-
prove the mark for publication in the weekly Offi-
cial Gazette (usually called the OG; see Exhibit 4-6).
The mark as applied for (wording, design, or some
combination thereof) will be reproduced as the ap-
plicant set it forth in the drawing page together with
an identification of the owner, a description of the
mark, the goods or services offered under the mark,
and the filing date and serial number of the applica-
tion. The purpose of publication is to afford inter-
ested parties the opportunity to review the mark and
oppose its registration, usually on the basis that the
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OG Publication Date
v
TM 996 OFFICIAL GAZETTE MARCH 15, 2011
Serial Number | CLASS 30—(Continued). CLASS 30—(Continued).
Of Applicoﬁon —+» SN 85-005,940. MOLINOS VALLE,DEL CIBAO, C POR A, SN 85-006,276. MOLINOS VALLE DEL CIBAO C POR A,
SANTIAGO, DOMINICAN REPAFILED 4-5-2010. SANTIAGO, DOMINICAN REP, FILED 4-5-2010.
Applicant

Filing Date

Mark —— Tom TOIl

THE MARK CONSISTS OF STANDARD CHARACTERS
WITHOUT CLAIM TO ANY PARTICULAR FONT, STYLE,
SIZE, OR COLOR.

OWNER OF DOMINICAN REP REG. NO. 176409, DATED
9-30-2009, EXPIRES 9-30-2019.

FOR FLOURS AND CEREAL-BASED MIXES FOR
MAKING SWEET AND SALTED COOKIES (U.S. CL. 46).

RAMONA ORTIGA, EXAMINING ATTORNEY

OWNER OF DOMINICAN REP REG. NO. 51000, DATED 8-
SN 85-005,952. MOLINOS VALLE DEL CIBAO, C POR A. 31009, EXPIRES 8-31-2019.
SANTIAGO, DOMINICAN REP, FILED 4-5-2010. THE COLOR(S) BLACK AND WHITE IS/ARE CLAIMED
AS A FEATURE OF THE MARK.
THE MARK CONSISTS OF THE WORD "SPONGGY"
WRITTEN IN BLACK STYLIZED SCRIPT WITH THE TAIL
OF THE LETTER "S" FORMING A PARTIAL BLACK
M b UNDERLINED OF THE WORD. EACH LETTER HAS A
laa WHITE BORDER AND WHITE HIGHLIGHTING. THE
WORD RESTS UPON A BLACK STAR SHAPED DESIGN.
THE WORDING "SPONGGY" HAS NO MEANING IN A
FOREIGN LANGUAGE.
Standard FOR FLOURS AND CEREAL-BASED MIXES FOR

Charccier MAKING SWEET AND SALTED COOKIES (U.S. CL. 46).
THE MARK CONSISTS OF STANDARD CHARACTERS

KATHLEEN M. VANSTON, EXAMINING ATTORNEY
ClGIm — > WITHOUT CLAIM TO ANY PARTICULAR FONT, STYLE,
SIZE, OR COLOR.
OWNER OF DOMINICAN REP REG. NO. 176418, DATED
9-30-2009, EXPIRES 9-30-2019.
FOR FLOURS AND CEREAL-BASED MIXES FOR

GOOdS —————» MAKING SWEET AND SALTED COOKIES (U.S. CL. 46).

RAMONA ORTIGA, EXAMINING ATTORNEY
Cove.red. by SN 85-006,612. BURGERMEISTER MANAGEMENT, INC.,
Apphccﬂlon _— SAN FRANCISCO, CA. FILED 4-5-2010.

SN 85-005,960. MOLINOS VALLE DEL CIBAO, C POR A,
SANTIAGO, DOMINICAN REP, FILED 4-5-2010.

mi a a Veggie Meister

C|0Im OWNER OF DOMINICAN REP REG. NO. 176418, DATED
f C | 9-30-2009, EXPIRES 9-30-2019. THE MARK CONSISTS OF STANDARD CHARACTERS
Or LOlOr 1> " “I{{E COLOR(S) PURPLE, PINK IS/ARE CLAIMED AS A WITHOUT CLAIM TO ANY PARTICULAR FONT, STYLE,
FEATURE OF THE MARK. SIZE, OR COLOR.
. THE MARK CONSISTS OF THE LETTERS "MIAA" NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO | Disc|0imer
Descrlphon ———» APPEARING IN PURPLE, WITH AN PINK OVAL OVER USE "VEGGIE", APART FROM THE MARK AS SHOWN.
f M k THE "I". THE ENGLISH TRANSLATION OF "MEISTER" IN THE
o ar FOR FLOURS AND CEREAL-BASED MIXES FOR MARK IS "MASTER".
MAKING SWEET AND SALTED COOKIES (U.S. CL. 46). FOR SANDWICHES, NAMELY, VEGAN (U.S. CL. 46).
RAMONA ORTIGA, EXAMINING ATTORNEY ROBERT STRUCK, EXAMINING ATTORNEY

EXHIBIT 4-6 Official Gazette
Source: http://www.uspto.gov/web/trademarks/tmog/20110315_OG.pdf
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mark is confusingly similar to another mark. Oppo-
sition actions are discussed in Chapter 6. Marks on
the Supplemental Register are not published for
opposition, but are issued as registered marks on the
date that they are printed in the Official Gazette.

A notice of opposition (or request for exten-
sion of time to oppose) must be filed with the TTAB
within 30 days of publication of the mark in the
Official Gazette. Extensions of time to oppose may
be granted as follows:

+ A first request for a 30-day extension will be
granted without a showing of good cause. Al-
ternatively, a first request for a 90-day extension
will be granted upon a showing of good cause.

o If the first request was for 30 days, a second
request for a 60-day extension will be granted
upon a showing of good cause.

+ After receiving extensions totaling 90 days,
a final request for a 60-day extension will be
granted if the trademark applicant consents or
if there is a showing of extraordinary circum-
stances. The time for filing an opposition may
not be extended beyond 180 days from the date
of publication in the Official Gazette.

Once again, docketing of dates is critical. A law
firm not only should docket the date of its own cli-
ents’ applications (so it can confirm that no one has
opposed the clients’ marks and, thus, the marks will
proceed to registration), but also should review the
Official Gazette to search for marks that may con-
flict with clients’ marks and then notify the clients
so they can have the opportunity to oppose other
applications.

Because thousands of marks are published in
the Official Gazette each week, it is virtually impos-
sible for a firm with an active trademark practice to
devote the effort needed to reading each week’s Of-
ficial Gazette. Most law firms suggest their clients
authorize one of the professional search firms (iden-
tified in Chapter 3) to conduct a watch service to

review the Official Gazette and notify the firm of
potential conflicts on a timely basis so the law firm
can then inform the client that a conflicting mark
may need to be opposed. Watch services can also
monitor all applications filed at the USPTO after a
client’s application so immediate action can be taken
against a conflicting mark. The cost of the watch ser-
vices is approximately $450 per year per mark, al-
though costs can be higher if several international
classes need to be watched or if the mark includes
unique design features. The 52 most recent issues
of the Official Gazette are available online at the
USPTO’s website.

Intent-to-Use Applications
and Statements of Use

If the application was based upon the applicant’s ac-
tual use of the mark in commerce, the actual use
application will proceed to registration after the
publication period (assuming a notice of opposition
is not filed). If the application was based on the ap-
plicant’s intent to use the mark in commerce in the
future, the mark cannot proceed to registration until
actual use has been shown.

Thus, for intent-to-use (ITU) applications, af-
ter publication (and no opposition), the USPTO will
issue a Notice of Allowance, notifying the appli-
cant that the ITU application has been allowed and
granting the applicant six months (which may be
extended for five additional six-month periods, up
to a total of three years) within which to commence
use of the mark and submit a statement and speci-
men verifying such use and the dates of first use. For
example, if an ITU application has been published
for opposition (with no one filing an opposition) and
a notice of allowance is issued on June 1, 2012, the
applicant will have until December 1, 2012, to file its
Statement of Use (together with a specimen). If use
is not commenced by December 1, 2012, the appli-
cant may request an additional six-month period by
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alleging that it continues to have a bona fide intent
to use the mark. Up to four additional six-month
extensions may be granted if the applicant alleges
its continued good-faith intent to use the mark and
shows good cause for the extension, namely, ongo-
ing efforts to make use of the mark in commerce,
such as stating the additional time is needed to con-
duct market research and promotional activities.

Some applicants file a request for an extension
of time to file a statement of use with a statement of
use, sometimes called an “insurance” extension, for
the purpose of securing additional time in case there
are any deficiencies in the statement of use. Such a
course of action may be well advised if the applicant
believes that the statement of use might be rejected
(e.g., the applicant may be concerned that the speci-
men submitted with the statement of use materially
varies from the original drawing). Then if the state-
ment of use is rejected, the applicant will have ad-
ditional time to correct any deficiency.

Note that the first request for extension of time
is granted automatically; subsequent extensions
must show good cause why the extension should be
granted. If no statement of use is submitted by June 1,
2015, the application will be deemed abandoned
(unless the delay was unintentional). Filing fees of
$100 are required for a statement of use and $150 for
each request for extension of time to file a statement
of use for each class of goods/services covered by the
application. (See Appendix D, Form 2, Statement of
Use, and Form 3, Request for Extension of Time to
File Statement of Use.)

The statement of use verifies that the mark is in
use in commerce, specifies the date of first use, and
is accompanied by a specimen (label, packaging, and
so forth for goods or promotional material for ser-
vices) showing actual use of the mark. If the appli-
cation was a combined application (e.g., for pens in
I.C. 16 and clothing in I.C. 25), and the applicant can
only show use in regard to goods in one class, the ap-
plication can be divided by filing a formal Request

to Divide (with the appropriate fee), with one class
proceeding to registration and one lagging behind in
a separate application.

If use of a mark was actually commenced dur-
ing the application process of an ITU application,
the applicant may file an amendment to its origi-
nal application (called an Amendment to Allege
Use) alleging that use has occurred and providing
a specimen showing such use. The only significant
difference between an amendment to allege use and
a statement of use is the time of filing. The amend-
ment to allege use may be filed during the initial ex-
amination phase, whereas the statement of use is not
filed until after the USPTO issues a notice of allow-
ance. An amendment to allege use or statement of
use filed after the examining attorney approves the
application for publication and before a notice of al-
lowance is issued will be rejected. The period within
which these documents cannot be filed is called the
blackout period.

Statements of use and amendments to allege
use are usually filed electronically through TEAS,
with a digitized image of the required specimen.
Once a mark that is the subject of an ITU applica-
tion achieves registration, the filing date of the ap-
plication is deemed to be the date upon which the
owner first used the mark. This “constructive use”
date is important to the trademark owner because
it will allow the owner to defeat an intervening user
who may have actually used the mark before the ITU
owner but after the ITU owner’s application filing
date. For example, assume the following dates for an
application by Alpha Co. for SUNVISION for skin
care products.

+ Intent to use application filed by Alpha for
SUNVISION on February 1, 2011.

+ Actual use by Beta Co. for SUNNY VISION for
skin care products on June 1, 2011.

» Use-based application filed by Beta Co. for
SUNNY VISION on July 1, 2011.
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+ Notice of allowance issued for SUNVISION on Given these dates, SUNVISION has priority
February 1, 2012. over SUNNY VISION because once SUNVISION

+ Statement of use filed by Alpha for SUNVISION  achieved registration, it was as if Alpha had actu-
on May 1, 2012, alleging actual use began on  ally used the mark on the date it filed its application,

April 15, 2012. namely, February 1, 2011, a date prior to June 1,2011,
+ Registrationissues for SUNVISION on August1,  the date of Beta’s actual first use of SUNNY VISION.
2012. See Exhibit 4-7 for timeline and Exhibit 4-8 for

application checklist.

2/1/11 6/1/11 7/1/11 2/1/12 5/1/12 8/1/12

ITU application Actual use by Beta files ap- USPTO issues  Alpha files Registration
filed by Alpha Beta of SUNNY plication for notice of statement of issues for
for SUNVISION  VISION SUNNY VISION allowance for use for SUNVISION.

SUNVISION SUNVISION Alpha has prior-
alleging date ity due to date
of first use of of constructive
4/15/12 use of 2/1/11

EXHIBIT 4-7 Timeline for ITU Application

APPLICATION CHECKLIST

An application for trademark registration must include the following:

e Written application with the following elements:

o Applicant’s name;

o Applicant’s legal entity (individual, corporation, and so forth) and identification of country of
which applicant is citizen or country or state of business organization;

Applicant’s address;

o Basis for use of mark, namely, a statement that applicant has used the mark (and, if so, dates of
first use and first use in commerce) or statement that applicant has bona fide intent to use the
mark in the future;

Description of mark or statement that mark is in standard characters;
Identification of goods and services offered under the mark; and identification of international
class (if known by applicant)

e Declaration by applicant (or person authorized by applicant) and signature
e One specimen for each international class

e Drawing of mark

e Appropriate filing fee for each class

EXHIBIT 4-8 Trademark Application Checklist
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Abandonment and Revival
of Applications

Trademark applications are deemed abandoned by
the USPTO if a timely response is not made to an
office action or to a notice of allowance, and the
USPTO will issue a formal notice of abandonment
to the applicant. The USPTO, however, allows for re-
vival of abandoned applications if a petition to revive
(with the appropriate fee) is filed within two months
of the date of the notice of abandonment. The appli-
cant’s petition must state that the delay in respond-
ing to the office action or notice of allowance was
unintentional.

Generally, it is not necessary to explain the cir-
cumstances that cause the unintentional delay. If an
application was inadvertently abandoned due to a
USPTO error, an applicant may file a request to rein-
state the application, instead of a formal petition to
revive. For example, if the applicant can show e-mail
confirmation that its response to an office action was
filed through TEAS, a request to reinstate the ap-
plication should be made. No fees are charged for a
request for reinstatement.

An application can also be expressly abandoned,
as when the applicant simply decides it does not
wish to pursue registration.

REGISTRATION

For a use-based application, a registration will is-
sue about 12 weeks after publication in the Official
Gazette if no notice of opposition is filed to the ap-
plication. For an ITU application, registration will
occur after publication in the Official Gazette, no-
tice of allowance of mark, and submission of the
statement of use and requisite specimen and fee.
The application process for use-based applica-
tions can take 10 to 18 months or longer, and the
process for ITU applications can take from 13 to
42 months, or longer.

Eventually, however, the USPTO will issue a
Certificate of Registration for the mark. The term
of the registration is presently 10 years from the date
the mark is registered (for registrations issued be-
fore November 16, 1989, the term was 20 years). The
certificate will include all of the pertinent informa-
tion about the mark and the owner and will set forth
a registration number and a registration date. The
mark as applied for will be reproduced. The law firm
should carefully review the certificate and request a
correction of any errors. Once the mark is registered,
the owner (now called the registrant) may use any
of the following registration notices in connection
with the mark (assume the mark is SUNVISION):

+ SUNVISION Registered in U.S. Patent and
Trademark Office

+ SUNVISION Reg. U.S. Pat. & Tm. Off.

+ SUNVISIONE (the letter R enclosed in a circle is
the most common notice)

The federal registration symbol or language can-
not be used with a mark unless it has been registered
with the USPTO. Until that time, trademark owners
and applicants often use the designation “TM” (for
trademark) or “SM” (for service mark) placed along-
side the mark to notify others the owner claims rights
in the mark, although these are not official symbols.
A registrant is not required to use any registration
notice; however, in an infringement suit based on the
mark, no monetary damages can be recovered by the
registrant unless the defendant had actual notice of
the registration. Using the registration notice pro-
vides such actual notice so that the registrant can later
recover damages for infringement of the mark.

Once the law firm receives the certificate of reg-
istration, it will forward the certificate to the client
along with pertinent information about monitoring
the mark, using the registration notice, and perti-
nent dates to maintain the mark. Once again, the law
firm must be certain to docket the critical dates to
avoid abandonment of the registration. For example,
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Part of the ethical duty of competent representation owed to a client is the duty to provide legal ser-
vices as efficiently and cost-effectively as possible. Thus, all IP professionals should be familiar with
the USPTO’s website and its electronic tools for searching, filing documents, and checking status.
Practitioners who engage in volume trademark work for clients can save their clients a great deal of
money by filing trademark applications through TEAS or TEAS Plus. Take advantage of USPTO website
tutorials, take training classes, or seek advice from colleagues to make sure clients are provided with

cost-effective and efficient representation through all stages of trademark prosecution.

between the fifth and sixth years after registration,
and within the year before the end of every 10-year
period after the registration date, the registrant must
file a continued use affidavit with the USPTO verify-
ing the mark is still in use or the registration will be
canceled (to clear the USPTO files of deadwood and
allow unused marks to be used by others). Addition-
ally, the registration must be renewed at the end of
each 10-year period following the registration date.
The affidavit of continuing use and renewal docu-
ment are usually filed electronically through TEAS
with a digitized image of the required specimen. See
Chapter 5 for additional information about these
post-registration requirements to maintain a trade-
mark in force.

See Exhibit 4-9 for a Certificate of Registration,
and see Exhibit 4-10 for a trademark prosecution
flowchart that shows each step of the prosecution
process.

The U.S. Patent and Trademark
Office’s TEAS Monitoring System

The USPTO’s TEAS system has been remarkably
successful; about 97 percent of all trademark applica-
tions are filed electronically using TEAS. Following
are some of the documents that may be submitted
through TEAS:

« Applications for registration of marks

+ Response forms (such as responses to office
actions)

+ Amendments to allege use

+ Statements of use

+ Requests for extensions of time to file a state-
ment of use

» Affidavits of continued use

» Affidavits of incontestability

+ Combined affidavits

+ Applications to renew trademark registrations

+ Assignment forms

+ Requests to divide

» Notices of change of correspondence or owner’s
address

«+ Detitions to revive abandoned applications

+ Appointment or revocation of attorney or do-
mestic representative

» Withdrawal of attorney in pending application

+ Requests for express abandonment (withdrawal)
of applications

The advantages of using TEAS include the
following:

» Documents may be filed 24 hours a day, seven
days a week, making it possible to receive a
filing date on days the USPTO is closed and
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KW"‘“"“ States of Qmel,

Wnited States Patent and Travemark Office &

Reg. No. 3,928,347 THE TOY TANK, LLC (OHIO LIMITED LIABILITY COMPANY)
. 24647 CEDAR ROAD
Registered Mar. 8, 2011 LYNDHURST, OH 44124

Int. Cl.: 35 FOR: RETAIL TOY STORES, IN CLASS 35 (U.S. CLS. 100, 101 AND 102).

FIRST USE 5-15-2010; IN COMMERCE 5-15-2010.
SERVICE MARK

NO CLAIM IS MADE TO THE EXCLUSIVE RIGHT TO USE "TOY" , APART FROM THE
PRINCIPAL REGISTER MARK AS SHOWN.

THE COLOR(S) ORANGE, LIGHT BLUE, GREEN, PURPLE, RED, DARK BLUE, YELLOW,
BLACK AND WHITE IS/ARE CLAIMED AS A FEATURE OF THE MARK.

THE MARK CONSISTS OF A DRAWING OF A FISH BOWL OUTLINED IN BLACK, WITH
A WHITE CIRCULAR OPENING AND WHITE OPEN SPACE AT THE TOP THEREOF AND
WITH LIGHT BLUE WATER AND FIVE FISH SWIMMING IN THE BOWL. THE FISH COLORS
ARE (STARTING CLOCKWISE AT 1 O'CLOCK) YELLOW, DARK BLUE, RED, PURPLE
AND GREEN. THE FISH ARE ALL OUTLINED IN BLACK. THE WORDS "THE TOY TANK"
APPEAR WITHIN THE FISH TANK AND THE WORDS ARE ORANGE.

SER. NO. 85-081,366, FILED 7-9-2010.

BRIAN CALLAGHAN, EXAMINING ATTORNEY

Director of the United States Patent and rademark Office

EXHIBIT 4-9 Trademark Registration Certificate
Source: http://www.uspto.gov/web/trademarks/tmog/20110315_OG.pdf
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Use-Based Applications

Intent-to-Use Applications

Trademark Mark Trademark Mark
availability »| unavailable; availability —{ unavailable;
search conducted close file search conducted close file
Mark available; file Mark available; file
application with application
specimen i

¢ T Application is App!icotij.n
Application is ! PP"C‘:“;‘T‘ examined by USPTO — Icslgsilae;i:lt: :
examined by USPTO [P| 'S reIectee

close file ¢

¢ Mark approved and
Mark approved and published in Official
published in Official Gazette
Gazette ¢

¢ Notice of allowance is
Mark proceeds to issued (if no opposition)
registration (if no
opposition) ¢

Extensions of time filed until
use can be established

A 4

Statement of use and
specimen filed

!

Mark proceeds to
registration

EXHIBIT 4-10 Trademark Prosecution Flowchart

extending the time for filing any document un-
til midnight (EST).

+ When a document is filed electronically, the
USPTO receives it within seconds after filing,
and immediately issues a confirmation of filing

via e-mail that includes the date of receipt and
a summary of the submission. This “success
screen” confirmation is evidence of filing should
any question arise as to the filing date of the
document.

Copyright 2012 Cengage Learning. All Rights Reserved. May not be copied, scanned, or duplicated, in whole or in part. Due to electronic rights, some third party content may be suppressed from the eBook and/or eChapter(s). Editorial review has
deemed that any suppressed content does not materially affect the overall learning experience. Cengage Learning reserves the right to remove additional content at any time if subsequent rights restrictions require it.



PART TWO
THE LAW OF TRADEMARKS

84

+ Electronic filing creates an automatic entry of  through the Trademark Application and Registra-
receipt of this filing into the USPTO’s auto-  tion Retrieval (TARR) online database on the
mated system, helping to avoid abandonment. USPTO’s website at http://tarr.uspto.gov. TARR can

+ Applications filed electronically are less expen-  also be used to check the status of any registered
sive and are examined much faster than their =~ mark. If you do not have access to the Internet, you
paper counterparts. can call the Trademark Assistance Center at 1-800-

786-9199 (or 571-272-9250 if you live in North-

ern Virginia) to request a status check. Applicants

should check on the status of their pending applica-
tions at least every six months.

THE U.S. PATENT AND
TRADEMARK OFFICE’S
TARR MONITORING SYSTEM

Once you receive a filing receipt or e-mail confirma-
tion containing the serial number of your applica-
tion, you may check on the status of your application

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA

« The public initiates more than one million queries per month through TESS (the online trade-
mark search system).

» The top five trademark applicants in 2011 were Johnson & Johnson, Mattel, Inc., LG Electronics,
Inc., Novartis AG, and Disney Enterprises.

 In 2011, the USPTO issued more than 170,000 registrations on the Principal Register and just a
little more than 7,600 registrations on the Supplemental Register.

o InJanuary 2007, the one-millionth trademark application was filed electronically with the
USPTO via TEAS.

» In 2006, the average time it took for the USPTO to process an application (from filing to registra-
tion) was 15 months; by 2011, the average processing time had dropped to 10 months.

o Nearly 150 countries, including the United States, use the International Classification system
(classifying goods into 34 classes and services into 11 classes) administered by WIPO.

TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA TRIVIA

CHAPTER SUMMARY

After searching and clearance of a mark for availability, an application should be
filed with the USPTO for registration of the mark. If the mark has actually been
used in interstate commerce, the application should be accompanied by a speci-
men showing how the mark is actually used.

The application will be carefully reviewed by an examining attorney to de-
termine if it meets the statutory requirements and whether any marks similar to
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the proposed mark have been registered or applied for in the same or related in-
dustries. The examining attorney’s objections are enumerated in an office action.
An applicant has six months to respond to an office action. The process continues
until either the application is finally refused or it is allowed for publication in the
Official Gazette, a weekly government publication. Individuals who believe they
may be injured by the proposed registration have a statutory period within which
to oppose registration of the mark. If no opposition is filed, the mark will proceed
to registration.

If the applicant has not yet engaged in actual use of the mark, the procedure
is essentially the same. The application will be reviewed by an examining attor-
ney, who will approve it, publish it for opposition in the Official Gazette, and
issue a notice of allowance. The applicant will then have six months to begin use
of the mark in commerce and file a statement of use verifying such use with an
actual specimen attached. Extensions of time may be granted, up to a total of
36 months. After review of the statement of use and specimen, the mark will be
registered. Registration is a complex and lengthy process even if there are only
minimal problems.

CASE ILLUSTRATION

BONA FIDE INTENT TO USE

Case: Honda Motor Co. v. Winkelmann, 90 U.S.P.Q.2d 1660 (T.T.A.B. 2009)

Facts: Honda opposed registration of the mark V.I.C., which the applicant alleged it had a bona fide
intent to use for motor vehicles (and related goods). Honda alleged that the applicant did not
have a bona fide intent to use the mark V.I.C. at the time it filed its application. Applicant had
filed an intent-to-use application for V.I.C. based on its German registration for the mark.

Holding:  The TTAB refused to register V.I.C. Mere statements of subjective intentions, without more,
are insufficient to establish an applicant’s bona fide intent to use a mark. Applicant’s lack of
documentary evidence (such as business or marketing plans, and the like) shows applicant
lacked a bona fide intent to use the mark in commerce at the time it filed its application. Ap-
plicant must possess both an ability and a willingness to use the mark at the time it files an
application. Use in Germany is not evidence of intent to use the mark in the United States.

Note: Although this case involved an application by a foreign applicant under § 44(e) of
the Lanham Act, the TTAB specifically noted that it uses the same objective good faith anal-
ysis to determine bona fide intent to use under § 44 as it uses in determining whether ITU
applications by U.S. applicants have the requisite bona fide intent to use a mark in commerce.
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CASE STUDY AND ACTIVITIES

Case Study: For the past two years, Holiday has operated various programs on board for its younger
passengers. Called “Holiday Kids Camp,” the programs feature arts, sports, and other lei-
sure activities. Holiday also offers T-shirts, hats, mugs, and wristbands with the wording
“Holiday Kids Camp” on those items. Holiday would like to file trademark applications for
“Holiday Kids Camp” for these various goods and services.

Activities: You may need to access the USPTO website or the TMEP to answer some of these questions.

+ Calculate the filing fees Holiday will incur if it files trademark applications for its mark
in connection with all of the goods and services, assuming Holiday will file TEAS
applications.

+ Draft an appropriate identification of the goods and services offered under the mark, and
identify the international classes applicable to the mark.

Indicate what objections, if any, the USPTO may have to the application and how you might overcome such
objections.

ROLE OF PARALEGAL

Paralegals typically have significant responsibility in the prosecution stage of a trademark application. In
many law offices, primary responsibility may be assigned to paralegals, with attorney involvement limited
to supervising and advising the paralegal and providing advice to the client on suggested strategies to
overcome refusals to register. Among the many tasks IP professionals assume responsibility for are the
following:

+ Gathering information from clients to assist in preparing applications;

+ Preparing the trademark application, including drafting the identification of goods and services
offered under the mark and a description of the mark (if it is not in standard character form);

+ Reviewing the specimen that supports use of a mark for consistency and proper display of mark;

+ Filing the application and confirming same to client;

+ Reviewing the USPTO’s e-mail confirmation of filing;

» Reviewing office actions and reporting same to client;

+ Performing research for responses to office actions;

+ Assisting in preparing responses to office actions;

+ Reviewing the Official Gazette to ensure client’s mark is accurately reproduced;

+ Reviewing notice of allowance for ITU applications;

+ Preparing statement of use and gathering specimen for ITU applications (or preparing requests for
extensions of time to file statement of use);

+ Reviewing certificate of registration for accuracy;

+ Assisting in reporting registration to client;

+ Docketing all critical dates throughout the prosecution process;

+ Monitoring the progress of the application;
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INTERNET RESOURCES

USPTO website: http://www.uspto.gov

Trademark Manual of Examining Procedure http://tess2.uspto.gov/tmdb/tmep

(TMEP):

USPTO’s Acceptable Identification of Goods http://tess2.uspto.gov/netahtml/tidm.html
and Services Manual:

TEAS information and forms: http://www.uspto.gov/teas/index.html
Official Gazette: http://www.uspto.gov (access USPTO website,

review “Popular Links,” and select “Official Gazette
for Trademarks” for online access to last 52 issues of
the Official Gazette)

General trademark information: http://www.megalaw.com
http://www.ggmark.com
http://www.ipmall.info (intellectual property resource
website offered by Franklin Pierce Center for IP)

DISCUSSION QUESTIONS

1. Would an identification of “clothing, such as hats and gloves” be acceptable to the USPTO? Discuss.
2. Describe the type of specimen that would support use of the following marks:

DARE (for perfume)
EDGE (for soft drinks)
SECURA (for insurance services)
3. Assume that your client’s mark is published in the Official Gazette on March 10. What should you do to
monitor the progress of the application?
4. Assume that a Notice of Allowance is issued on February 8 for a mark that is the subject of an ITU
application. Discuss the deadlines applicable to the mark to ensure the application is not abandoned.
5. Assume that the owner of the mark MOUNTAIN COFFEE (for coffee beans) disclaimed “Coffee” Later

users have applied for the marks CAFFE DE MOUNTAIN and MILLENNIUM COFEFEE for coffee
beans. Discuss whether the marks are confusingly similar.

USING INTERNET RESOURCES

1. Use the USPTO’s website and identify the owner of Trademark Registration No. 3,665,961.
2. Use TMEP or the USPTO’s Acceptable Identification of Goods and Services and indicate the
appropriate International Class for the following goods and services:

Electric blanket

Tea pot
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Electric toothbrush
Health club services
Spa services
Acupuncture needles

3. Use the USPTO’s website and locate the mark RELAX 100. Is the mark a special form or standard
character mark?
4. Use the USPTO’s website and locate Trademark Registration 3,710,619, and answer the following
questions (using TDR):
a. Review the Office Action issued October 6, 2006. Briefly, what objections were made to the
application?
b. When was the Notice of Allowance issued for this mark?
c. Review the Statement of Use filed for the application. What dates of first use were claimed?
d. Describe the specimen submitted to support use of the mark.
e. Review the registration certificate. When was the application filed and when was the registration
issued?
5. Use the “New User” Search form on the USPTO website. Do you think you could secure a registration
for the mark ORANGERIE for perfume? Discuss fully.
6. Locate Trademark Registration No. 3,884,406.
a. What is the mark?
b. Use TDR and locate the Notice of Pseudo Mark. What are the pseudo marks for this mark?

Go to http://www.paralegal.delmar.cengage.com for Quizzes, Forms,
Chapter Resources, and additional information.

oML

COMPANION™,
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Postregistration

Procedures, Trademark

Maintenance, and
| ' Transfer of Rights to
D S~ - Marks

CHAPTER OVERVIEW

The Lanham Act imposes various requirements on registrants after registration of
marks to ensure that only marks in use remain on the registers. Thus, registrants
must file an affidavit or declaration between years five and six after registration
and in the year before the end of each successive 10-year period after registration
to allege continued use of the mark. A registrant must also file an application for
renewal within one year before the end of the initial registration term of 10 years
and every 10 years thereafter. Failure to file the appropriate documents will result
in cancellation of the registration for a mark.

Rights to marks can be lost by other means as well, primarily when the mark
becomes generic or when the mark is abandoned by nonuse. Trademark owners
often institute trademark use and compliance policies to ensure marks are not lost
through genericide or abandonment.

Because a trademark is a form of property, it can be transferred or assigned
to another if the goodwill symbolized by the mark is assigned with it. Similarly,
a mark may be licensed to another party to use, as long as the trademark owner
controls the nature and quality of the goods or services offered by the licensee.

89
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THE AFFIDAVIT OF USE

Background

Although a registration on either the Principal
or Supplemental Register is valid for 10 years,
between years five and six after a registration
is issued, and in the year before the end of each
10-year period after registration, the registrant is
required to file an Affidavit (or Declaration) of
Use (sometimes called an Affidavit or Declara-
tion of Continued Use) with the USPTO, verifying
that the mark is still in use in commerce in con-
nection with the goods or services identified in the
registration. Failure to submit the affidavit of use,
called a “Section 8 affidavit,” within the appropri-
ate deadline (or within a six-month grace period)
will lead to cancellation of the registration. Requir-
ing registrants to notify the USPTO that marks
are still in use allows the USPTO to clear its files
of deadwood, making unused marks available for
others. Nevertheless, the mark may still be used by
its owner, who will continue to have common law
rights to the mark even though the federal registra-
tion for the mark has been canceled.

If the registration covers goods or services in
several classes, the registrant must verify that the
mark is in use in connection with all of the goods
or services. If the mark is in use with regard to some
items but not for others, the registrant must indi-
cate such. The registration will be canceled as to any
goods for which the mark is not in use. The USPTO
filing fee is $100 per class of goods or services. Filing
during the grace period results in additional fees of
$100 (per class). If the Section 8 affidavit is not filed
before the expiration of the grace period, the regis-
tration will be canceled. Most documents are filed
electronically through TEAS.

If, upon examination, the USPTO determines
that the affidavit or declaration is acceptable, it
will send a notice of acceptance. If the affidavit or
declaration is not acceptable, the USPTO will issue

an office action stating the reasons for refusal. The
owner must file a response to a refusal within six
months of the issuance date of the office action, or
before the end of the relevant filing period, which-
ever is later.

Changes in Ownership of the Mark

The Section 8 affidavit must be filed by the owner
of the registration. Often, marks are transferred
or assigned to new owners who fail to notify the
USPTO of the change in ownership. Although the
Section 8 affidavit is then filed by the new owner,
USPTO records may continue to reflect the original
registrant. In such cases, the Section 8 affidavit is
refused until the appropriate changes are made to
the USPTO records showing proper continuity of
title, called the chain of title, to the party now filing
the Section 8 affidavit. Even a change in the state of
incorporation is a change of legal entity. Thus, if a
Virginia corporation dissolves its status in Virginia
so it can become a Delaware corporation, unless
the USPTO has received formal notification of such
change, as well as documentary evidence (such as
copies of the Delaware incorporation documents), a
Section 8 affidavit will not be accepted.

Changes in the Mark

When filing the affidavit, the owner must supply a
specimen showing the mark as it is presently used
for each class of goods or services identified in the
registration. Thus, if the mark is used in connection
with coffee creamer in I.C. 29 and coffee in 1.C. 30,
a specimen (generally, digitized images in .jpg or
.pdf format of labels, tags, packaging materials, or
containers) for each class must be provided. A single
specimen may support use in multiple classes. If
the mark as presently used differs from the mark as
registered, the USPTO must determine whether the
change is material. If the change is determined to be
a material alteration, the Section 8 affidavit will be
refused.
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Because trademarks evolve over time (e.g.,
consider the periodic updating of the BETTY
CROCKER® portrait mark and the TACO BELL
bell design), alterations in marks are common. The
USPTO will review the original mark as registered
and compare it with the current specimen; if they
are substantially the same, the affidavit will be ac-
cepted. A material alteration will result in a refusal
on the basis that the mark currently in use is a new
mark and that the registered mark is no longer in
use. Generally, a mere pluralization in wording or
a slight change in nonessential background design
may be acceptable. Thus, if wording in a mark ap-
pears in a different typeface or script, it will likely
be accepted. The addition of wording or design ele-
ments, however, will likely result in a refusal, requir-
ing the registrant to file a new application and begin
the registration process anew.

If the USPTO agrees that a change is not mate-
rial and accepts the Section 8 affidavit, the registrant
will usually be encouraged to amend the registration
so it conforms to the mark as presently used.

If the registered mark is not in use in com-
merce, the owner may provide facts to the USPTO
showing that nonuse is excusable due to special cir-
cumstances rather than any intent to abandon the
mark. The owner must also state the date use of the
mark stopped and when it is expected to resume.
Merely stating that the applicant does not intend to
abandon the mark is not sufficient. Additionally, re-
duced demand for the product or service does not
excuse nonuse; ordinary economic or social condi-
tions that result in nonuse of the mark cannot be ex-
cused, because these are exactly the types of marks
the USPTO wants to eliminate. On the other hand,
if there is some governmental regulation that pre-
cludes the owner from using the mark (e.g., a trade
embargo against the sale of insecticides or certain
chemicals), nonuse would be acceptable. Similarly,
if the mark is temporarily not being used because of
sale of a business, plant retooling (and production is
scheduled to resume at some point), fire, illness, or

other catastrophe, the nonuse might be excused. As
soon as the external cause passes, the owner must
resume use within a reasonable amount of time. Fi-
nally, if sales of a product are sporadic because the
product is so expensive that few sales are customary
in the particular industry, such is excusable nonuse.

THE AFFIDAVIT
OF INCONTESTABILITY

Section 15 of the Trademark Act permits owners of
registrations on the Principal Register to file affida-
vits whereby the right to use the registered marks
for the goods or services set forth in the affidavit
becomes incontestable. A Section 15 affidavit, also
called an Affidavit of Incontestability, may not be
filed until the mark has been in continuous use in
commerce for at least five consecutive years after the
date of registration. Thus, the Section 15 affidavit is
often combined with the first Section 8 affidavit in
one submission to the USPTO. The filing fee for the
Section 15 affidavit is $200 per class of goods or ser-
vices identified in the registration. Most documents
are filed electronically through TEAS.

The benetfit to filing a Section 15 affidavit is that
it significantly reduces the challenges that may be
made to a mark. Generally, a mark that is incontest-
able cannot be attacked unless it has become generic,
has been abandoned, is being used to misrepresent
the source of goods or services, is functional, or was
procured by fraud. Although incontestability does
not preclude all challenges to a mark, it does pre-
clude two key challenges: that the mark is merely
descriptive or that it is confusingly similar to a mark
owned by a prior user.

In addition to verifying that the mark has been
in continuous use for the five-year period, the
Section 15 affidavit must state that there has been
no final decision adverse to the registrant’s claim of
ownership of the mark, or to the registrant’s right
to register the mark, or to keep the mark on the
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Principal Register. The affidavit must also state that
there is no proceeding involving these rights pending
in the USPTO or any court. The USPTO does not de-
termine whether the mark is actually incontestable;
it merely notifies the registrant that the document
has been filed. A court may later be called on to de-
termine whether the mark is, in fact, incontestable.

No registrant is required to file a Section 15 af-
fidavit; however, for obvious reasons, if the mark
has been in continuous use for at least five years and
satisfies the other conditions, a registrant should be
strongly encouraged to do so to immunize the mark
from various challenges. Only marks registered on
the Principal Register (not the Supplemental Reg-
ister) may become incontestable under Section 15.
(See Appendix D, Form 4, for a combined affidavit
under Sections 8 and 15.)

RENEWAL OF REGISTRATIONS

Any trademark registration issued after the Trade-
mark Law Revision Act (namely, November 16,
1989) has a duration of 10 years. Before that date,
registrations were valid for 20 years. Within one year
before expiration of each pertinent period, the reg-
istrant must renew the registration or it will be au-
tomatically canceled (although common law rights
to the mark may still exist if the mark is in use). The
new renewal period for all marks is 10 years. Al-
though the application for renewal (often called a
“Section 9 renewal application”) must be filed within
a one-year period before each expiration date, there
is a grace period of six months following the expira-
tion of a registration during which an application for
renewal may be filed. For example, for a registration
issued November 1, 2010, the first application for re-
newal can be filed as early as November 1, 2019, and
as late as November 1, 2020, before entering the six-
month grace period. The filing fee for an application
for renewal is $400 per class of goods or services.
Filing during the grace period results in additional

fees of $100 per class. If the renewal application is
not filed before the end of the grace period, the reg-
istration will expire. The Section 8 affidavit required
every 10 years to demonstrate continued use of the
mark can be (and usually is) combined with the re-
newal application in a single document filed every
10 years. The form for the combined filing is avail-
able through TEAS. If the renewal application is not
acceptable, the USPTO will notify the registrant and
state its reasons (in an office action) for rejecting
the application to renew the registration. The regis-
trant’s response to the office action is due within six
months (or before the expiration date of the registra-
tion, whichever is later).

The requirements previously discussed for Sec-
tion 8 affidavits (filed between years five and six af-
ter registration and every 10 years after registration)
and applications for renewal are somewhat similar.

+ The document should be filed by the owner of
the mark. A registration will be renewed in the
name of a new owner only if that new owner has
recorded the appropriate assignment or other
document with the USPTO.

+ If the renewal application lists only some of the
goods/services in the registration, it will be pre-
sumed that the renewal is sought for only the
goods/services listed (and the goods/services
omitted from the renewal application will be
omitted from the registration).

No specimen is required, and there is no require-
ment of showing that any nonuse is due to special cir-
cumstances that excuse nonuse, generally because a
specimen or showing of excusable nonuse is covered
by Section 8 affidavits of continuing use, usually filed
at the same time and in the same document as the re-
newal application under Section 9. (See Appendix D,
Form 5, Application for Renewal of Trademark Reg-
istration Combined with Declaration of Use under
Section 8 of Lanham Act.) (See Exhibit 5-1 for chart
showing due dates for postregistration documents.)
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Document

Section 8
Affidavit of
Continued Use

Statutory
Requirement

Due between fifth
and sixth year
after registration
and within the

Due Date for EXPLORE®
(registered 6/01/10)

Due between 6/01/15 and
6/01/16; due between
6/01/19 and 6/01/20 (and
every 10 years thereafter)

Specimen
Grace Period Needed
Yes (six-month  One specimen
grace period) needed

year before the
end of every
10-year period

anniversary of reg-
istration and every
10 years thereafter

May be filed at any time

between 6/01/19 and

Section 15 Filing is optional;
Affidavit of affidavit may be after 6/01/15
Incontestability filed only after

mark is in use in

commerce for at

least five con-

secutive years

(for any five-year

period)
Section 9 Must be filed Renewal can be filed
Application for  within one year
Renewal before 10-year 6/01/20 and every

10 years thereafter

No grace period No
is needed be-

cause Section

15 affidavit can

be filed at any

time after five

years of con-
secutive use

Yes (six-month
grace period)

No (specimen not
required because
Section 9 renewal
application is
usually filed with
Section 8 affidavit,
which is accompa-
nied by specimen)

EXHIBIT 5-1 Dates for Maintenance of Trademarks

DOCKETING REQUIREMENTS

As discussed, certain actions must be taken to main-
tain a trademark or service mark registration. Fail-
ure to take the appropriate action in a timely fashion
will result in cancellation or expiration of a registra-
tion. Although an owner can petition the Director
to review refusals of Section 8 affidavits and applica-
tions for renewal, such refusals are seldom reversed,
and the decision of the Director is final (unless the
registrant appeals to the U.S. Court of Appeals for
the Federal Circuit within two months). The regis-
tration will then be canceled.

Because cancellation is such an extreme result,
the utmost care must be given to docketing criti-
cal dates. Although many IP professionals maintain
their own docketing systems, others use the services
of one of the professional search firms (identified in
Chapter 3) to docket these critical dates. Because
ownership of companies is often in flux, marks evolve,
and contact between the law firm and the registrant
may have been intermittent in the years following reg-
istration, trademark maintenance (namely, handling
affidavits of use under Section 8, affidavits of incontest-
ability under Section 15, and applications for renewal
under Section 9) can be difficult and time-consuming.
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é DOCKETING DUTIES

Although a statement noting the requirement for filing the Section 8 affidavits of use and renewal
documents is noted on each certificate of trademark registration, this is the only notice that the
USPTO provides regarding these requirements. The USPTO does not provide any reminders of the due
dates for these critical documents. Thus, failure to calendar the due dates, grace periods, and so forth
may likely be malpractice. Use computerized calendaring systems such as Microsoft’s OUTLOOK®
computer program, Google’s free online calendar, conventional calendars, or any other system that
works for you. To calculate dates, use http://www.timeanddate.com.

LOSS OF TRADEMARK RIGHTS

Although registrations can be canceled due to fail-
ure to file appropriate documents with the USPTO,
as discussed earlier, rights to marks can also be for-
feited due to abandonment of marks, failure to pro-
tect marks, or improper assignment or licensing of
the mark.

The Lanham Act (15 U.S.C. § 1127) provides
that a mark will be deemed to be abandoned when
either of the following occurs:

+ The mark has become a generic name; or

+ Use of the mark has been discontinued with
intent not to resume use. Nonuse for three
consecutive years is prima facie evidence of
abandonment.

Genericide

As discussed in Chapter 2, a mark can become ge-
neric (referred to as genericide) when consum-
ers begin to call the product or service offered
under the mark by the mark. Examples of once-valid
marks that have become generic terms are aspirin,

yo-yo, cellophane, thermos, and escalator. Once a
mark becomes generic, it may be used by anyone.
XEROX Corporation has always been worried that
its famous mark would become generic due to con-
sumers’ misuse of the mark in saying, “I'm going to
make a xerox of this document” XEROX Corpora-
tion has therefore expended substantial amounts of
money in attempting to ensure consumers use the
mark correctly by consistently saying in advertis-
ing copy, “XEROX® brand copiers are...” Similarly,
Kimberly-Clark’s promotional materials always re-
fer to “KLEENEX® brand tissues” to ensure the mark
does not become generic through consumers saying,
“I need a kleenex”

Similarly, although ROLLERBLADE® is a
registered trademark for in-line skates, it is in
danger of becoming generic due to consumer mis-
use, as in “Let’s go rollerblading” or “I need a new
pair of rollerblades” Such use of a trademark as
if it is the actual name for the product can cause
a loss of trademark rights. Thus, although own-
ers of marks want consumers to know and recog-
nize their marks, the danger of a mark becoming
too popular is that it can be misused, leading to
genericide.

Copyright 2012 Cengage Learning. All Rights Reserved. May not be copied, scanned, or duplicated, in whole or in part. Due to electronic rights, some third party content may be suppressed from the eBook and/or eChapter(s). Editorial review has

deemed that any suppressed content does not materially affect the overall learning experience. Cengage Learning reserves the right to remove additional content at any time if subsequent rights restrictions require it.



CHAPTER 5

POSTREGISTRATION PROCEDURES, TRADEMARK MAINTENANCE

In mid-2006, The Washington Post noted that
the word “Google” had been added to Merriam-
Webster’s Collegiate Dictionary, and questioned
whether the term had become generic. Within
weeks, trademark counsel for Google Inc. wrote
the newspaper, warning that the Post’s character-
ization might constitute genericide, and provid-
ing a list of appropriate and inappropriate uses of
GOOGLE®. Similarly, Adobe Systems Inc. warns
users not to use the term “photoshopped,” but
rather to use the phrase “ADOBE® PHOTOSHOP®
software” In sum, marks that become generic are
victims of their own success, as consumers become
so familiar with a company’s goods that they use
the trademark as the name of a kind of product or
service.

Abandonment by Nonuse

The more common means by which a mark becomes
abandoned is through nonuse. One of the most fa-
mous trademark doctrines is “use it or lose it” Mere
cessation of use is insufficient; the nonuse must be
coupled with an intent not to resume use for aban-
donment to occur. There is a presumption that a
mark has been abandoned if it has not been used for
three years. 15 U.S.C. § 1127. Once a party can dem-
onstrate such nonuse for three years, the trademark
owner has the burden of rebutting the presumption
of abandonment by proving that mark has not been
abandoned (either by producing evidence of actual
use during the relevant period or its intent to resume
use). When a mark is abandoned, it returns to the
public domain and is free for anyone to use and claim
as its owner.

In determining whether abandonment due to
nonuse has occurred, courts have concluded that
“intent to resume use” means an intent to resume
use within the reasonably foreseeable future. In
one famous case, CBS stopped using the AMOS

AND ANDY mark due to civil rights objections.
When a third party began using the mark 20 years
later, CBS sued for infringement, arguing that it
intended to resume use of the mark when social
policies permitted. The court held the mark had
been abandoned because CBS did not have an in-
tent to use the mark in the reasonably foreseeable
future. Silverman v. CBS Inc., 870 F.2d 40 (2d Cir.
1989).

The trademark owner need not use the mark
everywhere in the United States; use anywhere
is usually sufficient. However, trademark own-
ers cannot make sporadic and token sales merely
for the purpose of reserving rights in a mark.
Moreover, minor activities will not suffice. Press
releases and other similar announcements by a
company that it is discontinuing a product line as-
sociated with a mark likely show an intent not to
resume use from which abandonment will be in-
ferred. Because abandonment leads to a complete
forfeiture of rights to a mark, courts are reluctant
to find abandonment unless there is clear and
convincing evidence of such. Thus, intermittent
periods of nonuse or slight use will not result in
abandonment.

A trademark owner challenged with an al-
legation that his or her mark has been abandoned
through nonuse may attempt to show special cir-
cumstances that would justify nonuse. These spe-
cial circumstances are similar to those that excuse
nonuse when a registrant files a Section 8 affidavit.
For example, a labor strike that results in inability
to ship products or government regulation preclud-
ing importation or shipping of goods bearing the
mark will usually excuse nonuse. Similarly, the sale
of few products bearing the mark when the products
are extremely expensive may excuse nonuse. How-
ever, mere economic conditions that make selling
the product or service unprofitable do not excuse
nonuse.
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It is possible that the mark has been so
changed by the owner over time that the original
mark has become abandoned. As discussed, mi-
nor changes or slight modernization of a mark will
not result in loss of rights, but a material altera-
tion in the mark may result in abandonment of the
original mark. The test is whether the new form of
the mark creates the same commercial impression
as the original version; if so, there is no abandon-
ment. Similarly, a change in goods offered under
the mark may lead to an abandonment of the mark
as to those goods for which the mark is no longer
used. For protection, owners should register each
version of a mark.

Marks can also be expressly abandoned, such as
when a trademark owner cancels or surrenders his
or her registration, perhaps as a result of a settle-
ment agreement with another.

Abandonment causes a loss of common law
rights as well as rights under the Lanham Act. Re-
sumption of use by the owner (or use by a third
party) after abandonment does not revive the
mark but merely establishes a new use date for
the new mark. On the other hand, if an applicant
inadvertently abandons an application (perhaps
because the applicant failed to timely respond to
an office action) or a registration (because the reg-
istrant forgot to renew the registration), but con-
tinues to use a mark, rights to the mark continue
and the owner retains common law rights from
its date of first use and can reapply for trademark
registration.

TRADEMARK USE AND
COMPLIANCE POLICIES

Because misuse of a mark by allowing it to be-
come generic or alteration of a mark can cause
loss of rights, trademark owners should initiate
compliance policies to ensure use of marks is

proper. Failure to monitor and actively police a
mark may result in abandonment of all rights to
the mark. A trademark compliance policy will
help to ensure that a company’s marks continue
to enjoy protection both under the Lanham Act
and common law.

Following are some guidelines for proper trade-
mark usage:

+ A trademark should be displayed prominently
in comparison with its surroundings and should
clearly stand out on a label, advertisement, in
text, and so forth. Thus, many owners capital-
ize their marks, display them in some promi-
nent style or larger-than-average typeface, place
them in quotation marks, or use distinctive let-
tering, colors, or the word brand after the mark,
as in “VASELINE® brand petroleum jelly” to
remind consumers that VASELINE is the brand
name of or trademark for a certain product
from a certain source and not the name of the
product itself.

+ Marks should be used in connection with the
appropriate goods and services. Companies
that have numerous similar marks for similar
products and services must exercise care that a
mark does not become abandoned because it is
no longer used in connection with the product
or service for which it was registered. For marks
used in connection with goods, the mark should
be placed on the goods or on labels attached to
the goods or packaging for the goods.

» Appropriate designations and notices should
be used to inform the public that trademark
rights are claimed in the mark. The federal reg-
istration symbol (°) is most often used for reg-
istered marks, while the initials “TM” or “SM”
are often used in connection with marks that
are not yet registered. The symbols are gener-
ally placed to the right of and slightly above (or
below) the mark, such as in “CAMPBELL’S®
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condensed cream of chicken soup.” The sym-
bol should be large enough to be easily spotted
but need not be obtrusive. If a mark is repeated
several times in an advertisement or brochure,
the symbol may be displayed with the first or
most prominent use of the mark. Alternatively,
the mark can be displayed with an asterisk.
A corresponding footnote at the bottom of
the page can provide the information that the
mark is a registered trademark owned by the
company.

+ Marks should be used consistently. The addition
of words or symbols to a mark may lead to the
conclusion that the company has abandoned its
original mark and is now using some nonregis-
tered form of the mark.

+ The owner of the mark should be identified. For
example, a notice may state “SOUTHRISE® is a
federally registered trademark of Hutchins As-
sociates, Inc”

+ The mark should not be used in the plural form
or possessive form, such as “Excedrins are great
pain relievers” or “Shout’s spot-removing power
is improved” Such uses may result in the mark
becoming generic.

+ Marks should be used as adjectives rather than
nouns to ensure the mark does not become ge-
neric. The mark should not be used to refer to
the general type of a product or service or to
the owner. Use of a mark as a noun, rather than
an adjective, suggests that the mark is the ge-
neric name for a product or service rather than
a unique trademark for a particular product or
service of a particular company. To avoid gener-
icide, follow each use of a mark with the generic
name for the product identified, as in “ROLL-
ERBLADE® in-line skates” or “KLEENEX®® tis-
sues”” Using such a term after the mark (or using
the word brand as in “BAND-AID® brand ad-
hesive strips”) makes a mark an adjective rather
than a noun.

Correct: SOUTHRISE® juices are refreshing.
SOUTHRISE® cranberry juice is the juiciest.
I used the GOOGLE® search engine to get
directions.

She ran a GOOGLE® search to check John’s
background.

Incorrect:  Southrise refreshes you.
Southrise is a sparkling beverage.
I'd like a Southrise.

I googled the directions.

She googled John.

Similarly, Twitter Inc’s website now includes
detailed guidelines on the use of its marks, likely for
the purpose of helping to ensure that its marks do
not become generic as its devoted followers persist
in using the marks as verbs and nouns (as in “follow
me on Twitter”).

Famous marks such as COKE® and FORD® are
exceptions to this rule, and their owners do not al-
ways follow the noun-adjective rule. For example,
advertising copy may read, “Have you driven a Ford
lately?” This copy would be using the mark as a noun
rather than an adjective. Other than these extraor-
dinary cases, marks should always be used as adjec-
tives rather than nouns.

To ensure that trademark use is proper and con-
sistent, many companies use trademark handbooks
and provide detailed information sheets to their em-
ployees, advertisers, suppliers, vendors, and licensees
to instruct them in proper use of trademarks. When
marks comprise color or design components rather
than mere wording, companies usually supply adver-
tising “slicks” as well so users can faithfully reproduce
the mark. Many companies designate a responsible
person to regulate use of the company’s marks and
verify compliance with guidelines and policies regard-
ing use of the marks. When dealing with media inqui-
ries, many companies issue press kits to instruct the
media on how marks are to be used. (See Exhibit 5-2
for a chart showing examples of trademark usage.)
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Guideline Trademark Do Trademark Don’t

Display mark prominently. VISIONTREK®, VISIONTREK® Visiontrek

Use mark as registered and use  VISIONTREK® Vision-Trek, Vision Trek,

in consistent manner. VisionTrek

Use trademark registration VISIONTREK® VISIONTREK

notice.

Identify owner of mark. VISIONTREK® is a registered mark of Visiontrek
Vision Corp.

Do not use mark in plural form.  VISIONTREK® guided tours will thrill Visiontreks offer guided
you. tours.

Do not use in possessive form.  VISIONTREK® guided tours provide you  Visiontrek’s guided tours
with a full sightseeing experience. provide you with a full

sightseeing experience
Use mark as an adjective rather  VISIONTREK® guided tours are fully Visiontrek is fully
that a noun. supervised. supervised.

The VISIONTREK® tours will amaze you. Visiontrek will amaze you.

EXHIBIT 5-2 Trademark Usage Guide

TRADEMARK POLICING AND
MAINTENANCE

In addition to ensuring that marks are used properly
to avoid genericide or abandonment, trademark own-
ers should initiate active policing and maintenance
procedures to avoid infringement of their marks. The
classic trademark rule is “police it or lose it.” Among
the steps trademark owners should take to protect
their marks from infringement are the following:

» Critical dates for required actions with the
USPTO should be docketed to ensure marks,
applications, and registrations are not inadver-
tently abandoned and then used by others.

+ Owners should subscribe to watching or track-
ing services to monitor marks for potential in-
fringement. Professional service companies
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will review a number of trademark resources,
including applications filed at the USPTO, the
Official Gazette, state trademark registers, In-
ternet domain names, and common law sources.
Worldwide watching is also available for marks
used internationally. Early notification of poten-
tial conflicts allows an owner to take aggressive
action to protect a mark. The companies identi-
fied in Chapter 3 (Thomson CompuMark, CT
Corsearch, and so forth) perform these watching
services at varying rates. The most comprehen-
sive watch of all resources previously described
might cost more than $1,200 per year per mark
per class. However, for a company like McDon-
ald’s Corporation that has spent years and sub-
stantial amounts of money in building goodwill
in its marks, such as its GOLDEN ARCHES®
mark, such a sum represents a very reasonable
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investment. Some trademark owners conduct
an annual intellectual property “audit” to review
the status of their intellectual property and de-
tect potential infringing uses (see Chapter 24).
More limited watches, such as one only of new
applications filed at the USPTO, might cost ap-
proximately $265 per year per mark.

+ Company employees should be asked to be alert
to competing uses in the marketplace. Trade pub-
lications, business press, and marketing materi-
als of competitors should be monitored to ensure
that marks that may be confusingly similar to the
company’s marks are not being used. Employees
who attend trade shows or conferences should
review booths and materials of competitors.

» Trademark owners should review Internet uses,
especially auction sites such as eBay, to locate in-
fringing marks or misuses of a mark. Policing the
Internet is a double-edged sword, however; while
a few simple keystrokes may reveal numerous
uses, the trademark owner then runs the risk that
ignoring infringers may lead to a loss of trade-
mark rights (although, as discussed in Chapter 6,
a trademark owner is not required to pursue ev-
ery possible misuse of a mark). Some companies
with famous marks use a team to review Inter-
net uses and then send e-mails explaining their
trademark rights and asking the user to stop use
of the owner’s mark. If such a strategy is not suc-
cessful, a more formal cease and desist letter is
sent (see discussion later in this chapter).

USE OF MARKS OWNED BY THIRD
PARTIES

Parties often use their competitors’ marks in pro-
motional materials comparing and contrasting
the respective goods or services of the parties. A
trademark owner does not have an absolute right
to prohibit any and all uses of its trademarks. Use

of another party’s marks may be acceptable in some
circumstances, such as in comparative advertising.
For example, it is not trademark infringement for a
party to inform consumers truthfully that its prod-
ucts will “fit with” the trademark product of another.
Thus, a seller of sponges was able to advertise that
its sponges fit as replacements in the “O-CEDAR® 76
mop.” Many parents are familiar with the announce-
ments that certain blocks “work with LEGOS®”

Statements that one’s products are “supe-
rior to” or “better than” another’s, however, may
be actionable as false advertising if the statement
is untrue. Statements such as, “If you like Revlon
brand mascara, you'll love our new ABC EverLash”
are protected as comparative advertising so long as
they are not misleading. Such uses are often called
“nominative fair use” because there is no use of the
trademark in its traditional sense to serve as a source
but merely to “name” the real owner of the mark.

Courts tend to examine language in advertising
to ensure there is no misleading use, product dis-
paragement, or confusion caused to the public. To
reduce confusion, a party should always place the
registration symbol (°) next to another party’s reg-
istered mark and provide the announcement, “XYZ®
is a federally registered trademark owned by XYZ
Corp”” This will help ensure that consumers are not
confused about the source and origin of goods or
services offered under the respective marks. Trade-
mark infringement and nominative fair use are
discussed in Chapter 6, and the law of unfair compe-
tition is discussed in Chapter 23.

TRANSFER OF OWNERSHIP OR
RIGHTS IN TRADEMARKS

Assignment of Marks

A trademark or service mark may be transferred or
assigned to another if the goodwill symbolized by
the mark is assigned with it. TMEP 501.06 provides
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that partial assignments are permissible. Thus, a sole
owner may assign 50 percent of his or her interest
in a mark to another. The more common approach
is an assignment or transfer of all of one’s rights in a
mark to another.

Because a mark is used to identify the source
of goods and services, rather than existing as an
independent object of property, it is inseparable
from the goodwill of the business to which it ap-
plies. Thus, an arrangement by which a mark is
assigned without the business goodwill that the
mark symbolizes, called an assignment in gross,
is ineffective to transfer trademark rights, and
the new owner who begins using the mark can-
not claim the original owner’s use date for pur-
poses of establishing priority in the mark. The
new owner, the “assignee,” will establish its own
first use date upon using the mark. Thus, valu-
able trademark rights could be lost if a third party
begins using a mark after the assignor’s original
use date but before the date of an assignment in
gross to the assignee. This third party would have
priority over the assignee and could prevent use
of a confusingly similar mark by the assignee. To
prevent such a situation, the parties should enter
into a written assignment agreement that recites
that the mark is being transferred together with
the goodwill of the portion of the business asso-
ciated with the mark. A recitation that goodwill
is transferred with the mark is usually sufficient
to ensure the assignee can capture or retain the
original date of first use. Assignments of marks in
which federal rights are claimed must be in writ-
ing (15 U.S.C. § 1060(a)).

The transfer of common law rights to a mark
does not require a written agreement. If the as-
signment is oral, its existence may be proven by
clear and uncontradicted testimony. However,
while an oral agreement to transfer a common
law mark is valid, a written agreement lends
certainty and should always be used. Moreover,

the assignment document should recite that the
mark and the goodwill symbolized by the mark
are being transferred to ensure there is no loss
of trademark rights. The assignment document
itself may be a relatively simple agreement (see
Exhibit 5-3).

An entire business need not be transferred
with a mark. A trademark owner may assign a mark
used in connection with specific goods or services
and retain other marks used in connection with
other goods or services. If all of the assets of a busi-
ness are sold, however, it is assumed that all marks
and their goodwill pass with the other assets, even
if they are not specifically mentioned in the sales
documents.

In many cases, owners prepare written assign-
ments on a later date to reflect an assignment that
actually occurred earlier. For example, if ABC Inc.
transferred or assigned its common law rights in a
mark to another party but the parties neglected to
prepare the actual assignment document at the time
of transfer, ABC Inc. might later prepare a document
reflecting such an event. Called a Nunc Pro Tunc
Assignment (literally, “now for then”), the docu-
ment merely recites that the assignment occurred
on an earlier date and reflects an earlier transfer or
assignment.

If the mark assigned has been registered or is
the subject of a pending use-based application at
the USPTO, the assignment must be in writing and
should be filed or “recorded” with the USPTO. Al-
though there is no requirement that the assign-
ment be recorded to be effective, recordation is
a relatively simple procedure that affords several
advantages:

« It clarifies the records of the USPTO and affords
notice to all of the identity of the owner of the
mark.

+ It allows the new owner to commence and
defend actions at the USPTO in its name.
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WHEREAS, Hollis & Sanders Co., a corporation organized under the laws of the State of California,
located and doing business at 890 Second Avenue, San Diego, CA 92117 (“Assignor”), is the owner of
U.S. Trademark Registration No. 1,908,457 for the mark VISIONTREK issued December 14, 2006, for
travel and tour services in I.C. 39 in the United States (the “Mark”); and

WHEREAS, Vision Corp., a corporation organized under the laws of the State of Delaware, located
and doing business at 885 Third Avenue, 24th Floor, New York, NY 10022 (“Assignee”), desires to acquire
all of Assignor’s rights in and to the Mark and the goodwill symbolized thereby;

NOW, THEREFORE, for good and valuable consideration, the receipt and sufficiency of which are
hereby acknowledged, Assignor hereby sells, assigns, transfers, and conveys to Assignee all of its right,
title, and interest in and to the Mark, together with the goodwill of the business associated with the Mark,
the same to be held and enjoyed by Assignee, its successors, assigns, and other legal representatives.
Assignor further assigns to Assignee all right to sue for and receive all damages accruing from past in-
fringements of the Mark herein assigned.

Assignor represents it is the legal owner of all right, title, and interest in and to the Mark and has the
right to assign the Mark and that there are no pending legal proceedings involving the Mark.

This Assignment shall be binding upon the parties, their successors and/or assigns, and all others
acting by, through, with, or under their direction, and all those in privity therewith.

The parties agree to take any further action and execute any documents required to effect the
purposes of this Assignment.

Hollis & Sanders Co. Vision Corp.
By: By:

Title: Title:

Date: Date:

EXHIBIT 5-3 Assignment of Trademark

+ It ensures that documents and notices issued by ~ within three months after the assignment or before
the USPTO will be sent to and will identify the the subsequent purchase. 15 U.S.C. § 1060(a)(4).

correct owner. Additionally, the USPTO automatically updates
« It simplifies postregistration procedures inas-  its ownership information in its database of regis-
much as Section 8 affidavits will be rejected un-  trations and pending applications when an assign-
less their identification of the trademark owner ~ ment is recorded, thus simplifying post registration
is consistent with the USPTO records. actions such as filing a Section 8 Affidavit of Use

o It provides public notice of the fact of the because the USPTO records will already reflect the
assignment such that later purchasers of the  correct owner of the mark.

mark are bound by it. Although common law marks, registered

marks, and marks that are the subject of pending

In fact, an assignment is void against a laterbona  use-based applications can be assigned, marks that

fide purchaser without notice of the assignment un- are the subject of intent-to-use (ITU) applications

less the assignment is recorded with the USPTO  cannot be assigned prior to filing an amendment
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to allege use or a statement of use with the USPTO
verifying that the mark is in use in commerce, un-
less the mark is being assigned to a successor of
the business of the applicant to which the mark
pertains and the business is ongoing and exist-
ing (15 U.S.C. § 1060(a)(1)). The purpose of the
prohibition against assignment of marks not yet
in use is to prevent the sale or trafficking of ITU
applications. Additionally, permitting assignment
of an application before a mark is used would con-
flict with the principle that a mark may be validly
assigned only with some of the business or good-
will attached to use of the mark. There can be no
goodwill attached to a mark that has not been
used. An assignment of an ITU application prior
to the filing of the verified statement of use is not
only invalid but also voids the underlying trade-
mark application or any resulting registration.

Recording documents at the USPTO requires
that a party file a specific USPTO cover sheet
or form (Form 1594, Recordation Form Cover
Sheet; see Exhibit 5-4) identifying the convey-
ing and receiving parties, the marks affected by
the transfer, and a correspondent to whom the
USPTO can send notices. The fees for recording
are $40 for the first mark being assigned and $25
for each subsequent mark identified in the form.
Form 1594 is also used to inform the USPTO that
a mark has been acquired by a party through a
merger (as when a corporation that owns a mark is
acquired by another corporation) or in the event
the trademark owner changes its name or state of
incorporation.

To expedite recordation, the USPTO encour-
ages recording electronically through its Electronic
Trademark Assignment System (ETAS). Docu-
ments filed electronically are recorded much faster
than paper documents. Using ETAS, a party can cre-
ate and submit the recordation cover sheet by com-
pleting an online form and attaching the supporting
legal documentation in PDF (or TIFF) format for

submission via the Internet. Fees can be paid by
credit card, electronic funds transfer, or deposit
account.

Licensing of Marks

A party may allow another party to use a mark and
yet retain ownership rights in the mark. Such a form
of limited permission is called a license, and it may
provide a significant source of revenue for the trade-
mark owner-licensor. License agreements may be
written or oral, although most are written. Some of
the most common license arrangements occur in
franchising. For example, McDonald’s Corporation
will grant a franchise to a party to open a McDonald’s
restaurant in a certain territory. In connection with
the franchise, McDonald’s will grant the party a
license to use McDonald’s trademarks on the cups,
packaging, signs, and in advertising. McDonald’s
continues to own the marks; it has merely granted a
license to its franchisee to use its marks for certain
specific purposes.

The licensor will lose its rights to the mark,
however, if it does not control the nature and qual-
ity of the goods or services offered by the licensee
under the mark. Thus, license agreements must
include “quality control” provisions whereby the
licensor protects the mark by ensuring the goods
and services offered under it by the licensee are con-
sistent with those offered by the licensor. If goods
offered under a trademark vary in quality and con-
sistency from place to place, the trademark for the
goods no longer serves its basic function as a quality
indicator.

Failure of the licensor to exercise quality con-
trol will result in a naked license and a loss of the
licensor’s rights in the mark. Failure to so monitor
the goods and services offered under the license
may result in abandonment of the mark and may
preclude or estop the trademark owner/licensor
from challenging use of the mark by the licensee
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U.S. DEPARTMENT OF COMMERCE

Form PTO-1594 (Rev. 03-11)
United States Patent and Trademark Office

OMB Collection 0651-0027 (exp. 03/31/2012)
RECORDATION FORM COVER SHEET

TRADEMARKS ONLY

To the Director of the U. S. Patent and Trademark Office: Please record the attached documents or the new address(es) below.

1. Name of conveying party(ies): 2. Name and address of receiving party(ies) v
es
- - ) o
Additional names, addresses, or citizenship attached? ] No

Name:
o Internal
[] Individual(s) [[] Association Address:
[ General Partnership [ Limited Partnership Street Address:
S Corporation- State: City:
Other
State:
Citi hi ideli
itizenship (see guidelines) Country: Zip:

Additional names of conveying parties attached? |:|Yes |:| No I:l Association Citizenship
[C] General Partnership ~ Citizenship
|:| Limited Partnership  Citizenship
|:| Corporation Citizenship

3. Nature of conveyance )/Execution Date(s) :

Execution Date(s)

[] Assignment []Merger [ other. Citizenship

[] security Agreement [CJchange of Name If assignee is not domiciled in the United States, a domestic
representative designation is attached: [] Yes [ No

D Other. (Designations must be a separate document from assignment)

4. Application number(s) or registration number(s) and identification or description of the Trademark.
A. Trademark Application No.(s) B. Trademark Registration No.(s)

[Additional sheet(s) attached? [ Yes [ ] No
C. Identification or Description of Trademark(s) (and Filing Date if Application or Registration Number is unknown):

5. Name & address of party to whom correspondence | g Total number of applications and
concerning document should be mailed: registrations involved:

Name:

Internal Address: 7. Total fee (37 CFR 2.6(b)(6) & 3.41)  $

[C] Authorized to be charged to deposit account

Street Address:

|:| Enclosed
City: 8. Payment Information:
State: Zip:
Phone Number: 5 A N
Fax Number: eposit Account Number

Email Address: Authorized User Name

9. Signature:

Signature Date
Total number of pages including cover I:I
Name of Person Signing sheet, attachments, and document:

Documents to be recorded (including cover sheet) should be faxed to (571) 273-0140, or mailed to:
Mail Stop Assignment Recordation Services, Director of the USPTO, P.O. Box 1450, Alexandria, VA 22313-1450

EXHIBIT 5-4 USPTO Recordation Cover Sheet (Trademarks)
Source: www.uspto.gov/web/forms/pto1594.pdf
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during the period of unsupervised use. License
agreements should therefore allow the licensor
to conduct periodic inspection of the licensee’s
facilities and its use of the mark. The licensor may
require the licensee to submit samples of how the
mark is being applied to the goods or how it is used
in advertising or may require testing of products
offered under the mark. Such measures ensure
that the licensee’s products and services are of the
same level of quality that consumers have come
to associate with the licensor’s mark. Failure to
control and supervise the mark by the owner so
as to ensure quality and consistency in the goods
or services offered under the mark leads to public
deception inasmuch as the function of a mark is
to identify the source of goods or services. Thus, a
naked license (one without quality control provi-
sions) results in loss of trademark rights.

In one famous example, for years a well-known
trademark lawyer, Julius R. Lunsford Jr., traveled
the country going to bars and restaurants to order
COCA-COLA® drinks to determine if the establish-
ments were actually serving COCA-COLA® and
not another cola beverage. Lunsford would secretly
retain a sample of the beverage and have it tested
by company chemists. If necessary, Coca-Cola Co.
would then prosecute the establishments for unfair
competition.

The licensor may grant the licensee exclusive
rights to use the mark. Alternatively, the licensor
may limit the licensee’s rights by allowing others
to use the mark as well (as is the case in franchise
situations) or may allow the licensee to use the
mark only in specific geographic areas. Similarly,
the licensor may retain rights to use the mark itself.
The license agreement should specify whether the
license is an exclusive or nonexclusive license,
indicate whether use is restricted to any specific
goods or services, or to any geographic territory,

and must include adequate quality control provi-
sions. Most license agreements also recite that the
licensee acquires no ownership rights in the mark
and cannot challenge the licensor’s rights to the
mark. A one-time fee may be paid by the licensee
for the privilege of using the mark, or the licensee
may make periodic royalty payments to the licen-
sor based upon sales of the products. For example,
the licensee may be required to pay the licensor
4 percent of its net profits arising out of its use of
the mark as royalties or may be required to achieve
certain levels of sales. On occasion, a trademark
owner may assign the entire mark to a party who
then “licenses back” to the original owner the right
to use the mark for some purpose. Litigation be-
tween trademark claimants is often resolved by
such licensing arrangements. Although actions
for infringement of federally registered marks are
brought in federal court, actions involving the
terms and conditions of licenses are governed by
state laws relating to the general interpretation of
contracts.

Although a license can be recorded with the
USPTO (using either an electronic or paper cover
sheet), there is no requirement of recording, and
most parties in the United States do not do so,
believing the license is a private agreement of
which the public need not be informed. More-
over, license agreements do not involve a change
of ownership or affect the chain of title to a mark.
In most foreign countries, however, as discussed
in Chapter 8, there is usually a statutory duty to
record a license agreement with the appropriate
governing body.

The dates relating to trademark licenses should
be docketed or calendared so that the license is
terminated or renewed at the appropriate time.
(See Exhibit 5-5 for a sample trademark license
agreement.)
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This Trademark License Agreement (the “Agreement”) is entered into and is effective as of

this day of , 20 , by and between ABC Corp., a Delaware corporation with
its principal offices at One Pennsylvania Plaza, New York, NY 10019 (“Licensor”) and , @ Corpo-
ration with its principal offices at (“Licensee”).

WHEREAS, Licensor is the owner of the trademark V (and Eagle Design) (the “Mark”) and U.S. Reg-
istration No. 1,789,746 therefor for children’s books in I.C. 16, metal key chains in I.C. 6, and a variety of
houseware items in I.C. 21, all as specified in the registration and Licensor has the right to license use of
the Mark to others;

WHEREAS, Licensor is desirous of licensing and Licensee is desirous of obtaining a license to use
the Mark in connection with its business;

NOW, THEREFORE, in consideration of the above, and for other good and valuable consideration,
the receipt and sufficiency of which are hereby acknowledged, the parties agree as follows:

1. GRANT OF LICENSE AND LICENSE FEE

Licensor grants to Licensee an exclusive, nontransferable, worldwide license to use the Mark in its
name in connection with the goods covered by the registration of the Mark.

Upon execution of this Agreement, Licensee shall pay Licensor the sum of Dollars
4 ) as consideration for the grant of license to use Licensor’s Mark as described herein.

2. TERM OF LICENSE
Unless sooner terminated as provided in Section 8 hereof, the grant, as specified in Section 1, shall
continue for a period of three (3) years from the date of this Agreement. This Agreement may be renewed
for additional terms of three (3) years by mutual written agreement of the parties, which agreement may
specify a license fee greater than the license fee provided in Section 1, not less than six (6) months prior
to the expiration of the initial or any renewal term of this Agreement. Upon expiration of this Agreement:
a. Allrights of the Licensee to the Mark shall terminate and the Licensee shall have no further rights
with respect thereto;
b. Licensee shall not offer any goods in connection with the Mark or any confusingly similar mark
and shall cease all use of the Mark or any confusingly similar mark; and
c. Licensee shall cease any activity that suggests that it has any right to the Mark or that it has any
association with the Licensor.

3. OWNERSHIP OF MARK
Licensee acknowledges the ownership of the Mark in Licensor, agrees that it will do nothing inconsis-
tent with such ownership and that all use of the Mark by Licensee shall inure to the benefit of and be on
behalf of Licensor, and agrees to assist Licensor in recording this Agreement with any appropriate domes-
tic or foreign government authorities. Licensee agrees that nothing in this Agreement shall give Licensee
any right, title, or interest in the Mark other than the right to use the Mark in accordance with this Agree-
ment, and Licensee agrees that it will not challenge the title of Licensor to the Mark or challenge the valid-
ity of this Agreement.
4. QUALITY CONTROL STANDARDS AND MAINTENANCE
a. Licensee agrees that the nature and quality of all goods offered or sold by Licensee in connec-
tion with the Mark shall be of high quality, manufactured free from defects and in full compliance
with all laws, and of such style and appearance to be adequately suited to their exploitation to

EXHIBIT 5-5 Trademark License Agreement (Continues)
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the best advantage and enhancement of the Mark and consistent with the quality control stan-
dards established by Licensor.

b. At reasonable times during the term of this Agreement, Licensor may request Licensee to submit
samples of any advertising or promotional materials and specimens of all uses of the Mark. If
any such materials fail to meet with Licensor’s approval, Licensee shall cease using such disap-
proved materials or items until such times that it modifies such materials and items and receives
approval in writing from the Licensor of such materials and items, as modified.

c. Licensor shall have the right to review the Licensee’s use of the Mark and Licensee’s business
operations at any reasonable time and upon reasonable notice. Upon notice of defects given by
Licensor, Licensee shall cure such defects in the use of the Mark or the goods offered thereunder.
In the event that Licensee does not take reasonable steps to cure such defects within thirty (30)
days after notification by Licensor, Licensor shall have the right to require that Licensee remove
the Mark from any products or materials or, at the sole discretion of Licensor, to terminate this
Agreement.

d. Licensee shall operate its business in a manner that reflects favorably at all times on the Mark.

5. FORM OF USE

Licensee agrees to use the Mark only in the form and manner and with appropriate legends and no-
tices as prescribed herein and from time to time by Licensor and not to use any other trademark or ser-
vice mark in combination with the Mark without prior written approval of Licensor.

6. PROPRIETARY RIGHTS AND GOODWILL

a. Licensee acknowledges that the Mark is owned by Licensor, which has the sole and exclusive
right to license the Mark. The parties intend that Licensee shall use the Mark only under the
terms and conditions of this Agreement. Licensor has the sole and exclusive right to deal with
the U.S. Patent and Trademark Office in connection with the Mark, and Licensee will perform any
acts reasonably required by Licensor in connection with same. All costs associated with mainte-
nance of the Mark shall be borne by Licensor.

b. Licensee shall use all reasonable precautions and take all necessary steps to prevent the Mark
from being acquired or duplicated or used by unauthorized persons. Licensee shall take appro-
priate action, by instructions, agreements, or otherwise, with any persons permitted access to
the Mark to ensure that Licensee satisfies its obligations under this Agreement.

c. Any goodwill arising out of Licensee’s use of the Mark shall inure solely and exclusively to the
benefit of Licensor, and Licensee shall have no rights therein or claims thereto. Licensee ac-
knowledges that this Agreement does not confer any goodwill or other interest in or to the Mark
except the right to use the same in accordance with the terms hereof.

7. INFRINGEMENT BY THIRD PARTIES

Licensee agrees to notify Licensor of any unauthorized use of the Mark by others promptly as it comes
to Licensee’s attention. Licensor shall have the sole right and discretion to bring infringement or unfair
competition proceedings involving the Mark.

8. DEFAULT AND TERMINATION
Licensee shall be deemed to be in default and Licensor may, at its option, terminate this Agreement
and all rights granted hereunder, without affording Licensee any opportunity to cure the default, effective
immediately upon receipt of notice by Licensee, upon the occurrence of any of the following events:
a. If Licensee ceases to do business or otherwise forfeits the right to do or transact business in any
jurisdiction where its business offices are located.

EXHIBIT 5-5 (Continued)
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b. If a threat or danger to public health or safety results from the management and operation of Li-
censee’s business conducted in connection with the Mark.

c. If Licensee is convicted of a crime of moral turpitude or similar felony or is convicted of any
other crime or is the subject of any civil action that Licensor reasonably believes is likely to
have an adverse effect on the Mark, the goodwill associated therewith, or Licensor’s interest
therein.

d. If Licensee purports to transfer any rights or obligations under this Agreement to any third party
without Licensor’s prior written consent.

e. If Licensee fails to maintain any of the quality control standards prescribed by Licensor in this
Agreement or otherwise in writing.

f. If Licensee engages in any business or markets any service or product under a name or mark
which, in Licensor’s opinion, is confusingly similar to the Mark.

9. MISCELLANEOUS

a. This Agreement shall be construed in accordance with the law of the State of New York.

b. Licensee shall not assign, sublicense, encumber, or otherwise transfer its rights and obligations
under this Agreement without the prior written consent of Licensor.

c. This Agreement contains the entire agreement between the parties with respect to licensing of
the Mark. It supersedes and cancels any prior oral or written understandings or negotiations and
may not be modified in any respect except in writing signed by both parties.

d. The terms of this Agreement shall be severable such that if any term hereof is held to be il-
legal, invalid, or unenforceable, such holding shall not affect the validity of any of the other
provisions of the Agreement, unless the severing of such term would defeat the purpose of this
Agreement.

e. The failure of any party to exercise any right or option given to it by or to insist upon strict ad-
herence to the terms of this Agreement shall not constitute a waiver of any terms or conditions
herein with respect to any other or subsequent breach.

f. Any notice, payment, or statement required by this Agreement shall be either personally deliv-
ered or sent by registered or certified mail, postage prepaid, to the addresses indicated above
and shall be effective when placed in the U.S. mail, properly addressed and containing the
proper postage.

g. This Agreement shall be binding on and shall inure to the benefit of the parties to this Agreement
and their successors and assigns, if any.

IN WITNESS WHEREOF, the parties hereto have caused this License Agreement to be executed as of
the date provided herein.

LICENSEE LICENSOR
By: By:

Name: Name:
Title: Title:

EXHIBIT 5-5 (Continued)
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The Effect of Bankruptcy
on Trademarks

Because trademarks are often among a company’s
most valuable assets, their treatment by bankruptcy
court is important. When a party files a petition in
bankruptcy, its trademarks are considered property
of the bankrupt estate and may be sold by the bank-
ruptcy trustee. In fact, if an entire business is sold, it
is presumed that all trademarks (together with their
goodwill) pass to the buyer. Buyers, however, should
be careful to use the marks for the goods and in the
form identified in a registration to avoid arguments
that they have abandoned the marks. The situation
is far more complicated if a trademark license is
involved.

License of Marks—Debtor Is Licensee. If
the bankrupt debtor is a licensee who is using an-
other’s trademarks, it may not assign its rights to
another without the trademark owner’s consent.
Because the owner of a trademark has an interest
in the party to whom the trademark is assigned
(so that it can ensure that goods offered under the
mark are consistent with its quality control stan-
dards), trademark license rights are personal and
cannot be assumed or assigned by the debtor-
licensee without the consent of the licensor-owner.
In re N.C.P. Mktg. Corp., 337 B.R. 230 (Bankr. D.
Nev. 2005), affd, 279 E. App’x 561 (9th Cir. 2008)
(mem.).

License of Marks—Debtor Is Licensor-
Owner. Under 11 US.C. § 365(a) of the Bank-
ruptcy Code, subject to court approval, a bankruptcy
trustee may assume or reject any “executory con-
tract” of the debtor. This allows a debtor to reject
burdensome contracts while retaining or assuming
beneficial ones so it can obtain the “fresh start” that
is the goal of bankruptcy. An “executory contract” is

one in which performance is due to some extent on
both sides.

Courts have found intellectual property agree-
ments to be executory contracts because such agree-
ments require continuing performance by both
parties. For example, a licensee must pay royalties
while a licensor agrees to maintain the IP in force.
Thus, a bankrupt licensor could reject its earlier li-
censes and recapture its intellectual property. Such
would terminate the licensee’s right to use the intel-
lectual property—a devastating event for a licensee.
See Lubrizol Enters., Inc. v. Richmond Metal Finish-
ers, Inc., 756 F.2d 1043 (4th Cir. 1986), superseded by
statute, Intellectual Property Bankruptcy Protection
Act of 1988, Pub. L. 100-506, 102 Stat. 2538, as rec-
ognized in In re Qimonda AG Bankr. Litig., 433 B.R.
547 (E.D. Va. 2010).

Congress remedied the drastic result reached
in Lubrizol in 1988 by amending the Bankruptcy
Act to provide that if the trustee rejects an execu-
tory contract under which the debtor is a licensor
of intellectual property, the licensee could either
treat such as a breach of contract and sue for dam-
ages or retain its rights. Unfortunately, however,
trademarks are not included in the Act’s definition
of “intellectual property” (although copyrights,
patents, and trade secrets are within the definition
of “intellectual property”). 11 U.S.C. § 101(35A).
Thus, a licensor in bankruptcy could reject a
trademark license, leaving the licensee with only
a claim for breach of contract and no ability to use
marks that may be critical to its ongoing business
operations.

In one recent case, however, the Third Circuit
held that a trademark license was not an execu-
tory contract that the debtor licensor could reject
where the licensee had paid the full license price and
had operated under the agreement for more than
10 years. Although the licensor argued that the li-
censee had ongoing obligations that rendered the
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contract executory (including the licensee’s obliga-
tions to observe quality control standards), the court
held that such did not outweigh the “substantial
performance” rendered by the licensee. In re Exide
Techs., 607 F.3d 957 (3d Cir. 2010), cert. denied, 131
S. Ct. 1470 (2011).

Conclusion. These authorities have significant
impact on both trademark licensors and licens-
ees. Thus, IP practitioners need to be knowledge-
able about the effect of bankruptcy on trademark
licenses. At a minimum, careful investigation of a
licensor’s financial standing is prudent. Similarly,
periodic financial reporting could also be required
during the life of a license. At present, if a trademark
license is viewed as an executory contract and is re-
jected by the debtor in bankruptcy, the licensee will
lose its rights to use the licensed trademarks in its
business and will have only a claim for damages.

Trademarks as Collateral

Trademark owners may use their marks as collateral
to secure their promise to perform some obliga-
tion. For example, a trademark owner may wish to

borrow $400,000 from a bank. The bank may insist
that certain property be pledged as collateral so that
in the event of a default in payment by the owner,
the bank can seize the assets pledged. Trademarks
can be used as such collateral. Typically, the parties
enter into an agreement called a security agreement
that contains the terms and conditions of their ar-
rangement. The security agreement will identify
the marks being pledged as collateral. The security
agreement is typically recorded at the USPTO to
afford notice to the public that the marks are sub-
ject to the security interest. When the trademark
owner satisfies its obligations, the security interest
is released, again by using the electronically filed or
paper cover sheet form. During the existence of the
security agreement, the owner retains all rights in
the mark. Granting a security interest in a trademark
is not a transfer of any present rights in a mark. It al-
lows a party to seize the marks (and then exercise all
rights of ownership) only in the event of a default by
the owner in regard to some promise or obligation.
Because the grant of a security interest is conditional
(because it has no effect unless there is a default), a
trademark that is the subject of an ITU application
can be used as collateral.

TRIVIA TRIVIA TRIVIA

TRIVIA TRIVIA TRIVIA

« Words that were once valid trademarks but have become genericized include pilates, cornflakes,
dry ice, kerosene, linoleum, nylon, shredded wheat, yo-yo, and trampoline.
o In 2007, Law.com reported that in 2003 manufacturers paid nearly $6 billion in licensing

royalties in the United States alone.

 In late November 2006, The Washington Post reported that Ford Motor Co. arranged $18 billion in
bank loans, for the first time using company assets as collateral, including trademarks.

« In 2010, Apple licensed the use of the mark PING from golf company Ping (and its parent) so
Apple could use the mark in connection with its music feature in iTunes. Financial terms were

not disclosed.

TRIVIA TRIVIA TRIVIA

TRIVIA TRIVIA TRIVIA
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CHAPTER SUMMARY

Merely obtaining a federal trademark registration does not guarantee an
owner unlimited and perpetual rights to a mark. Because rights to a mark
stem from use (rather than mere registration), the Lanham Act imposes cer-
tain requirements on registrants to ensure that only active marks remain on
the USPTO rolls.

Thus, a registration will be canceled unless, between the fifth and sixth year after
registration, and in the year before the end of each 10-year period after registration,
the owner files a Section 8 affidavit with the USPTO alleging its continued use of the
mark and submitting a specimen showing the mark as presently used.

If the mark is registered on the Principal Register, has been in continu-
ous use for five years, and has not been the subject of any adverse action, the
owner may file a Section 15 affidavit and thereby obtain incontestability status
for the mark, severely limiting the grounds upon which attacks on the mark
may be made.

At the end of the registration period, and every 10 years thereafter, an applica-
tion for renewal must be filed to maintain the registration in force.

In addition to losing rights to federal registration, a trademark owner can
lose rights to the mark if the mark becomes generic or if it is abandoned with
intent not to resume use. Nonuse for three years creates a presumption of
abandonment.

To ensure rights to marks are maintained, many trademark owners develop
compliance policies that set forth guidelines for proper use and display of the
mark. Additionally, many owners monitor use of marks in the marketplace to de-
tect potentially infringing marks.

Finally, rights to marks can be lost by acts that cause the mark to lose signifi-
cance, such as by an assignment of a mark that does not include its goodwill or a
license of a mark without quality control provisions to ensure that a licensee’s use
will be consistent with the standards of quality the public has come to expect of
a mark. Generally, trademark licensors who file petitions in bankruptcy (or their
trustees) may reject their previously granted trademark licenses, leaving their li-
censees with only a claim for damages and no ability to use marks previously li-
censed to them. Trademarks can be used as collateral to secure a party’s obligation
to perform a promise. In the event of a party’s default, the marks are then seized
by the secured party, who is usually a lender of money.
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CASE ILLUSTRATION

STANDARD FOR CANCELLATION OF REGISTRATIONS FOR FRAUD

Case: In re Bose, 580 F.3d 1240 (Fed. Cir. 2009)

Facts: Bose applied to renew its WAVE trademark. The Trademark Trial and Appeal Board can-
celled the registration after finding that Bose committed fraud on the USPTO by claiming
use of the mark when it knew it had stopped manufacturing audiotape recorders and play-
ers offered under the mark several years before. Bose appealed. Bose’s counsel alleged that
because Bose continued to repair the goods, some of which were still under warranty, he
believed such was use sufficient to support an application for renewal.

Holding:  The court reversed. Although the court agreed that repair and shipping did not amount to
use in commerce, the question was whether the false statement regarding use of the mark
had been made knowingly with intent to deceive. Although the statement was false and was
a material misrepresentation, there is no fraud if a false misrepresentation is made due to an
honest misunderstanding without a willful intent to deceive. A trademark is obtained fraudu-
lently only if the applicant or registrant knowingly makes a false material representation with
intent to deceive the USPTO. In this case, counsel testified that he believed the statement
about use of the mark was true when he signed it. However, the court agreed that Bose’s reg-
istration should be restricted to reflect the actual goods offered under its WAVE mark.

CASE STUDY AND ACTIVITIES

Case Study: Holiday operates an upscale restaurant on board its ships under the mark HOLIDAY
CHEER. Holiday also rents diving and scuba equipment to its passengers for swimming
and diving excursions under the mark HOLIDAY OUTFITTERS, although due to a fire at
a plant in China where the equipment is made, it has not been able to obtain, sell, or lease
any of this equipment for one year. Both of these marks were registered on January 10, 2006.

Activities: 1. Identify all maintenance dates for the marks.

2. What objections might Holiday encounter when it attempts to maintain its mark HOLI-
DAY OUTFITTERS? Discuss.

ROLE OF PARALEGAL

Paralegals play a significant role in trademark maintenance. Some law firms with large trademark practices
maintain separate departments for trademark prosecution and maintenance, with IP professionals taking
an active role in every aspect of both. Among the activities participated in are the following:

+ Docketing dates for the Section 8 affidavits of use and the Section 9 applications for renewal
+ Corresponding with (and often locating) clients to notify them that their registrations will be
canceled unless the Section 8 affidavit or the renewal application is filed;
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+ Ensuring the chain of title is continuous so that the party who files the postregistration documents
with the USPTO is “of record” with the USPTO as the owner of the mark and recording changes in
ownership of the marks, if required;

» Comparing a specimen of the mark as presently used with that in the original registration to ensure
a material alteration has not occurred that would preclude the filing of a Section 8 affidavit;

+ Conducting due diligence to determine whether a mark has been in such continuous use that the
owner can file a Section 15 affidavit to obtain incontestable status of its mark;

» DPreparing, filing, and monitoring Sections 8 and 15 affidavits and applications for renewal;

+ Communicating USPTO action on affidavits and renewal applications to clients and docketing new
dates for affidavits of use and renewals;

+ Docketing the fifth anniversary after registration of a mark on the Supplemental Register so a new
application can be filed for registration on the Principal Register (due to the presumption that after
five years of exclusive and continuous use of a mark, it has acquired distinctiveness);

 Assisting clients in drafting trademark compliance policies;

+ Assisting clients in conducting monitoring of marks to detect possible infringing uses

» Reviewing clients’” advertising copy and other materials to ensure display and use of marks is proper
and that there is no misuse of another party’s marks;

+ Drafting trademark assignments and licenses;

+ Docketing dates for renewals and expiration of license agreements; and

+ Recording assignments, mergers, changes of name, and security interests with the USPTO

INTERNET RESOURCES

USPTO website: http://www.uspto.gov (select “Trademark Basics” and
then “Assignment” for information on assignments
and recording and searching assignments)

Trademark Manual of Examining Procedure http://tess2.uspto.gov/tmdb/tmep (see Chapter 16 for
(TMEP): information on trademark maintenance and Chapter 5
for information on assignments)

Forms for assignments: http://www.allaboutforms.com and
http://www.siccode.com/forms.php3

Guides to proper trademark use: http://www.inta.org

General information: http://www.ipmall.info and http://www.megalaw.com

DISCUSSION QUESTIONS

1. A mark was registered on December 15, 2010. Give the earliest and latest dates that its Section 8
Affidavits of Use and Section 9 Application for Renewal may be filed.

2. If Godiva Chocolatier, Inc. wishes to license one of its marks to other chocolatiers to use, what quality
control provisions might be included in the license agreement?
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3. Identify which of the following are correct uses of trademarks and which are incorrect:
Nikes are my favorite running shoes.
Buitoni pasta is now available at my local market.
I love Jell-O.
I purchased two iPads last year.
Bic pens are reliable.

4. ABC Inc’s mark was registered as BREAK-DOWN. Over the years, the company has modernized
the mark to breakDOWN. Do you think the USPTO would accept a Section 8 Affdiavit of Use for
breakDOWN? Discuss.

5. XYZ Co. intents to sell its pending applications to another party. A Notice of Allowance was issued
for CAPTAIN’S CHOICE; the mark ROYAL CAPTAIN will register in a few weeks (having passed its
opposition period with no opposition being filed to its registration). What should XYZ do?

6. Alpha Co. failed to renew its registration for its mark ABACUS and the registration expired. What are
Alpha’s rights, if any, to the mark?

USING INTERNET RESOURCES

Use the USPTO website to answer the following questions:

1. Use the appropriate USPTO database and locate Application Serial No. 76497338. Review the
Assignment records for this mark. What is the mark, who was the original applicant, and who is the
present owner?

2. Select “Assignments” from the USPTO’s Trademark Basics link and then “Search Trademark
Assignment Database”

a. Locate the information recorded at Reel/Frame 3277/0576. What is the nature of this transaction?

b. Use the Assignee Index and locate the records relating to marks assigned to Apple Canyon
Company. Select the first document assigned to Apple Canyon Company. What document was
recorded?

3. Access the TMEP. What will happen if a party filing a Section 8 Affidavit of Use fails to list all goods or
services recited in the registration?

4. Use the USPTO fee schedule and indicate the filing fee if ABC Inc. assigns 10 trademarks to another
party in one document.

Go to http://www.paralegal.delmar.cengage.com for Quizzes, Forms,
Chapter Resources, and additional information.

oM

COMPANION™,
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CHAPTER OVERVIEW

Disputes often arise between parties regarding use and ownership of marks. Some
proceedings occur at the USPTO, and others may be initiated in federal court.
There are four types of actions involving disputes over trademark rights: inter
partes proceedings, trademark infringement cases, actions alleging dilution, and
actions alleging unfair competition.

Inter partes (literally, “between parties”) proceedings fall into four categories:
oppositions, cancellations, interferences, and concurrent use proceedings. All of
these matters are adjudicated by the Trademark Trial and Appeal Board (TTAB).

A person who believes a mark is being used so as to create a likelihood of confusion
in the marketplace with his or her registered mark may initiate an action for trademark
infringement under the Lanham Act. Infringement actions are brought in federal court.

The federal Trademark Dilution Revision Act protects famous marks by pro-
hibiting uses that are not confusingly similar under conventional trademark analy-
sis but may nonetheless cause a likelihood of diluting the strength of or tarnishing
another’s rights in a mark.

Finally, the Lanham Act provides broad, sweeping protection for nearly all
forms of unfair competition, including false advertising and infringement of trade
dress, which protection is available to those who do not own a registered mark.

114
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INTER PARTES PROCEEDINGS, INFRINGEMENT, AND DILUTION

INTER PARTES PROCEEDINGS

Inter partes (literally, “between parties”) proceed-
ings are those involving disputes between parties re-
garding rights, use, and ownership of marks. These
actions are heard before the TTAB, an administra-
tive tribunal of the USPTO, which is empowered to
determine only the right to register a mark. Gen-
erally, the Federal Rules of Civil Procedure govern
these proceedings, making the proceedings highly
similar to actions brought in federal courts. In fact,
37 C.ER. § 2.116(c) provides that an opposition or
petition to cancel corresponds to a complaint in a
court proceeding. Recall from Chapter 4 that the
TTAB also has jurisdiction over ex parte appeals,
that is, appeals from an examining attorney’s final
refusal to register a mark in an application.

There are four types of inter partes proceedings:
oppositions, cancellations, interferences, and con-
current use proceedings.

Oppositions

Timing Requirements.
proceeding initiated by a person who believes that
he or she would be damaged by registration of a
mark on the Principal Register. Oppositions may
not be initiated against marks sought to be regis-
tered on the Supplemental Register—those marks
may be objected to by way of cancellation proceed-
ings, discussed later. The document initiating the
proceeding is called a Notice of Opposition. Recall
from Chapter 4 that the time for initiating an oppo-
sition is triggered by the publication of a mark in the
Official Gazette. Publication occurs after the exam-
ining attorney at the USPTO has approved the mark,
and it is intended to provide notice to the public of
the pending application so interested persons can
oppose the registration.

An opposition must be filed prior to the expi-
ration of the 30-day period after publication of the

An opposition is a

mark in the Official Gazette for opposition, or within
an extension of time to oppose.

Requests for extensions of time may be re-
quested as follows:

+ A potential opposer may file a first request for
either a 30-day extension of time, which will be
granted upon request, or a 90-day extension of
time, which will be granted only for good cause.

« If a potential opposer was granted a 30-day ex-
tension of time, that person may file a request
for an additional 60-day extension of time,
which will be granted only for good cause.

+ After receiving one or two extensions of time to-
taling 90 days, a potential opposer may file one
final request for an extension of time for an addi-
tional 60 days with the consent of the applicant or
upon a showing of extraordinary circumstances.

No further extensions of time to oppose will
be permitted. The time for filing an opposition will
not be extended beyond 180 days from the date of
publication. To be sure dates are calculated correctly,
use an electronic calculator such as http://www
timeanddate.com. Typically, alleging that the po-
tential opposer needs additional time to investigate
whether the applied-for mark may conflict with his
or her mark or that the parties are engaged in settle-
ment negotiations is sufficient to demonstrate good
cause.

There is no fee required for filing a request
for extension of time to oppose. (See Appendix D,
Form 6, for a sample form for request for extension
of time to oppose.)

Notice of Opposition. If the parties them-
selves cannot reach some resolution, an opposition
proceeding will be initiated by the filing of a notice
of opposition. Requests for extension of time to
oppose and oppositions may be filed by mail or elec-
tronically through the TTAB's Electronic System for
Trademark Trials and Appeals (ESTTA).
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The Lanham Act requires only that the notice of
opposition set forth a “short and plain statement” of
the reasons why the opposer believes it will be dam-
aged by registration of the mark and the grounds for
opposition. The opposer must serve a copy of the
opposition on the applicant or applicant’s attorney
of record, much as a defendant in a civil action is
served with a copy of a complaint so it may answer
its allegations. The filing fee for a notice of opposi-
tion is $300 per class of goods/services identified
in the application. (See Appendix D, Form 7, for a
notice of opposition.)

Even if the parties ultimately reach resolution
of the matter, the filing of a notice of opposition or
even a request for extension of time to oppose seri-
ously delays the application process. Thus, IP profes-
sionals should use TARR, the USPTO’s online status
reporting system, to monitor applications to deter-
mine if such documents have been filed, and alert
clients of such an impediment to registration.

Grounds for Opposition. In brief, an op-
poser wishes to prevent registration of a mark. The
most common reason a person might believe he or
she will be damaged if the mark applied for pro-
ceeds to registration is that the mark is confusingly
similar to the opposer’s mark. Opposers are not,
however, limited to asserting confusing similarity
as a basis for opposition. The opposer is only re-
quired to state why he or she believes registration
of the mark in question would result in damage.
Thus, oppositions can also be initiated on the basis
of descriptiveness or that the mark is a surname,
contains immoral or disparaging matter, has been
abandoned, is likely to dilute another’s trademark,
and so forth. Nevertheless, the vast majority of
oppositions allege that the mark in an application
should be refused because it is likely to cause confu-
sion with the opposer’s mark. In one novel case, the
Federal Circuit held that an individual was entitled
to come before the TTAB to oppose registration

of the trademarks O. J. SIMPSON, O.]., and THE
JUICE on the grounds that the marks disparaged
his values, were scandalous because they would at-
tempt to justify violence against women, and that
others in the public shared his views. Ritchie v.
Simpson, 170 F.3d 1092 (Fed. Cir. 1999). The court
held that the opposer had asserted a reasonable
belief of damage and thus had standing to oppose
registration of the marks. A strongly worded dis-
sent expressed concern that the ruling would open
the USPTO up to oppositions or cancellations from
any member of the public who found a mark to be
offensive. The applications were eventually aban-
doned by the applicant, O. J. Simpson.

Nature of Proceeding. As soon as either a
notice of opposition or a request for extension of
time to oppose is filed, the examining attorney at the
USPTO relinquishes the file to the TTAB, which will
handle the matter until its conclusion.

The TTAB can suspend an opposition proceed-
ing to allow the parties to engage in settlement dis-
cussions. Opposition proceedings are somewhat like
trials. The notice of opposition (equivalent to a com-
plaint) is filed, and it is concurrently served by the
opposer on the applicant (or applicant’s attorney);
not less than 30 days after notification by the TTAB
that the opposition has been filed, the applica